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EDITOR’S PREFACE

It is not an overstatement to say that essentially all business is global, and the protection
of intellectual property is the lifeblood of all business. The scope and implementation of
that protection, however, varies from country to country.
It would be ideal if there were one universal set of laws, rules and procedures. But,
while the efforts of many dedicated individuals have accomplished much in harmonising
intellectual property protection, we remain defined as much by our differences as by
what we have in common. It is therefore incumbent on all of us, as advisers to our clients,
to be conversant with the individual practices in each of the economically significant
countries.
The goal of this review is to provide that guidance. We have assembled a body
of leading practitioners to explain the opportunities for intellectual property protection
in their respective jurisdictions, together with the most significant recent developments
and any aspects that are unique to their country. While we have striven to make the
book both accurate and comprehensive, we must note that it is necessarily a summary
and overview, and we strongly recommend that the reader seek the advice of experienced
advisers for application of the principles contained in this review to any specific matter.
Now in its fourth edition, this review is a testament to the flux of intellectual
property law worldwide. From implementation of the American Invents Act in the
United States, to further progress on a Unified Patent Court in Europe, and the frequent
new controlling court decisions, the need for annual reviews of intellectual property on a
global scale is essential for our clients to remain current. The authors of each chapter will
provide an overview of the intellectual property rights available and highlight the notable
developments in their respective countries. It is our hope that the reader will find this a
useful compilation and often-consulted guide.
Robert L Baechtold
Fitzpatrick, Cella, Harper & Scinto
New York
May 2015
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Chapter 32

UNITED KINGDOM
Gordon Harris, Rebecca Costen, Andrew Maggs and
Ailsa Carter1

I

FORMS OF INTELLECTUAL PROPERTY PROTECTION

i

Patents

A patent may be granted in the UK for an invention that is new, involves an inventive
step, is capable of industrial application, and is not otherwise excluded from patentability.
The term of protection is 20 years from the application date, unless a supplementary
protection certificate (SPC) is granted (which may extend the term) or renewal fees are
not paid (in which case the patent may lapse sooner).
An application for a patent conferring protection in the UK can either be made to
the UK Intellectual Property Office (for a GB patent) or to the European Patent Office
(for a European Patent designating the UK). Alternatively, either can be designated as
part of a PCT application.
ii

Supplementary protection certificates

An SPC is a form of intellectual property that extends the protection of patented active
ingredients present in pharmaceutical or plant protection products.
The term of the SPC is intended to compensate, to some degree, for the period
elapsing between the filing of an application for a patent for a new medicinal or plant
protection product and the grant of authorisation to place the medicinal product or
plant protection product on the market. The duration of protection is the term that
elapsed between those dates, reduced by a period of five years, subject to a maximum
period of protection of five years.

1

Gordon Harris is a partner, Rebecca Costen and Andrew Maggs are principal associates, and
Ailsa Carter is a PSL senior associate at Wragge Lawrence Graham & Co.
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iii

Designs

In the UK, designs may be protected by a mixture of UK and Community rights, which
vary in their subsistence, scope and duration.
Registered designs – UK and EU
Designs that are new and have individual character can be registered with the UK
Intellectual Property Office (UKIPO) (for the UK) or with the Office for Harmonisation
in the Internal Market (OHIM) (for the EU).
Three-dimensional, two-dimensional and one-off designs can all be protected.
However, computer programs, features of an article that have a technical function or that
interconnect with other parts of the article and are necessary for the article to perform its
function, and designs that are contrary to public policy are not registrable.
Registered designs are monopoly rights (which can be enforced without copying
having occurred). The term of protection is 25 years provided that renewal fees are paid.
Unregistered designs
UK unregistered design right (UDR) protects the shape and configuration of the whole or
part of an article (external or internal) that is original (i.e., not commonplace), recorded
in a design document or the subject of an article made to the design, and created by a
qualifying person.
UDR will not subsist in a method or principle of construction, the shape or
configuration of an article that ‘must fit’ another, or the appearance of an article that
‘must match’ another.
UDR arises automatically. The term of protection is the lesser of: 15 years from
first recording in a design document or first making to the design; or 10 years from first
making available for sale or hire (dates calculated from the end of the relevant calendar
year). The owner has exclusive rights to reproduce the design for commercial purposes.
During the final five years of the term licences of right are available. If the terms are
not agreed, they will be settled by the Comptroller General of Patents, Designs and
Trademarks.
EU unregistered Community design right is broadly similar to UK UDR. EU
protection lasts for a period of three years from the date on which the relevant design is
first made available to the public and pan-European relief is available.
iv

Copyright

Copyright may subsist inter alia in original literary, dramatic, musical and artistic works,
sound recordings, films and broadcasts and typographical arrangements of published
editions, provided the work qualifies by its author’s nationality or domicile or by the
place of first publication of the work. Protection arises automatically when works are
recorded in writing or some other form.
Copyright in literary, dramatic, musical or artistic works generally lasts for
70 years from the end of the calendar year in which the author dies. For some literary
works, including computer generated works, databases, tables and compilations, and for
sound recordings and broadcasts, protection will last for 50 years from the end of the
calendar year in which they are created.
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Copyright is infringed if the work, or a substantial part of it, is copied, not if
another work is created independently.
v

Database rights

Databases can be protected in two ways; by copyright and by the sui generis database
right.
Where there has been a substantial investment in obtaining, verifying or presenting
the contents of a database the sui generis right will arise. Protection lasts for 15 years
from the end of the calendar year in which the database was completed.
Where all or a substantial part of the contents of the database are extracted or
reutilised without the owner’s permission, database rights will be infringed.
vi

Registered trademarks

A mark or sign may be registered as a trademark if it is capable of being represented
graphically and of distinguishing the goods or services of one undertaking from those
of another. It must also not be devoid of distinctive character or consist exclusively of
indicators that may designate the kind, quality, quantity, or other characteristics of the
goods or services, although it may be shown that the mark has acquired distinctiveness
through use. Registered trademarks can include words, domain names, colours and the
shape of goods or their packaging.
A trademark can be registered for the UK (with the UKIPO); or as a Community
Trademark (with OHIM, for the EU). A trademark will be registered for specified goods
and services listed in the classes of the International Classification of Goods and Services.
The proprietor of a trademark has the exclusive right to use the registered mark in
connection with the classes of goods or services for which it is registered. The trademark
may be enforced in respect of: (1) an identical mark for identical goods or services; (2)
an identical or similar mark for identical or similar goods or services where such use has
caused or is likely to cause confusion; and (3) if the mark has a reputation, an identical
or similar sign for goods and services where the use causes detriment or leads to unfair
advantage.
A trademark may remain registered provided that the renewal fees are paid.
vii

Passing off

A claimant can bring a claim for passing off where:
a
goodwill or reputation attach to his goods or services;
b
there has been a misrepresentation by the defendant leading or likely to lead the
public to believe that the goods or services offered are the goods or services of the
claimant; and
c
the claimant suffers damage as a result.2

2

Reckitt & Colman Products v. Borden [1990] UKHL 12.
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Passing off can be used as a way of protecting unregistered trademarks, names, logos
or get-up from being misused by others wanting to trade off the claimant’s goodwill or
reputation.
viiii

Confidential information

Confidential information is broadly defined as information that has the necessary quality
of confidence that is disclosed in circumstances imparting an obligation of confidence.
Confidential information may be protected by non-disclosure agreements or
confidentiality agreements. It is common for employers to request that their employees
sign such agreements if they have access to confidential information.
While in theory it is possible to protect confidential information indefinitely, there
may be limits on how long information will retain its confidential status. For example,
non-disclosure and confidentiality agreements may be time limited, the information may
become available from non-confidential sources and information may be made available
to other parties or the public in the course of litigation.
ix

Plant varieties

A plant variety right may be available for a new, distinct, uniform and stable plant variety.
‘New’ is assessed by reference to sale or disposal.
A plant variety right entitles the holder to prevent anyone from producing or
reproducing, conditioning for the purpose of propagation, offering for sale, selling,
exporting, importing, or stocking for any of those purposes, the qualifying variety. The
term of protection is for 30 years from the date of grant (for potatoes, trees and vines);
or 25 years from the date of grant (all other cases). Protection is available for the UK
(from the UK Plant Variety Rights Office) or for the EU (from the Community Plant
Variety Office).
II

RECENT DEVELOPMENTS

i

The Intellectual Property Act 2014

The Intellectual Property Act 2014 (the IPA 2014) came into force on 1 October 2014.
Changes include the following:
a
The criminalisation of copying of a registered design. A person committing such
an offence can now be imprisoned for a term not exceeding 10 years or fined on
conviction on indictment.
b
Provisions for a new designs opinion service and an extended patent opinion
service (both at the UKIPO). Pursuant to the latter the UKIPO now has power,
of its own volition, to revoke a patent it considers to be invalid.
c
A change in the rules on ownership for commissioned designs.
d
Extension of the experimental use exemption under the Patents Act to cover
anything done in or for the purposes of obtaining a medicinal product assessment,
including testing or other activity undertaken with a view to providing data for
the purpose of obtaining or varying an authorisation for a medicinal product or
to complying with a regulatory requirement.
e
Provision for the UK to implement the Agreement on a Unified Patent Court.
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Recent notable case law

Concurrent jurisdiction
In IPCom v. HTC Europe3 the Court of Appeal recast previous guidance on when
UK proceedings should be stayed pending the outcome of opposition proceedings.
It confirmed that the possibility of concurrent proceedings is inherent in the system
established by the EPC, a stay of the national proceedings is still the default option but
the discretion of the court is very wide. The discretion should be exercised to achieve the
balance of justice between the parties, having regard to all relevant circumstances of the
particular case, which may include the extent to which a party would be deprived of the
benefit of the concurrent jurisdiction by the grant or refusal of the stay.
In Actavis v. Pharmacia4 Mr Justice Arnold considered how long a cross-undertaking
in damages on an interim injunction should last. Prior to Virgin Atlantic Airways v.
Zodiac Seats5 such cross-undertakings lasted until the end of trial (or the exhaustion of
any appeals) in the UK, without consideration of the position before the EPO. Arnold
J stated that, post-Virgin, cross-undertakings should be extended to cover repayment in
the event of revocation in the EPO.
In Adaptive Spectrum and Signal Alignment v. British Telecommunications Plc6 the
Court of Appeal held that the defendant, BT, had infringed two of the claimant’s patents.
The defendant asked that the final injunction in relation to one patent be the subject
of a cross-undertaking in damages pending the outcome of opposition proceedings
(the Court of Appeal having refused permission to appeal to the Supreme Court).
The Court of Appeal7 granted the injunction, but refused to make it the subject of a
cross-undertaking, stating that:
a cross-undertaking is appropriate to take account of the possibility that an earlier judgment
is wrong (e.g. an interim injunction or an injunction pending appeal). In the present case,
revocation by the EPO would not show our judgment to be wrong, or the injunction to have been
wrongly granted. A subsequent EPO revocation or amendment would mean that the injunction
would become ineffective or have to be discharged from the date of revocation/amendment, but
not ab initio. There is no reason for ASSIA to pay for the harm during the period when the
injunction was rightly granted. It follows that the appellant’s undertaking numbered (ii) on page
2 of the order should be deleted.

BT was refused, by the Supreme Court, permission to appeal the decision that the patent
the subject of the injunction is infringed and that the injunction should not be subject
to a cross-undertaking in damages.

3
4
5
6
7

[2013] EWCA Civ 1496.
[2014] EWHC 2265 (Pat).
[2013] UKSC 46.
[2014] EWCA Civ 1462.
[2014] EWCA Civ 1513.
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Illegality and patent infringement actions
In Les Laboratories Servier v. Apotex8 the Supreme Court held that the infringement of
a patent does not constitute ‘turpitude’ for the purposes of the defence of illegality (‘ex
turpi causa non oritur actio’). Apotex were therefore not prevented from seeking damages
under a cross-undertaking given by Servier on the basis that Apotex’s (hypothetical)
manufacture (had it not been injuncted) would have amounted to patent infringement
in Canada.
Enforcement of Swiss-form claims
At the time of writing an appeal is pending to the Court of Appeal following a refusal by
the Patents Court to grant interim relief against Actavis in relation to Warner-Lambert’s
Swiss-form claim.9 The Patents Court construed the claim as limited to a manufacturing
process, and on this construction found that there was no serious issue to be tried on
infringement regarding Actavis’ planned launch of a ‘skinny label’ generic medicine.
iii

Court fees

A substantial change to the quantum of court fees was introduced in England and Wales
in March 2015. For money claims (damages or account of profits) over £10,000 or
unlimited in value, fees are now 5 per cent of the value of the claim up to a maximum
fee of £10,000.
iv

Experts

The new Guidance for the Instruction of Experts in Civil Claims 2014 came into effect
on 1 December 2014. Experts must now be informed whether there is a specific budget
for their fees, parties must provide to the court an estimate of the cost of the expert
evidence to the court, the expert’s fees and costs can be limited by the court, and payment
of expert’s fees contingent upon the nature of their evidence or the outcome of the case
is strongly discouraged.
v

Interim relief

Since the decision of the High Court in Twentieth Century Fox v. BT,10 website blocking
orders have been granted to music and film copyright owners to impede access to websites
which are predominantly used to share copyright infringing content.
In October 2014, in Cartier v. B Sky B,11 the High Court concluded that internet
service providers could similarly be ordered to block websites that advertise and sell
trademark-infringing products. The case paved the way for brand owners to seek
blocking orders not just in respect of websites selling counterfeit goods, but in respect of
infringements of intellectual property rights more generally.

8
9
10
11

[2014] UKSC 55.
Warner-Lambert v. Actavis [2015] EWHC 72 (Pat).
[2012] 1 All ER 806, [2012] Bus LR 1471, [2011] RPC 28, [2011] EWHC 1981 (Ch).
[2014] EWHC 3354 (Ch).
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In early 2015, following its reasoning in Cartier v. B Sky B, the Patents Court
ordered NHS England to issue guidance on the prescribing and dispensing of generic
pregabalin medicines, which were to be launched with ‘skinny-labels’ omitting the
medical indication the subject of Warner-Lambert’s Swiss-form claim.12 In the same case,
the High Court had refused to award interim relief, mandatory in nature, regarding
conditions to be attached to the launch of generic pregabalin by Actavis.13 In reaching
this decision the court reasoned that upon the construction of the Swiss-form claim
in issue as a manufacturing process claim there was no arguable case to be tried on
infringement, and in any event the balance of harm favoured refusing the relief sought.
At the time of writing, the decision is the subject of an appeal pending in the Court of
Appeal.
vi

Police Intellectual Property Crime Unit

The Police Intellectual Property Crime Unit was established in 2013 for the purpose of
protecting the UK industries that produce legitimate, high-quality, physical goods and
digital content from intellectual property crime. The national unit is dedicated to tacking
counterfeiting and piracy (but excepting pharmaceutical goods) with a focus on offences
committed using an online platform.
III

OBTAINING PROTECTION

i

Patentability

The Patents Act was enacted in the course of the United Kingdom’s accession to the
EPC. Certain sections of the Patents Act are expressed as framed so as to have, as nearly
as practicable, the same effects in the UK as the corresponding provisions on the EPC,
the Community Patent Convention and the Patent Co-operation Treaty.
Pursuant to the European Patent Convention, European patents shall be granted
for any inventions, in all fields of technology, provided:
a
they are new, involve an inventive step and are susceptible of industrial application;
b
patentability is not expressly excluded; and
c
the application meets certain other requirements, namely, unity of invention,
disclosure of invention, and that the claims are clear and concise and supported
by the description.
New
An invention shall be considered to be new if it does not form part of the state of the
art. The state of the art comprises everything made available to the public anywhere in
the world by means of a written or oral description, by use, or in any other way before
the date of filing of the European patent application. Additionally, the content of earlier
filed (but not yet published) patent applications (UK or EPC designating the UK) is

12
13

Warner-Lambert LLC v. Actavis Group PTC EHF [2015] EWHC 485 (Pat).
Warner-Lambert v. Actavis [2015] EWHC 72 (Pat).
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considered as comprised in the state of the art. A patent (or application) lacks novelty (is
‘anticipated’) if the prior art provides an ‘enabling disclosure’ of what is claimed.14
Involves an inventive step
An invention shall be taken to involve an inventive step if it is not obvious to a person
skilled in the art, having regard to any matter which forms part of the state of the art.
(Earlier filed but not yet published patent applications are not included in the state of
the art for this purpose). In Conor v. Angiotech15 the House of Lords (the predecessor to
the UK Supreme Court) considered the issue of obviousness and approved the following
statement of Kitchin J in Generics v. Lundbeck:16
The question of obviousness must be considered on the facts of each case. The court must consider
the weight to be attached to any particular factor in the light of all the relevant circumstances.
These may include such matters as the motive to find a solution to the problem the patent addresses,
the number and extent of the possible avenues of research, the effort involved in pursuing them
and the expectation of success.

Industrial application
An invention shall be taken to be capable of industrial application if it can be made or
used in any kind of industry, including agriculture. The notion of industry is construed
broadly.17
Exclusion from patentability
The following are declared not to be inventions (and are therefore not patentable):
a
discoveries, scientific theories, mathematical methods;
b
literary, dramatic, musical or artistic works or any other aesthetic creation; and
c
schemes, rules or methods for performing a mental act, playing a game or doing
business, or a program for a computer; the presentation of information.
However, this only prevents patentability to the extent that the patent or application
relates to the thing as such.
Patents also shall not be granted for the following:
a
inventions the commercial exploitation of which would be contrary to public
policy or morality;
b
plant or animal varieties or essentially biological processes for the production
of plants or animals (not including microbiological processes or the products
thereof );
c
methods for treatment of the human or animal body by surgery or therapy and
diagnostic methods practised on the human or animal body (although this does

14
15
16
17

Synthon BV v. SmithKline Beecham plc [2005] UKHL 59.
[2008] UKHL 49, [2008] RPC 28.
[2007] RPC 32:
Eli Lilly v. Human Genome Sciences [2008] EWHC 1903 (Pat); [2008] R.P.C. 29.
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not apply to products, in particular substances or compositions, for use in any of
these methods);
the human body, at various stages of its formation and development, and the
simple discovery of one of its elements, including the sequence or partial sequence
of a gene;
processes for modifying the germline genetic identity of human beings;
uses of human embryos for industrial or commercial purposes; and
processes for modifying the genetic identity of animals, which are likely to cause
them suffering without any substantial medical benefit to man or animal, and also
animals resulting from such processes.

Other requirements for grant
A patent application shall relate to one invention only or to a group of inventions so
linked as to form a single general inventive concept.
The specification must disclose the invention clearly and completely enough for it
to be performed by a person skilled in the art. It must be sufficient to allow the invention
to be performed over the whole scope of the claim and without undue burden.18
The claims of a patent define the matter for which protection is sought. They
must be clear and concise and be supported by the description.
ii

Subject-specific case law

Methods of medical treatment and diagnostic methods
Methods of medical treatment and diagnostic methods are excluded from patentability.
However, products, including substances, for use in such methods may be patented,
including where the invention (and novelty) resides in the new use of a known product:
purpose-limited product claims are permissible (i.e., claims in the form ‘X for use in the
treatment of Y’).
Previously, for inventions residing in a second or subsequent use of a known
medicament, claims in Swiss-form were permissible (i.e., ‘use of X in the manufacture of
a medicament for the treatment of Y’) but following the decision of the EPO’s Enlarged
Board of Appeal in G2/08 (Abbott Respiratory/dosage regimes)19 this is no longer the
case. The changes introduced in 2010 made no change to practice regarding existing
Swiss-form claims already in force.
Patents with claims in Swiss-form do not prevent (under the double patenting
exclusion) the grant of a related application with claims in purpose-limited product
format because the subject matter of such claims is considered different.20 For the same
reason, it is not possible to amend granted Swiss-form patent claims to purpose-limited
product format.

18
19
20

Eli Lilly v. Human Genome Sciences [2012] EWCA Civ 1185, [2013] RPC 22.
G2/08 [2010] 10 OJEPO 456 and UKIPO Practice Notice 26 May 2010.
T 1780/12.
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In the context of inventions concerning medical treatments, the term ‘plausibility’
has been coined to characterise what it is that a patent specification must provide in order
to be sufficient, short of full proof of efficacy.21
Plants and animals and essentially biological processes for their production
Inventions that concern plants or animals may be patentable if the invention is not
confined to a particular plant or animal variety but can be granted if varieties may fall
within the scope of the claims.22
Whether or not a (non-microbiological) process for the production of animals
or plants is ‘essentially biological’ and therefore excluded from patentability has to be
judged on the basis of the essence of the invention taking account the totality of the
human intervention and its impact on the result achieved.23
Other biotechnological inventions
Finding biological material, such as a micro-organism, occurring freely in nature
is discovery, not an invention, and so is not patentable as such. However, biological
material that is isolated from its natural environment or produced by means of a technical
process may be the subject of an invention, even if the material occurred previously in
nature. Where the invention resides in a whole or partial gene sequence, the industrial
application of the sequence must be disclosed in the application as filed.24
In Oliver Brüstle v. Greenpeace25 the CJEU ruled that a ‘human embryo was: any
human ovum after fertilisation; any non-fertilised human ovum into which the cell
nucleus from a mature human cell has been transplanted; and any non-fertilised human
ovum whose division and further development have been stimulated by parthenogenesis’.
The exclusion covered the use of human embryos for purposes of scientific research; only
use for therapeutic or diagnostic purposes that are applied to the human embryo and
are useful to it being patentable. Further, patentability was excluded where the subject
matter involved the prior destruction of human embryos or their use as base material.
In a more recent decision, in International Stem Cell Corporation v. Comptroller
General of Patents, Designs and Trademarks,26 the CJEU has ruled that an unfertilised
human ovum whose division and further development have been stimulated by
parthenogenesis does not constitute a ‘human embryo’, within the meaning of that
provision, if, in the light of current scientific knowledge, it does not, in itself, have the
inherent capacity of developing into a human being.
A claim to a product containing or consisting of biological information is
construed as extending to all material (except excluded material) in which the product

21
22
23
24
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Hospira v. Genentech [2014] EWHC 1094 (Pat).
G 1/98, G 2/12 and G 2/13.
UKIPO’s Manual of Patent Practice, 76A.03.
UKIPO’s Manual of Patent Practice, 76A.06, G 2/07, G 1/98.
[2011] EUECJ C-34/10.
[2014] EUECJ C-364/13.
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is incorporated and in which the genetic information is contained and performs its
function.
Computer programs
A claimed invention involving the use of a computer program may be patentable if it
involves a technical contribution. In deciding whether such a contribution is present the
English courts tend to refer to a number of signposts:27
a
whether the claimed technical effect has a technical effect on a process that is
carried on outside the computer;
b
whether the claimed technical effect operates at the level of the architecture of
the computer; that is to say whether the effect is produced irrespective of the data
being produced or the applications being run;
c
whether the claimed technical effect results in the computer being made to
operate in a new way;
d
whether the program makes the computer a better computer in the sense of
running more efficiently and effectively as a computer; and
e
whether the perceived problem is overcome by the claimed invention as opposed
to merely being circumvented.
IV

ENFORCEMENT OF RIGHTS

This section provides a brief guide to how intellectual property rights may be asserted,
focussing on patents. In the courts of the United Kingdom, issues of infringement and
validity are almost always addressed together.
i

Possible venues for enforcement

The United Kingdom has three jurisdictions: England and Wales, Scotland, and Northern
Ireland. Each has its own legal system and procedures, the UK Supreme Court being the
final court of appeal for all in civil cases. In the field of IP, almost all legislated substantive
law applies throughout the UK. The overwhelming majority of IP litigation in the UK
takes place in the courts of England and Wales.
In England and Wales, the Intellectual Property Enterprise Court (IPEC) is the
correct forum for less complex and smaller value IP claims. In the IPEC damages are
capped at £500,000 (per claim number)28 and recoverable costs are capped at £50,000.
The IPEC procedure is distinct from that of the High Court, for example with less
separation of argument and evidence than is conventional under English legal practice.
The Chancery division of the High Court is the appropriate forum for more complex
and valuable IP claims, patent claims being heard in the Chancery division’s Patents
Court. In the Patents Court there is no cap on recoverable damages or costs.
Patent actions are heard in Scotland by the Court of Session, and in Northern
Ireland by its High Court.

27
28

Symbian Ltd’s Application [2009] RPC 1.
OOO Abbot v. Design & Display [2014] EWHC 3234.
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The Comptroller General of Patents at the UK Intellectual Property Office
(UKIPO) has jurisdiction to adjudicate upon some patent-related issues and may issue
opinions on the infringement and validity of patents.
ii

Requirements for jurisdiction and venue

Jurisdiction may be founded by domicile or by the place where the harmful event occurred
or may occur.29 In Actavis v. Eli Lilly,30 Lilly was found to have conceded jurisdiction,
in the course of pre-action correspondence, such that the court considered itself to
have jurisdiction to award a declaration of non-infringement covering designations of a
European patent for other EU Member States.
The UK courts described above may hear actions for revocation of UK patents and
UK designations of European patents but not other national designations of European
patents.
iii

Obtaining relevant evidence of infringement and discovery

In a civil claim, it is for the claimant to prove his case on the balance of probabilities. At
the outset, the facts relied upon in support of the claim (or counterclaim) must provide
reasonable grounds for making the claim. Without such grounds the claim may be struck
out.
Disclosure
Discovery is generally available in the course of litigation after the exchange of pleadings.
(In unusual circumstances it may be available before litigation commences or from a
non-party). A party discloses a document by stating that it exists. The party to whom
disclosure is made is then entitled to inspect the document, except where it is no longer
in the disclosing party’s control or where the disclosing party has a right or duty to
withhold inspection of it, for example because it is privileged. Confidentiality does not
confer a right to withhold inspection, but the court may order disclosure of confidential
documents on appropriate terms, for example to specified members of a ‘confidentiality
club’.
Standard disclosure requires a party to disclose only the documents on which he
or she relies and the documents that adversely affect his or her own case, adversely affect
another party’s case or support another party’s case. In patent cases disclosure is usually
more limited. Provision of a product or process description by the alleged infringer
enables standard disclosure to be dispensed with in relation to infringement. Regarding
validity, disclosure is usually constrained to a term two years either side of the earliest
claimed priority date. In every case, it is the court that orders the scope of disclosure and
it can dispense with it altogether.

29
30

Regulation 44/2001 on jurisdiction and the recognition and enforcement of judgments in
civil and commercial matters; Civil Jurisdiction and Judgments Act 1982.
Actavis v. Eli Lilly [2013] RPC 37, [2013] EWCA Civ 517; [2014] EWHC 1511 (Pat),
[2015] BUS LR 154.
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Evidence
Fact evidence is usually submitted to the court in the form of written witness statements,
which stand as the witness’s evidence in chief. A witness’s oral testimony is usually limited
to cross-examination and re-examination.
The court assesses the teachings and scope of a patent through the eyes of ‘the
person skilled in the art’. He is the hypothetical person to whom the patent is addressed.
The skilled person has imputed to him the ‘common general knowledge’, which is,
essentially, standard technical background of the art in question.
Expert evidence is generally required to assist the court in adopting the mantle
of the person skilled in the art and to determine the scope of the common general
knowledge. Parties tend to retain their own expert, although they may be ordered to agree
upon a single expert. Expert evidence is provided by way of a report, with opportunity to
respond in writing to the report submitted by the other experts. Oral testimony is usually
limited to cross-examination and re-examination.
Experiments
In appropriate cases, experiments may be ordered upon the application of a party that
wishes to establish a fact by experimental proof.
iv

Trial decision-maker

For the intellectual property rights listed above, civil claims are heard and determined
by a judge.
In the courts of England and Wales, IP claims are usually heard by specialist
judges. In the Patents Court more complex patent cases tend to be allocated to Arnold
J or Birss J, specialist patent judges. In the IPEC, patent cases are heard by intellectual
property specialist HHJ Hacon.
v

Structure of the trial

Following the exchange of statements of case, the setting of case management directions
and the conclusion of the steps ordered (for example, discovery and written evidence
stages), the trial of the claim will be heard by the judge. At the hearing, the usual structure
is that the claimant makes an opening statement, the parties cross-examine the witnesses
relied upon by each other, and then each party makes a closing statement.
At the end of the hearing, the judge will either deliver his judgment or, more
usually, he will retire to consider and write his judgment and reconvene the trial at a later
date, when the judgment is handed down. An award of injunctive relief may be made
with the substantive judgment or shortly afterwards following discussion between the
parties or further consideration by the court.
Almost always, the trial is ‘split’, which means that the substantive legal claim
is decided (as described above) and only where a claim is successful will the monetary
relief claimed be considered. This consideration takes the form of a second stage to the
litigation, involving further directions and a further trial on a damages inquiry or an
account of profits, which may run in parallel with any appeal of the main judgment.
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vi

Infringement

Construction
The court ‘construes’ the claims of a patent to determine what they would have meant
to the person skilled in the relevant art (with that person’s common general knowledge)
at the priority date. The law on patent claim construction was reviewed by the House of
Lords in Kirin-Amgen v. Hoechst Marion Roussel.31 Claims are construed purposively, the
inventor’s purpose being ascertained from the description and drawings, but ultimately
one is concerned with the meaning of the language used, in context. There is no general
doctrine of equivalents.
Infringing acts
Once the claims of the patent have been ‘construed’, the court considers whether an act
that is capable of being an infringing act has been carried out in respect of the claimed
invention.
It is a direct infringement of a patent to do any of the following in the UK
without the consent of the patent proprietor:32
a
where the invention is a product, he makes, disposes of, offers to dispose of, uses
or imports the product or keeps it whether for disposal or otherwise;
b
where the invention is a process, he uses the process or he offers it for use in the
United Kingdom when he knows, or it is obvious to a reasonable person in the
circumstances, that its use there without the consent of the proprietor would be
an infringement of the patent; and
c
where the invention is a process, he disposes of, offers to dispose of, uses or
imports any product obtained directly by means of that process or keeps any such
product whether for disposal or otherwise.
It is a contributory infringement of a patent to supply or offer to supply in the United
Kingdom a person other than a licensee or other person entitled to work the invention
with any of the means, relating to an essential element of the invention, for putting the
invention into effect. In order to infringe in this way the alleged infringer must know,
or it must be obvious to a reasonable person in the circumstances, that the means he has
supplied are suitable for putting, and are intended to put, the invention into effect.
Further, a defendant will be liable as a joint tortfeasor if he has assisted the
commission of the tort by another person pursuant to a common design with that person
to do an act that is, or turns out to be, tortious.33
vii

Defences

Statutory exceptions to infringement
An act that would constitute an infringement of the patent will not do so if:
a
it is done privately and for purposes that are not commercial;

31
32
33

[2004] UKHL 46, [2005] RPC 9.
Section 60(1) of the Patents Act 1977.
Sea Shepherd v. Fish & Fish [2015] UKSC 10.

403

United Kingdom
b
c
d
e

it is done for experimental purposes relating to the subject matter of the invention;
it consists of the preparation in a pharmacy of a medicine for an individual in
accordance with a prescription;
it consists of use on a ship or an aircraft temporarily in the territorial sea or air
space of the UK; or
it consists of a specified use by a farmer of the product of his harvest or an animal
purchased with the consent of the patent proprietor.

Invalidity
An alleged infringer may counterclaim that the patent is invalid and seek an order for
revocation of it. The grounds for revocation are:
a
the invention is not a patentable invention;
b
the specification of the patent does not disclose the invention clearly and
completely enough for it to be performed by a person skilled in the art;
c
the matter disclosed in the specification of the patent extends beyond that
disclosed in the relevant application as filed; and
d
the protection conferred by the patent has been extended by an amendment that
should not have been allowed.
A person found to be entitled to be granted the patent may additionally seek its revocation
on the basis that it was granted to someone who was not entitled to it, provided the
application is filed within the legislated time limits.
Other defences
An act is only capable of infringing a patent if it is done without the consent of the
proprietor. Consent, or licence, may be express or implied and may form the basis for
a defence. In some (unusual) situations licences of right or compulsory licences are
available.
Where the patentee has already consented to the marketing of the goods within
the scope of the claimed invention in another European jurisdiction, the doctrine of
exhaustion prevents subsequent enforcement of a patent in the UK in respect of the
imported goods.
Time to first instance decision
The time to trial depends upon the conduct of the parties, the complexity of the case and
the diary of the court. Typically first instance trial of a patent action on the substantive
part of the claim (i.e., infringement and validity) takes 12–15 months from service of the
claim form upon the defendant.
Interim relief can be obtained in a matter of hours in urgent cases, although more
usually interim hearings take place within a few weeks of the application being filed and
served.
ix

Remedies

If a patent is found to be infringed, a range of remedies will be available to the patent
holder. These include the following.
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Injunctions
Following a finding of infringement and validity, the court will usually award a ‘final’
injunction. Injunctive relief may be available at an interim stage where the patentee shows
an arguable case of infringement and that a later monetary remedy would not adequately
compensate the patentee for the harm caused by the ongoing (alleged) infringement. The
court considers the ‘balance of harm’ likely to be suffered by the respective parties before
deciding whether to award interim relief and if so the terms of the order. Injunctions are
usually prohibitory in nature although mandatory injunctions are possible. According to
the CJEU’s decision in Solvay v. Honeywell Fluorine Products Europe,34 the UK courts may
be able to grant interim injunctions on a pan-European basis.
Delivery up
The court can order that infringing articles be delivered up to a party. This is commonly
to facilitate destruction or resale.
Damages or an account of profits
Damages compensate for loss and are intended to restore the patentee to the position
they would have been in had no wrong been done to him. They may be calculated
according to the damage caused to the patentee’s profits by the infringement or in
accordance with a ‘reasonable royalty’. In an account profits the profits made by the
infringer from the infringement of the patent are awarded to the patentee. The court may
order the infringer to give some financial disclosure, in order that the patentee may make
an informed decision as to which remedy to pursue (not both). Neither remedy will be
available against an ‘innocent’ infringer.
Declarations of validity and contested validity
If a patent is found to be valid, the court can order a declaration to confirm this. Similarly,
if a patent is found to not be completely valid, the court may issue a declaration of
contested validity. These can improve the basis upon which legal costs are awarded in
future challenges.
Declarations of infringement or non-infringement
If a patent is found to be infringed or not infringed, the court can order a declaration to
confirm this. Where jurisdiction is conceded regarding designations of a European patent
covering other EU Member States, the court will be prepared to issue a declaration of
non-infringement extending to those jurisdictions.35
Orders for dissemination and publication
The courts can also order a party to publicise the result of a case at their own expense.
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Case C-616/10, 12 July 2012.
Actavis v. Eli Lilly [2013] RPC 37, [2013] EWCA Civ 517; [2014] EWHC 1511 (Pat),
[2015] BUS LR 154.

405

United Kingdom
x

Appellate review

Decisions of the Comptroller General of Patents and interim decisions of the IPEC may
be appealed to the Patents Court. Decisions of the Patents Court and final decisions of
the IPEC may be appealed to the Court of Appeal. Decisions of the Court of Appeal
relating to important issues of legal principle may be appealed to the Supreme Court.
Experienced specialist patents judges in the Court of Appeal are Kitchin LJ and
Floyd LJ, and in the Supreme Court, Lord Neuberger.
In order to appeal, the party wishing to do so needs permission from the court
which has issued the decision in question, or from the court to which it wishes to appeal.
Permission is granted if the court considers that the appeal has a real prospect of success
or if there is some other compelling reason why it should be heard.
Generally, only errors of law may be appealed. The Supreme Court has instructed
appellate courts not to interfere with findings of fact unless compelled to do so. Generally,
new evidence is not admissible at the appeal stage.
xi

Alternatives to litigation

Alternative dispute resolution (ADR) methods include arbitration and mediation. The
Arbitration Act 1996 governs the law relating to arbitration with its seat in England and
Wales or Northern Ireland. ADR can enable flexibility in procedure and privacy.
V

TRENDS AND OUTLOOKS

i

Unitary patent and Unified Patent Court

The Agreement on a Unified Patent Court (UPCA) was signed by 25 participating
Member States of the EU in 2013, including the United Kingdom. It will come into
force four months after it has been ratified by the 13th participating state including
France, Germany and the United Kingdom.
With the implementation of the UPCA, European patents that are not ‘opted-out’
of the Unified Patent Court (UPC) system, and granted unitary patents, will fall within
the exclusive jurisdiction of the UPC. The UPC’s Court of First Instance will have a
Central division (seat in Paris, sections in London and Munich), local divisions and
regional divisions, appeal from which will be to a UPC Court of Appeal in Luxembourg,
and then to the Court of Justice of the European Union (CJEU).
Where a claim for infringement or validity is brought in the UPC, the court’s
decision will cover all designations of a European patent that fall within its remit (i.e.,
the EP designations of all participating Member States that have ratified the agreement
at the relevant time).
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ii

Construction of second medical use claims and availability of interim relief

Following the decisions of the Patents Court in Warner-Lambert v. Actavis,36 it is
apparent that courts in different EPC countries have adopted different constructions of
Swiss-form claims. The court’s consideration of the ‘balance of harm’ is also likely to be
relevant in the context of second medical use patents more generally. Consideration by
a higher court in the United Kingdom or another prominent EPC jurisdiction is to be
expected before too long.
iii

Proposed changes to copyright law

In 2014 the European Parliament commissioned an evaluation report into Directive
2001/29/EC, which had been intended to harmonise copyright and other related
rights. The European Parliament is expected to vote on the final version of the report in
May 2015.
The proposals are intended to modernise copyright law. The most significant
proposal is for a single European Copyright Title that would apply directly and uniformly
across the EU in a similar way to the Community trademark. There are also proposals to
reduce the term of copyright protection from 70 years to 50 years and to exempt works
produced by the public sector from copyright protection.
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[2015] EWHC 92 (Pat); [2015] EWHC 249 (Pat), [2015] EWHC 223 (Pat); [2015]
EWHC 485 (Pat).
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