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EPC 1973:
Single Application
creating bundle of EPs

UPC:
Creation of single
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g EPC 1973: UPC:

= No centralised Court Creation of new Court
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system for EPs. system for UPs and EPs



EPC but not EU Member State
= Cannot Participate in UPC

EU Member State but has not
signed UPC Agreement

Has signed agreement but indicated
intention to delay ratification

Expected UPC Member State
(Hatching = Ratification pending)
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WHAT IS GOING TO HAPPEN?

January 19, 2022:
8 Birth of the UPC as an international organisation;

: Coming into force of the Protocol on Provisional
Application of the UPC Agreement;

- Start of the Provisional Application Period (PAP):
— Recruitment of judges
— Testing IP systems
— Registration of opt-out demands

During the PAP, the Administrative Committee, Advisory
Committee and Budget Commitee are the UPC governing
bodies whose role is to ensure the effective
implementation and operation of the Agreement.



PROVISIONAL TIMETABLE
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END OF
MARCH
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» Beginning of the interview process for

the UPC judges
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BEFORE
SUMMER

\
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OCTOBER
2022

\. Y,

« German ratification expected

 UPC entry into force

« Beginning of the transitional period
of 7 years during which the UPC will
have shared jurisdiction with national
courts.



FACTOR THE UPC AND UNITARY PATENT INTO YOUR IP STRATEGY

UPC will affect all
European patent

owners

- Develop and implement opt-out
Build the UPC and strategy before UPC goes live
Unitary Patent into your
European IP strategy : :

L Review licences as

part of opt-out strategy

4 )
Consider adopting the _
Unitary Patent for future Is the Unitary Patent the
European patents right fit for your IP strategy?
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SHOULD YOUR FUTURE EUROPEAN PATENTS INCLUDE THE UNITARY PATENT?

4 Y4 N

GEOGRAPHIC COVERAGE PATENTED TECHNOLOGY

W_ide ge_ographic coverage at a more attractive / Consider how the technology covered in the
price point patent will influence your decision

Some key countries are not covered, including . Opt-out high-value patents?

the UK, Switzerland, Spain, and Norway . Opt-in broad, lower-value patents?

o A\ /

/LITIGATION \

Potential for pan-European injunctions

Vulnerable to central revocation

Exposed to a completely untested ?
court system /




IT IS GENERALLY ADVANTAGEOUS TO OPT
OUT - HERE'S WHY

* Do nothing [Not Opting Out] ==) Opting into the UPC by Default
» Patent holder can start an action in the UPC & Nationally
» Third party can start an action in the UPC & Nationally

Opt Out

» Patent holder can start an action in the UPC & Nationally
unless a Third party has already started an action Nationally

» Third party can only start an action Nationally



Protocol on Provision
Application in force

19 January 2022
|
| We are here!
Germany ratifies UPC
Agreement
vAg OPTING OUT
O + EPs are ‘opted in’ by default
< > P y -
DA + Only EP patents & applications can be
\' opted out — not UPs.
Sunrise Period * Opt-out must be made by owner(s).
| . At least 3 months « Joint owners must all agree.
UPC comes into force . . .
e e T e | « Cannot opt;io_ut ll}’ I::'?:vocatlon proceedings
after ratification by DE cornmencedin '
OPTING IN
+ EPs may be opted back in provided
714 years national proceedings have not been
ﬁ commenced.
Opt-Out Window « EPs that are opted back in cannot then be
opted-out again.

End of transition period [



Audit Checklist

IDENTIFY

v ldentify all European pending applications and
granted patents

v Identify the legal owner of each and every
designation or validation state

v' ldentify any licensees in each designation or
validation state

~

/

/

AGREE
v' Decide whether to opt out each pending
applications and granted patents
v' Obtain agreement from joint owners (and
licensees)
-

\

4 2

DISCUSS

v' The commercial value of each patent and risk
tolerance

v' Any actual or potential infringement in UPC
member states?

\_ /

4 )

REVISE
v Review and revise licence agreements to
include terms relating to the UPC and opt out

)
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https://loupedin.blog/2021/10/who-controls-your-opt-
out/ E A -.'.1



STRUCTURE OF THE UPC

Training Facility
for Judges

Budapest

Patent Mediation
and Arbitration

Centre
Ljubljana & Lisbon







CENTRAL AND LOCAL
DIVISIONS

REGIONAL
DIVISION

LOCAL
DIVISION

—
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Based in Paris with a section in
Munich;

Cases will be distributed according
their subject matter following the
WIPO International Patent
Classification.

Each Member State may set up one
local division;

Additional local division can be set
up in a Member States based on the
number of patent cases.

PARIS

WIPO International Patent
Classification

* Performing L . Mechanical
operations 2 engineering

* Transporting Z - Lighting

e Textiles D . Heating

* Paper S - Weapons

* Fixed « Blasting
constructions

* Physics

* Electricity

Pictures of the front of the seat Central divisions
found on the UPC’s website



COURT MAP

Blue : Central divisions
 Paris
 Munich

Red : Local division
 Vienna
 Brussels

» Copenhage
» Helsinki
 Munich

« Mannheim
* Dusseldorf
 Hamburg

* Milano

« Lisbon

* Ljubljana

Green : Seat of the Nordic
Baltic regional division
 Stockholm

: Court of Appeal &
Registry
 Luxembourg

Black : Arbitration and
Mediation Center
 Lisbon

* Ljubljana

Purple : Training center
* Budapest



HOW WILL IT WORK? — FIRST INSTANCE

Individual cases will be distributed among
the local and regional divisions according to
the infrigement’s location or the defendant’s
seat;

The procedure will consists of a written,
interim and oral procedure;

Final oral hearing will take place after 1
year.

First
Instance

Local or
{ regional } { dCi\e}instiLarI\ }

division

Location of ] Subject
{ the } { Defes':;?nt S } {matter of the}

infringement patent




HOW WILL IT WORK - COURT OF APPEAL

The Court of Appeal comprises 2
international panels of 5 judges (2 with a
technical back-ground and 3 with a legal
back-ground);

The appellant has 2 months to lodge an
appeal against a first instance decision;

The Court of Appeal will not decide on
new evidence,

Appeals will not have suspensive effect

Picture of the Court of Appeal from the UPC’s website
unless the Court makes such an order.



PROCEEDINGS

LOCAL AND REGIONAL DIVISIONS CENTRAL DIVISION

* Infringement * Revocation
* Provisional & protective measures ¢ Declaration for  non-
* Invalidity as a counterclaim to a infringement

pending infringement action




PROCEEDINGS:
INFRINGEMENT & REVOCATION

If revocation is
raised as a
counterclaim in
an infrigement
action, the local
or regional
division will
have 3 options:

-~

Refer both actions
to the central
division
(Combined system)

~

OPTIONS
FOR
LOCAL AND
REGIONAL
DIVISION

Proceed with the
infringement action, but
refer the counterclaim for

revocation to the central
division
(Bifurcation)

/

-

Proceed with both
the action for
infringement and

the counterclaim for

revocation
(Combined system)

~
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UPC LITIGATION PROCEDURE - OVERVIEW

Written

Procedure

Interim
Procedure

Oral
Procedure

20

Exchange of
pleadings

Fully set out each side’s
case, including claim
construction and identify
evidence which will be
relied upon.

Case
management
conference

Streamlining the case by
deciding on how the case
should be progressed,
identifying main issues,
and evidence that needs
preparing and by when,

scoping of any disclosure.

Trial

Usually lasts no more
than one day in most
cases, within one year of
starting litigation. Cross-
examination of experts
possible but controlled.

Reasoned
decisions

Reasoned decisions to

be preferably rendered

within about 6 weeks of
the trial.



4 _ _ )
Approach to interim

Forum Shopping 7 7| relief/ remedies

J -

What to look out
for when the UPC

goes live... \\

) | 4 )

Practical Issues \ Approach to
/W\SEP/FRAND Cases




- UNITARY PATENT NATIONAL VALIDATIONS

Renewal Fees

Translations

Litigation

Pros

Equivalent to 5-6
national validations

Substantial cost savings
if interested in a large
number of countries

More streamlined

Cons

Substantial increase
after year 10

Fixed renewal fee
schedule since the
Unitary Patent is a
single patent right

Potentially expensive if
only interested in a few
countries

(Potentially) more
expensive

Pros

More gradual increase
throughout patent term

Renewal fees can be
controlled by selectively
abandoning patents

Relatively inexpensive if
only interested in the
UK, FR, and DE

Cheaper if litigation
initiated in a small
number of jurisdictions

Cons

Scales with the number
of national validations

Scales with the number
of national validations

Total costs will scale with
the number of
jurisdictions in which
litigation is initiated



- UNITARY PATENT NATIONAL VALIDATIONS

Pros Cons Pros Cons
Renewal Fees Only one fee to pay, Separate fees to pay in each
one instruction to send validation state, usually
required to be paid by a local
attorney
Translations Only have to translate Each validation state has
into one other UPC different translation
language requirements (some require
full translation of the
specification)
Litigation More streamlined e.g. Unpredictable results in  Can use different national  Infringement proceedings in
central infringement the early years, legal systems to your multiple parallel national
proceedings untested case law advantage courts

Central revocation

Transactions Only need to record a Not possible to splitup  Can transfer ownership Transfers have to be
transfer document once ownership country by country registered at each national
geographically patent office

Large geographical
coverage with one
single asset



Please scan the QR code below to Join us in the virtual breakout rooms

complete our surve
P y v’ Click Breakout Rooms in your meeting controls ==

v" Hover your pointer over the number to the right of the
breakout room you wish to join

v click Join
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