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INTRODUCTION
For the last few years there has been a clear focus for this paper, with a particular case or
development pushing itself forward. Last year it was, of course, the Supreme Court decision
1
in Actavis v Lilly . I imagined that this year it would be the decision in the Supreme Court in
the Warner Lambert case which would be making all the headlines and creating the fulcrum
for this analysis of the year's cases. In a way it has, but not in the way I expected.
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Actavis UK Limited & Ors v Eli Lilly and Company & Ors [2017] UKSC 48

First, we had to wait from February to November for the decision. Second, it turned out to be
such a random collection of barely connected statements that the hardest job has been to find
anything of note to carry forward from the overall judgment.
It may be that it was the lack of a genuine IP specialist on the panel which was to blame. Now
we have Lord Kitchin installed, hopefully the Supreme Court will return to the quality of its
previous judgments. I will return to that issue below.
Beyond that it has been a very "different" year in the Patents Courts. We have not been short
of important decisions, but they have been right across the range of issues, some of which
are quite peripheral to mainstream patent activity. There has been less activity in the usual
core areas – obviousness in particular has not been as prominent as usual. All in all, it leaves
us with a sort of "pick'n'mix" review. There is something for everyone in here if you look hard
enough.
It occurs to me that the nature of this review has evolved significantly over the years. In the
early years it was very much a "top of the waves" look at key cases and trends. It has evolved
into a much more detailed analysis, with a lot more attention being paid to the detailed facts
behind each case. I generally try to focus on the law when actually presenting the paper, but
the background is there for those who want to get involved in the real detail.
I will be adopting the usual format – dealing first with construction and infringement issues,
then defences and evidence, before looking at damages, remedies and costs. The second
part is devoted to validity issues and a variety of technical points.
2

INFRINGEMENT
a.

Construction
2

Last year, in the landmark Supreme Court judgment Actavis v Eli Lilly , Lord Neuberger set
out his approach to the assessment of a question of infringement. He said that this should be
a two stage test, asking first whether the 'variant' infringes the claim as a matter of normal
interpretation, and if not, then secondly asking whether the variant nonetheless infringes
because it varies from the invention in a way or ways which is or are immaterial.
In the Actavis v Eli Lilly case, infringement was in issue but not validity. However, one of the
questions that arose in light of the Supreme Court's judgment was how a patent claim should
now be interpreted for the purposes of assessing its validity. Would this issue be settled in
2018?
General approach to construction
I will keep you waiting to the end of this section for the answer to that question. In the
3
meantime, in Regeneron v Kymab (No.1) , questions of validity and infringement were
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Regeneron Pharmaceuticals, Inc v Kymab Limited [2018] EWCA Civ 671 (28 March 2018) Arden, Kitchin, & Floyd LLJ
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before the Court of Appeal. Kitchin LJ's judgment captures the approach to the interpretation
of language being taken by the lower courts.
Regeneron's patent claimed "a transgenic mouse that produces hybrid antibodies containing
human variable regions and mouse constant regions, wherein said mouse comprises an in
situ replacement of mouse VDJ regions with human VDJ regions at a murine chromosomal
immunoglobulin heavy chain locus and…". Regeneron argued for the wider interpretation of
the language: that it required 'positional replacement'. Kitchin LJ gave the analogy of a person
being replaced at the front of the queue, moving the person formerly in that position into
second place. In contrast, Kymab argued that the language required both insertion (of the
human gene segment) and deletion (of the mouse gene segment).
Kitchin LJ agreed with the first instance judge (Henry Carr J) that the patentee was using the
phrase to distinguish targeted positional replacement from random integration. This was
because the words used were not terms of art, so the court was concerned with what the
skilled reader would understand the phrase to mean in the context of the specification and its
claims. The primary purpose of creating the reverse chimeric locus was the insertion of the
human variable locus into the position occupied by the mouse locus; what happened to the
mouse locus was of subsidiary importance, provided it was removed from that position. There
was no technical reason why the skilled person would understand the term to mean more
than positional replacement. The suggestion that removal of mouse segments was
'preferable' made it clear that they could nevertheless be tolerated. Although it was
"dangerous" to home in on isolated passages in the specification, and whilst many passages
distinguished between insertion, deletion and replacement, at least one other used the word
"replace" in a sense that did not require physical deletion. The Court of Appeal therefore
concluded that the skilled person would not think that the patentee was intending to limit his
claim to insertion and deletion.
Numerical limits
Over the years I have followed with fascination the approach of the courts to the issue of
numerical limits in patent claims. It has astonished me that an issue which would seem so
clear cut could give rise to so much litigation, but it has raised its head yet again in 2018.
4

Jushi v OCV concerned the interpretation of a claim to a glass reinforcement strand whose
composition comprised constituents expressed as percentages by weight. The specification
specifically acknowledged prior art. How should the claim be construed in light of this?
First Floyd LJ noted that the principles applicable to the construction of numerical limits (such
as the use of rounding) were reviewed by the Court of Appeal in Smith & Nephew v
5
Convatec . However, Floyd LJ said that in any particular case, it is necessary to consider the
relevant integer of the claim in the light of the disclosure of the patent, the common general
knowledge and all other relevant circumstances. In the Smith & Nephew case the court was
not laying down a rule of law as to how numerical ranges should be interpreted in all cases.
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Turning to the role of cited prior art in the construction process, Floyd LJ noted Jacob J's dicta
in Beloit v Valmet [1995] R.P.C. 705 at 720 that:
"The purposive construction would lead to a construction of a claim which did not
cover that acknowledged prior art: it can hardly have been the inventor's purpose to
cover that which he expressly recognises was old."
However he also agreed with Lewison J's observation in Ultraframe (UK) Ltd v Eurocell
Building Plastics Limited [2004] 1785 EWHC (Ch), that "much depends on how the prior art is
acknowledged": a mere reference to a prior patent does not necessarily require the
addressee of the patent to dig it out and study it in detail before arriving at an understanding
of the meaning of language used in the claims".
Turning to the facts in the present case, Floyd LJ concluded ([40]):
"The patent … undoubtedly recognises the existence of Neely as prior art. However it
goes considerably further. The patent specifically refers to and reproduces example 5 of
Neely. Further, the patent uses example 5 of Neely as a comparison, and points out that
its CaO/MgO ratio is 2.14. It seems to me that this is a very compelling point in favour of
adopting the narrower construction of the end points of the ranges in the present case.
The purpose of a comparative example is that it identifies something which is outside the
claimed invention for the purposes of comparing it with something inside it. The skilled
person would be bound to compare the composition of the comparative example with the
ranges in claim 1, which he or she can do without “digging out” Neely. The skilled
person would observe that the CaO/MgO ratio, to which attention is specifically drawn in
[0049] of the patent, is more than 2. If whole number rounding is used in the claim it
would not exclude Neely Example 5. Moreover there is no other claim integer which
would exclude this example from the claim if whole number rounding is used. The total
content of Al2O3, MgO and Li2O in Neely example 5 is 22.88, which would be within the
claim if the range is expanded by whole number rounding. The obvious conclusion that
the skilled person would draw is that the patentee’s ranges were exact, and not meant to
be broadened by whole number rounding."
So, we have another gloss on the issue of interpreting numerical limits – whole number
rounding might be inappropriate if it brings into play prior art which, it is clear from the wording
of the patent, was intended to be avoided by the patentee.
Purposive construction?
6

In Coloplast v MacGregor , Coloplast's patent was to a urinary catheter assembly. At the
priority date (18 September 1997) urinary catheters were divided into two relevant types:
indwelling catheters, which could remain in the urethra for a prolonged period and were
administered by nursing staff; and intermittent catheters, used for one-off insertion for the
purpose of emptying the bladder, usually administered by the patient themselves at home or
elsewhere outside a hospital. Ease of insertion and removal was of particular importance for
intermittent catheters. The parties both approached the case on the basis that the patent
6
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claimed an intermittent urinary catheter assembly. However, the wording of the claim did not
specify this and Judge Hacon concluded that it also covered indwelling urinary catheters. This
in turn impacted the constitution of the skilled team and the reach of the common general
knowledge.
On construction, both parties were content to argue according to the principles which applied
before Actavis (Coloplast not running a case on equivalents). HHJ Hacon proceeded on this
basis, while also noting:
"I am not sure that the first stage referred to by Lord Neuberger (see Actavis at [54])
… is an approach exactly the same as construction of a claim according to the
principles set out in Kirin-Amgen v Hoechst Marion Roussel Ltd [2005] RPC 9."
This interesting question arose in a number of cases and will be considered again below.
The claimed urinary catheter assembly included the following feature: "[a hydrophilic coating]
intended to produce a low-friction surface character of the catheter by treatment with a
liquid swelling medium prior to use of the catheter"
Did this claim integer encompass both ready-wetted and user activated embodiments? Yes.
Agreeing with Coloplast on this, the judge said that the description indicated to the reader that
the invention covered both the ready-wetted and user-activated embodiments and this
impression was not changed by the language of claim 1. In the judge's view, the 'intention to
produce' language meant that the coating must be suitable for producing a low-friction
surface; it did not require such an intention on the part of the user of the catheter. Nor did the
natural reading of 'treatment with a liquid swelling medium prior to use of the catheter' mean
during manufacture. Accordingly, Coloplast succeeded on the issue of infringement.
Is "for" met if not operational?
7

In Parainen Pearl Shipping v Jebsen the alleged infringing article was as big as patent
infringement gets – a ship. Jebsen's patent claimed a "system for unloading of a powdery
cargo from a ship …". In 2008, a ship (the Vessel) owned by the second defendant (a
company in the Jebsen group) incorporated a pneumatic cement discharge system. The
Vessel ran aground, sustained damage and was extensively flooded; the Vessel was
subsequently sold on, repaired and refurbished and made operational again.
In the litigation, a question arose as to whether, following the damage in 2008, the Vessel was
still "for unloading of powdery cargo…". Jebsen's case was that in its damaged state, the
Vessel did not meet this claim feature, hence its patent rights could not have been exhausted
by the disposal of the ship; subsequent work on the ship therefore went beyond repair and
amounted to making.
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However the judge, Arnold J, dismissed this starting point on construction. He noted that "for"
in a product claim normally means "suitable for" (Schenck Rotec v Universal Balancing Ltd
[2012] EWHC 1920 (Pat)), and that Qualcomm Inc v Nokia Corp [2008] EWHC 329 (Pat) was
authority for the proposition that there is only infringement of such a claim where the
apparatus is suitable for the intended purpose without modification. However, the judge said
([50]):
"It depends what one means by "modification", however. [A]n apparatus for toasting
bread is suitable for that purpose even if there is no power supply and therefore no
bread can be toasted. Supplying power does not change the apparatus. Equally, in
my judgment, repairing the toaster does not amount to modification, for example if
one replaces a fuse or solders a faulty connection. In other words, a product may be
suitable for the intended purpose even if it needs repair. If what is required goes
beyond repair, however, then the position is different."
Arnold J continued ([131]):
"If the System fell within claim 1 as at January 2009 because, although it was not
functional, it was capable of being repaired, then I do not see that it makes any
difference to the question of exhaustion that the System was not capable of
implementing the method of claim 9 without being repaired."
This is an interesting evolution of the ongoing interpretation of the word "for" in patent claims.
It involved the court in a very considerable evidential survey and consideration of issues
regarding the ease of repair and likelihood of regular repair in normal use. I have some
reservations about the outcome.
Guidance on Actavis v Eli Lilly from the Supreme Court?
In November 2018, the Supreme Court eventually handed down its judgment in Warner8
Lambert v Generics . This is the dispute about Warner-Lambert's patent, with claims in
Swiss form to pregabalin for the treatment of pain, which has generated many judgments
since the start of 2015. In 2016, the Court of Appeal concluded that key claim 3, to
"neuropathic pain", covered both the peripheral and central types of neuropathic pain and as
such agreed with the judge that the claim was invalid for insufficiency. However, as to the
interpretation of more general Swiss form claim language and how such language engaged
with the provisions of the Patents Act governing infringement, there was clear disagreement
between the Court of Appeal and the Patents Court, Arnold J saying that he was "baffled" by
Floyd LJ's interim ruling on the subject.
A very particular issue has been vexing the court and the profession since the Actavis
decision. Whilst it is clear that when considering the question of infringement it is now the
correct approach to consider equivalents if a "normal" construction does not lead to a finding
of infringement, what is the position when construing a patent in the context of assessing
validity in an anticipation attack?
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The Warner-Lambert case was heard by the Supreme Court in February 2018, in a four day
hearing. Lord Neuberger had retired from the court in 2017 and Lord Kitchin not yet having
been sworn in, there was no intellectual property specialist on the bench. Unfortunately, this
was only too evident in the judgment.
So what did the Supreme Court say?
The answer is nothing, on the general principles regarding the interpretation of claim
language for the purpose of assessing the validity of a patent following Actavis v Eli Lilly.
9
Neither that case, nor the House of Lords' judgment in Kirin-Amgen v Hoechst , nor the Court
10
of Appeal's judgment in Virgin v Premium were cited or discussed. It therefore remains to be
settled to what extent some form of 'purposive construction' remains the appropriate approach
to construction of a patent for the purposes of assessing validity and if so, whether this may
include consideration of equivalents.
In considering Warner-Lambert's appeal on the interpretation of "neuropathic pain" the
discussion of the legal principles was confined to Lord Briggs' judgment. He referred to the
Patents Act (sections 14(5)(a)&(b) and 125(1)&(3)), the Protocol on the interpretation of article
69 of the European Patent Convention (EPC) and article 84 EPC. He then considered
jurisprudence regarding whether a claim capable of two constructions should be given the
construction which would uphold the validity of the patent. Originating in contract law, the
principle was considered in patent contexts in Parkinson v Simon (1895) 12 RPC 403 (House
of Lords), Kirin-Amgen Inc v Roche Diagnostics GMBH [2002] RPC 1 (Neuberger J) and
Smithkline Beecham plc’s Patent [2003] EWCA Civ 872. Catnic v Hill & Smith [1982] RPC 182
(House of Lords) was noted as greatly diminishing the importance of dicta regarding validating
construction in modern times. Lord Briggs also noted dicta from the United States, Canada
and Australia.
Lord Briggs concluded that, particularly in the case of second medical use patents, there is a
need for legal certainty in fixing the dividing line between the original use and the new one. An
issue as to the construction of a Swiss form claim should therefore be addressed, as far as
possible, by deciding what it "really does mean", rather than by too easily accepting that there
is ambiguity, and resolving it "by inventing a meaning which saves the claim from invalidity".
Further, he did not consider claim 3 to be ambiguous in any case, so the condition to applying
an interpretive presumption was not present. The judge's interpretation of "neuropathic pain"
was confirmed.
The Supreme Court's reasoning on the interpretation of other aspects of the Swiss form claim
language was obiter, because the relevant claims were confirmed as invalid. Since this
reasoning is inextricably linked with the court's (also obiter) conclusions on infringement, this
is discussed in section (b) below.
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11

Finally, in Network Homes v Maurice Harlow , Henry Carr J found a way to comment on
the construction of patent claims, in the context of a dispute about whether a door to a
resident's flat in an old people's home could be changed!
The issue in Network Homes concerned the construction of a contract. The judge said that
very similar issues have arisen in relation to the interpretation of patents, as noted by Lord
12
Hoffmann in Kirin-Amgen v Hoechst ([30]):
“…the author of a document such as a contract or patent specification is using
language to make a communication for a practical purpose and that a rule of
construction which gives his language a meaning different from the way it would have
been understood by the people to whom it was actually addressed is liable to defeat
his intentions.” (Emphasis added)
Henry Carr J continued ([35]):
"Construction of legal documents is not a literalist exercise focused solely on a
parsing of the wording of the particular clause, as emphasised in Wood v Capita
Insurance."
13

The Wood v Capita case referred to is the authority cited by Lord Neuberger, in Actavis v Eli
Lilly, on the principles applicable to "normal interpretation" of the language of a patent claim.
Henry Carr J continued ([35]-[36]):
"For a compelling analysis of this subject, see Leonard Hoffman’s article Language
and Lawyers [2018] LQR 553. It is an objective, rather than subjective, assessment,
as Lord Hoffman explained at [32] of Kirin-Amgen:
“Construction, whether of a patent or any other document, is of course not
directly concerned with what the author meant to say. There is no window into
the mind of the patentee or the author of any other document. Construction is
objective in the sense that it is concerned with what a reasonable person to
whom the utterance was addressed would have understood the author to be
using the words to mean. Notice, however, that it is not, as is sometimes said,
"the meaning of the words the author used", but rather what the notional
addressee would have understood the author to mean by using those words.
The meaning of words is a matter of convention, governed by rules, which
can be found in dictionaries and grammars. What the author would have been
understood to mean by using those words is not simply a matter of rules. It is
highly sensitive to the context of and background to the particular utterance. It
depends not only upon the words the author has chosen but also upon the
identity of the audience he is taken to have been addressing and the
knowledge and assumptions which one attributes to that audience.”
11
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It is well established in European patent law that terms used in a patent should be
given their normal meaning in the relevant art (ie. the relevant technical field) unless
the description gives them a special meaning. If it was intended to use a word which
is known in the art to define a specific subject matter, then the description of the
patent may give this word a special, overriding meaning by explicit definition. In those
circumstances, the patent may provide its own dictionary; see Case Law of the
Boards of Appeal of the EPO, 8th Edition (2016) Section II.A.6.3.3."
Saying that the same principle could be applied to the contract in the present case, the judge
concluded that Network Homes had a right of access to Mr Harlow's flat for the purpose of
performing improvement works, including replacement of the front door.
Once a patent lawyer, always a patent lawyer!

b.

Infringement

Normal interpretation
14

Early in the year, in L'Oréal v RN Ventures (No.1) , Henry Carr J considered the issue of
the "normal interpretation" of L'Oréal's patent to "an apparatus for treatment of acne".
L'Oréal's claim was to an assembly which "reciprocally moves said at least one moving
contacting element bi-directionally through a neutral position relative to at least one
adjacent contacting element to produce alternating tension and compression of the skin"
i.e. rotationally massaging skin pores until the sebum plugs pop(!)
I should comment that, with urinary catheters already discussed and endoscopes still to
come, there is perhaps an overload of bodily functions in this year's review!
The judge said that he would apply the "principles concerning normal interpretation and
equivalents" set out by the Supreme Court in Actavis v Lilly and by the Patents Court in
15
16
17
[Generics t/a] Mylan v Yeda , Fisher & Paykel v Resmed and Illumina v Premaitha .
On the normal interpretation of "reciprocally moves…at least one moving contact element bidirectionally through a neutral position", L'Oréal submitted that the common feature of all
types of movement referred to in the patent was that they had the effect of applying a
differential motion locally to pore openings so as to loosen the sebaceous plug, and that to
apply differential motion there must be differential relative movement between the contact
elements and the skin. They relied on paragraphs 60-62 of the specification where, in contrast
to the other embodiments, there was no differential reciprocating motion between adjacent

14
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contact elements. Rather, a single set of elements, such as a row of bristles, was used to
affect the differential force on the pore opening, relying on the inertia of the skin. However, the
judge said ([41]):
"Not everything disclosed in the specification of a patent necessarily falls within the
scope of its claims, which may have been amended during prosecution".
Paragraphs 60-62 made no reference to relative movement and in fact contrasted an
arrangement in which there was "differential reciprocating motion between adjacent contact
elements". Paragraph 61 said that use of a single set of contact elements in this way was
"generally not as effective as using adjacent contact elements arranged to apply
tension/compression or shear between them". It was therefore explicable that the
arrangement disclosed in paragraphs 60-62 of the specification fell outside the scope of the
claim. He concluded ([52]-[53]):
"…claim 1 is not satisfied by an arrangement where there is no relative movement
between contact elements, but only relative movement between contact elements and
the skin. Furthermore, “neutral position” in integer D is not referring to the skin, but to
the movable contact element. Paragraphs [0033] and [0046] disclose that the contact
elements are in a neutral position when the movable contact element is in the rest
position.
Purposive interpretation does not allow the language of the claim to be disregarded.
The Patentee’s purpose in choosing this language is, as indicated in the Patent, to
exclude an arrangement which is generally not as effective as that which is claimed."
So on the above point, RN Ventures was successful. (The judge said that in light of it, RN
Ventures' squeeze with the CGK fell away. Oscillating skin brushes were not within the scope
of the claim, and in any event they had not been established in the evidence as CGK at the
priority date).
There was a further issue regarding the interpretation of the claim integer set out above: was
it confined to the 'tension and compression' mode of the device disclosed in the patent, or did
it encompass the 'shear' mode since this (explained L'Oréal) exerted tension and
compression on the skin?
The judge held that the integer did encompass the shear mode. On the evidence, the shear
mode would produce forces of tension and compression. Although the patent carefully
differentiated between 'tension and compression' and 'shear' modes, only referring to tension
and compression in the claims, [0041] of the patent described a shear mode embodiment in
which "shear forces of tension and compression are applied to the skin". The shear mode was
expressly stated to be the preferred mode and the exclusion of preferred mode would not be a
sensible reading of the patent. RN's interpretation confused the movement and the effect of
such movement.
So on this aspect of interpretation, L'Oréal was successful.

10

Also notable about this case is that in support of its case on interpretation, RN Ventures relied
upon the prosecution history of L'Oréal's patent. The judge noted Lord Neuberger's Actavis
v Lilly judgment, paragraph 88, and said ([74]):
"I do not consider that the first circumstance contemplated by Lord Neuberger applies
in the present case. I did not find the points at issue to be truly unclear in the light of
the specification and claims of the Patent. Nor did I consider that the file
unambiguously resolved any issue. There was no statement by L'Oréal which
amounted to a clear disclaimer of the shear mode, and the amendments did not have
that effect, as they are concerned with the effect of the application of energy to the
skin, rather than its mode of application. Furthermore, I am not satisfied that all the
claims relating to shear mode were deleted, as claims 40 to 42…were not deleted,
and they appear to be directed to the shear mode apparatus."
Turning to Lord Neuberger's second circumstance, that it would be contrary to the public
interest for the contents of the file to be ignored, RN Ventures argued that the Examiner had
gained the impression that L'Oréal was choosing to exclude the shear mode from the claims
and they should have explained this to him, rather than electing to approve the text. But the
judge said ([76]):
"L'Oréal was satisfied with the text, and its interpretation is a matter for the national
courts, not the Examiner. I do not consider that L'Oréal was under a duty to correct
any misunderstanding about the scope of the claims on the part of the Examiner. In
my view, the prosecution history is inadmissible and, in any event, is of no assistance.
It should be emphasised that reference to the prosecution history is the exception,
and not the rule…Parties should think carefully in future before incurring additional
costs in arguing about prosecution history."
This is a very clear attempt to limit the scope of the judgment of Lord Neuberger in the Actavis
case. This has been a theme since Actavis v Eli Lilly.
18

In June 2018, Birss J handed down his substantive judgment in Liqwd v L'Oréal (no.1).
This was a case in which L'Oréal was alleged to infringe Liqwd's patent, to which Olaplex was
the exclusive licensee. The patent was concerned with the use of a maleic acid/salt agent for
the reduction or prevention of damage in the bleaching of hair.
Under the subject "construction", the judge succinctly captured the state of the jurisprudence
concerning "normal interpretation" at the date of his judgment. He said ([57]-[61]):
"Prior to Actavis the approach based on Kirin-Amgen Inc v Hoechst Marion Roussel
Ltd [2004] UKHL 46 was that whatever account was required in law to be taken of
equivalents when applying the Protocol to the Interpretation of Art 69 EPC and its
equivalent provisions in national law, that was achieved by the process of purposive
construction. The Supreme Court in Actavis has decided that that is not the right
approach. The scope of protection is now determined by a two stage process. The

18
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first stage is a process of construction and then the second stage is the application of
a doctrine of equivalents.
An outstanding question has been whether the first stage, also referred to as a
process of normal interpretation, is the same as what was previously called purposive
construction. Part of the reason this question arises is because in Actavis the
questions formulated to be answered in applying the equivalents analysis refer to
variants from the “literal meaning” of the claim language. Prior to Actavis a
“purposive” approach to construction was intended not to be a purely literal one.
So far the judges of the Patents Court who have had the opportunity to express
themselves on the point have unanimously held that the normal interpretation stage
required by Actavis is the same as purposive construction (Arnold J in Generics v
Yeda [2017] EWHC 2629 (Pat), Richard Meade QC in Fisher & Paykel v Resmed
[2017] EWHC 2748 and Henry Carr J in Illumina v Premaitha [2017] EWHC 2930
(Pat)). I agree for the reasons given by those judges. As Henry Carr J put it in
paragraph 202 of Illumina, normal interpretation means purposive construction.
I will add two further observations. They are points which at least on one view of the
issues in this case might have mattered but in the end did not. The first is about
taking equivalents into account in the process of construction. One consequence of
Kirin-Amgen was that account was taken of equivalents in the process of determining
what the true purposive construction of the claim was. I will say only that I can see
scope for debate about whether, following Actavis, that sort of approach might or
might not produce the same result at the normal interpretation stage as would have
been arrived at following Kirin Amgen. In other words, construing a patent
purposively to identify the normal interpretation in the manner described in those first
instance decisions which I do agree with, may not be precisely the same as every
nuance of the process of the determination of claim scope which was mandated by
Kirin-Amgen prior to Actavis.
The second point is about validity and claim scope. One of the issues involves
whether an amendment might extend the scope of protection and therefore be
impermissible (or if it had been made already, invalid). This has caused me to think
about the relationship between validity and the Actavis approach to claim scope
(including the scope determined by the second stage of Actavis as well as the scope
produced by the process of normal interpretation). I will say only that I can see room
for arguing that for validity purposes some account ought to be taken of the wider
scope."
I am a little unclear as to where this leaves us. As we have seen, Judge Hacon made the
point clearly in the GSK case that he was "not sure that the first stage referred to by Lord
Neuberger…is an approach exactly the same as construction of a claim according to the
principles set out in Kirin-Amgen". A full parade of judges and deputies (Arnold J, Richard
Meade QC, Carr J) have said that "normal interpretation" is the same as purposive
construction. However, Judge Hacon and Birss J, whilst appearing to agree, say that it is not
purposive construction strictly in accordance with the previous principles from the Kirin Amgen
approach as amended in the Virgin Atlantic case. It seems that some further clarification will
be required, especially as none was forthcoming from the Supreme Court.
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Turning to the issues of construction in the case, the claims included integers concerned with
using/applying the following "active agent" in "treatment to provide bleached hair":

The chemical formula shown above is commonly known as "maleic acid". The judge said that
there was no relevant difference between the words "maleic acid" and the formula. However,
there was more than one feasible construction of the terms "maleic acid", "simple salt" and
"salt". Some of the constructions overlapped in ways that were inconsistent, leading to
"tangles", particularly in the context of Liqwd's requests for amendment by deletion, as on
some constructions this could lead to claim broadening. However Birss J found a way through
this.
Reverting to "basic principles" and reading the claim through the eyes of the skilled reader,
the judge said they would see that the formulations used in the invention were largely
aqueous (although they did not have to be). They would favour interpreting "maleic acid" as
meaning the molecule and the ions it forms in aqueous solution, not just the un-ionised
molecule. They would think "salt" referred to the solid form of the material, consistent with the
idea that the active agent could be in powder form. "Simple" salt had no well-defined meaning
and they would not think it meant something to do with functional counter-ions. So the
composite phrase "maleic acid or a simple salt thereof" would make sense as including a
formulation in solution in which there could be un-dissociated acid species and/or maleate
and hydrogen maleate ions.
A "treatment for providing bleached hair", read in context and with the common general
knowledge, meant a process of lightening hair. Although the specification used the word
"colouring" to refer to processes involving bleaching alone and also dying, "colouring" was not
the word used in the claim. While the patent taught that the invention would work in an
oxidation dying process, the reader would see that if the inventors had wanted to cover both
hair lightening and colouring using dye, they simply could have used the word colouring.
Finally, there was one very important difference between the language of claims 1 and 11
which rescued the validity of claim 11. Claim 1 was to "A method for providing bleached hair
comprising…" whereas claim 11 was to "The use of an active agent which is…to reduce or
prevent hair damage due to a treatment to provide bleached hair". These final words of
claim 11 constituted a functional technical feature that set the claimed invention apart from the
disclosure of Catzy (on which see below, section 2 b)). The judge noted that the feature could,
in the context of infringement, require examination of the state of mind of (i) the person
formulating a maleic acid treatment and putting it in a bottle to sell, (ii) the person selling the
product, and/or (iii) the colourist or consumer using the product. However, nothing turned on
that in the present case.
Turning to L'Oréal's Smartbond product, which was alleged to infringe Liqwd's patent, the
judge noted that the maleic acid in the formulation would mostly be in the form of hydrogen
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maleate, with some dissociated maleic acid. Smartbond was therefore a means relating to an
essential element of the (method) invention claimed in claims 1 and 11, both as granted and
as unconditionally amended.
The conditional amendments of Fall back 2 included a pH range from 3 to 8. L'Oréal
submitted that since its product description allowed for material with a pH3+0.2, it
encompassed material that did not infringe. However, on the facts the judge found that the
precision stated for the Smartbond ingredients was quite high. The reason for the stated
range of +0.2 was to deal with possible variations in the pH of the measuring equipment, not
due to a variation in the pH of the underlying material, which was 3. Hence the Fall back 2
amendments would be infringed also.
The doctrine of equivalents
19

A notable Court of Appeal judgment on infringement this year was Icescape v Ice-World .
This case concerned Ice-World's patent claiming a cooling member for a mobile ice rink. The
Court of Appeal confirmed the judge's conclusion that the patent was not entitled to its
claimed priority and so was invalid. Nevertheless, Kitchin LJ and Floyd LJ gave reasoned
judgments on the law regarding infringement and the outcome of the issues of infringement in
the present case; their combined judgment representing the first substantive consideration of
the Supreme Court's Actavis v Eli Lilly judgment by the Court of Appeal.
Beginning with the principles, Kitchin LJ said that it was, in his view, clear that the approach
set out by Lord Neuberger was "markedly different from that which the courts in this country
have adopted since Catnic". Any doubt about this was resolved by Lord Neuberger's
explanation that Lord Hoffmann's (Kirin-Amgen) approach effectively conflated the two issues,
of claim interpretation and equivalents, into a single issue of construction, that this was wrong
in principle and could lead to error.
Walking through Lord Neuberger's reasoning, Kitchin LJ said that despite Lord Neuberger's
use of the term "literal" in considering limb (ii) (infringement by equivalents), normal
interpretation
"…involves purposive interpretation. I note this was also the view of Arnold J in Mylan
v Yeda …and of Carr J in Illumina v Premaitha. …But I would add this: the question of
equivalence is now addressed in issue (ii)…."
Floyd LJ also indicated that normal interpretation is purposive construction, which "now
represents the minimum protection afforded by the patent".
Turning to limb (ii) of Lord Neuberger's approach – the test for equivalents, which comes after
considering whether there is infringement as a matter of normal interpretation, Kitchin LJ rephrased it very slightly to the following ([66]):
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"ii)
If not, does the variant nevertheless infringe because it varies from the
invention in a way or ways which is or are immaterial? This is to be determined by
asking these three questions:
a)
Notwithstanding that it is not within the literal (that is to say, I
interpolate, normal) meaning of the relevant claim(s) of the patent, does the
variant achieve substantially the same result in substantially the same way as
the invention, i.e. the inventive concept revealed by the patent?
b)
Would it be obvious to the person skilled in the art, reading the patent
at the priority date, but knowing that the variant achieves substantially the
same result as the invention, that it does so in substantially the same way as
the invention?
c)
Would such a reader of the patent have concluded that the patentee
nonetheless intended that strict compliance with the literal meaning of the
relevant claim(s) of the patent was an essential requirement of the invention?"
The word "nevertheless" probably does not add much. The words "This is to be determined
by…" seem not entirely consistent with Lord Neuberger's judgment, in which he emphasised
that "these questions are guidelines, not strict rules"; Lord Neuberger's judgment remains the
authority on this point. Kitchin LJ's interpolation of "normal" for "literal" in the first of the
reformulated questions would probably seem, conceptually, to introduce a difference,
depending on whether Lord Neuberger meant a contextual (i.e. in the context of the
specification) or acontextual (i.e. dictionary meaning) literal construction of the wording in the
claims. If the former, Kitchin LJ would be correct that normal or purposive construction is the
launch pad for consideration of equivalents. If the latter, by Lord Neuberger's approach
analysis of limb (ii) could involve first stepping back to a narrower meaning of the claim
language before considering the issue of equivalents. This discussion is perhaps overly
esoteric, and is unlikely to make a difference in the overwhelming majority of cases, but
maybe, at some point, the distinction will matter to someone. It is certainly another ongoing
area of uncertainty.
Floyd LJ noted that following Actavis v Eli Lilly, a number of other issues remain unresolved,
such as the approach the court must take to the scope of protection when considering validity
as opposed to infringement, and the approach to inventive variants. However, the application
of the new principles did not create any difficulty in the present case.
Turning to the dispute in hand, Kitchin LJ explained the invention with reference to an
embodiment, figure 8 (colouring added by Gowling WLG):
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Kitchin LJ said ([11]-13]):
"First, it includes multiple elements (41, 42) each of which has a feed manifold (43,
45) and a discharge manifold (44, 46). These multiple elements are placed adjacent
to each other so that, in the words of the patent, the feed and discharge manifolds of
the elements "extend in the extension of one another in the transverse direction" and
are "provided with a coupling member (47, 48) to make a fluid-tight connection
between the respective feed and discharge manifolds of the first and the second
element".
Secondly, a number of longitudinal pipes (50, 51) are connected to each manifold
such that the feed pipes (50) are connected to the feed manifolds and the return
pipes (51) are connected to the discharge manifolds, and these two sorts of pipe are
connected to each other through the connecting pipe (63) and via the flexible
connectors (65, 66).
Thirdly, each longitudinal pipe is made up of a number of rigid and mutually parallel
series of pipe sections that are connected to one another in a fluid-tight manner via a
joint member (70). This joint member is flexible and allows the connected pipe
sections to fold relative to each other for the purposes of transportation. In the words
of the patent at [0005]: "Each longitudinal pipe comprises at least two rigid pipe
sections that are connected to one another via a joint member such that they are
fluid-tight, and wherein by moving the joint members a first series of parallel pipe
sections can be placed in a transport position with respect to a second series of
parallel pipe sections connected thereto, in which transport position the two series of
pipe sections are at an angle with respect to one another or are positioned on top of
one another, and can be placed in an operational position in which the two series of
pipe sections extend in the extension of one another."
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The claim integers in issue were the following:
"D. wherein the first and the second element (41, 42) can be placed in the operational
position alongside one another such that the feed and discharge manifolds (43, 44,
45, 46) of the elements extend in the extension of one another in the transverse
direction,
E. wherein the feed and discharge manifolds of the two elements are provided with a
coupling member (47, 48) to make a fluid-tight connection between the
respective feed and discharge manifolds of the first and the second element."
The issue between the parties was whether the bold wording of integer E was present in
Icescape's cooling member, which was depicted follows:

Applying purposive construction, the deputy judge said that it was not permissible to ignore
the language of the claim and replace feature E with either nothing at all (since it was implicit
that the pipe work would be connected up so that coolant flowed into and out of the cooling
member on its way from and to the chiller) or with language such as "wherein the feed and
discharge manifolds of the two elements are connected into the system in some leak-free
manner". The Court of Appeal, applying the Actavis v Eli Lilly approach to infringement,
agreed with the judge's conclusion that on the purposive approach Icescape's cooling
member did not fall within the normal interpretation of the claim. Essentially Kitchin LJ
reasoned that on a purposive interpretation of Ice-World's patent, the claims must be taken to
be limited to a "series" connection between the adjacent elements.
The Court of Appeal then proceeded to consider the doctrine of equivalents. A "parallel"
connection, such as employed by Icescape, was an alternative way of implementing multiple
elements, and the difference from the claimed means of connection had nothing whatever to
do with the core inventive contribution of the patent (which lay in integer C). There was
nothing to suggest that the patentee regarded series connection as essential in any relevant
sense, given that the language of the claim alone was not to be taken to be sufficient to give

17

rise to this inference. It followed that, had the patent been valid, a finding of infringement by
equivalence would have followed.
So there we have it – not significant in the case in hand because of the finding of invalidity,
but a clear indication that the courts will be prepared to operate the doctrine of equivalents
introduced by Lord Neuberger to broaden the scope of infringement in circumstances where
"normal interpretation" does not deliver that finding.
Swiss form claim construction and s.60(2) infringement
20

As noted above, the judgment of the Supreme Court in Warner-Lambert v Generics did not
address the approach to infringement laid down in Actavis v Eli Lilly, or the questions of law
that have arisen in the jurisprudence of the Patents Court and the Court of Appeal since that
judgment. Warner-Lambert's claim of infringement was based upon Swiss form claims 1 and
3 of its patent, which the Supreme Court confirmed as invalid. Nevertheless, the Law Lords
had a lot to say on the subject of infringement of Swiss form claims.
Swiss form claims are a construct introduced by the European Patent Office as a way of
enabling patent protection to be awarded for inventions residing in a new therapeutic use of a
known medicine – which can require considerable research investment - while navigating past
the legislative provisions preventing both the re-patenting of a substance per se and the
patenting of a process of treating a patient. Such a claim takes the general form "use of X in
the manufacture of a medicament for the treatment of Y".
The legislation has since been altered to enable second medical use inventions to be claimed
in "X for the treatment of Y" (known as 'purpose-limited product' or 'EPC 2000') format.
However, we can expect the courts to be called upon to resolve disputes concerning existing
Swiss form claims until the 2030s. The enforcement of such claims in practice has at times
proved to be problematic, as demonstrated by the Warner-Lambert case.
At the heart of the dispute regarding infringement in the Warner-Lambert case lay two
questions regarding the interpretation of Swiss form claims:
Is the claimed process confined to the process of manufacturing the goods (i.e. the
packaged medicine marketed by the alleged infringers)?
In a Swiss form claim, what does the word "for" actually mean (i.e. what makes an
alleged infringer's medicine for the treatment of the claimed indication)?
These issues are relevant to all Swiss form claims, and arguably to a broader range of claims
where the formulation "for" or "for the purpose of" is used in the claim.
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The length of the Swiss form process and contributory infringement under s.60(2)
Patents Act
21

In the Warner-Lambert case, the Patents Court held that the claimed process of the Swiss
form claim was confined to the manufacturing process. This had the consequence that no
steps taken by a later party involved in prescribing, dispensing or preparing the medicine for
administration to the patient (for example by labelling it for use by the patient for the patented
indication) could contribute to the fulfilment of the claimed process. Therefore the defendants'
marketing of their medicine could not amount to contributory infringement under s.60(2) of
the Patents Act 1977 because Actavis could not contribute to the infringement of a claimed
process that had already ended.
22

The Court of Appeal disagreed. Floyd LJ (with whom Kitchin and Patten LLJ agreed) said
that "[t]he process of preparing the composition can continue through any packaging step
performed by the manufacturer and includes the labelling step performed by the pharmacist".
This meant that if the necessary intention regarding the protected indication was present,
Warner-Lambert could succeed under s.60(2) (if the patent claims relied upon were valid).
Floyd LJ observed that this conclusion was consistent with that reached by the Danish
Maritime and Commercial High Court in Warner-Lambert v Krka (25 June 2015).
The Court of Appeal's judgment on this point, albeit obiter, was consistent with its previous
23
judgment on the same point in Actavis v Eli Lilly . In that case, Eli Lilly's Swiss form claim
concerned "pemetrexed disodium". In the ordinary course, before being administered to the
patient (but after Actavis' dealings in the packaged medicine had ended), Actavis' pemetrexed
containing medicine would be dissolved in and/or diluted in saline, an abundant source of
sodium ions. Actavis' packaged medicine was therefore a means relating to an essential
element of the invention for the purposes of contributory infringement under s.60(2). This was
24
subsequently confirmed by the Supreme Court as correct, in Actavis v Eli Lilly . Lord
Neuberger explained that "[t]he pemetrexed disodium comes into the manufacturing process
rather later than it would if the original medicament included pemetrexed disodium rather than
pemetrexed dipotassium, but that cannot alter the fact that, before it is administered to the
patient, the medicament includes pemetrexed disodium and vitamin B12".
However, in the Warner-Lambert case, the Supreme Court was unanimous in concluding
that the process protected by a Swiss form claim is confined to manufacture for the
designated purpose, and does not extend to later steps, for example anything done by
the pharmacist. The reasoning of Lord Sumption (with whom Lords Reed, Briggs and Hodge
agreed) indicates that the claimed process completes with the packaged product.
This meant that Warner-Lambert's claim for contributory infringement under s.60(2) failed.
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The Supreme Court did not cite or refer to its own judgment last year in Actavis v Eli Lilly, in
which Lord Neuberger (with whom – in that case - Lords Sumption, Hodge, Mance and Clark
agreed) concluded that the process of the Swiss form claim in Eli Lilly's patent extended to
mixing of the (previously) packaged medicine a saline solution for administration by the
patient. The Supreme Court's departure from its own judgment in Actavis v Eli Lilly (without
invoking the Practice Statement (Judicial Precedent) [1964] 1 WLR 1234; the effect of which
on the Supreme Court was confirmed in Austin v Southwark London Borough Council [2010]
UKSC 28)) is expected to need a further judgment from the Supreme Court, in a later case, in
order to bring clarity to this area of patent law. By Lord Neuberger's sole reasoned judgment
in Actavis v Eli Lilly, the Supreme Court unanimously confirmed Actavis' liability for
contributory infringement under s.60(2). Hence the reasoning in that case was ratio, Lords
Mance, Sumption and Hodge all agreeing with Lord Neuberger. The Supreme Court's four
reasoned judgments in this Warner-Lambert judgment were obiter, nevertheless the
apparently unanimous reasoning will create a tricky navigational path for the next Supreme
Court bench considering the issue, and in the meantime an even trickier path for judges at
first instance and the Court of Appeal.
On the basis of pure speculation, and trying to put myself into the shoes of a first instance
judge charged with making a finding on this point, it must be right to ignore the ramblings of
the Warner Lambert panel, and adopt the strict rules of precedence to adopt the clearer and
apparently stronger judgment of Lord Neuberger in Actavis.
What makes an alleged infringer's medicine for the treatment of the claimed indication
and s.60(1)(c) infringement?
On the question of what makes an alleged infringing medicine for the protected indication, the
parties in the Warner-Lambert case were in agreement that some sort of mental element
concerning the patented indication was required. At the interim stage, Arnold J held that it
required subjective intent on the part of the manufacturer. Following the Court of Appeal's
judgment on the interim dispute, in the substantive Patents Court judgment Arnold J adjusted
the test a little, suggesting that dispensation of the manufacturer's 'skinny label' product in
fulfilment of a generically written prescription on which the pain indication was specified could
be enough to satisfy the intent requirement. However, on the facts of the case, he concluded
that it was not foreseeable that there would be any more than de minimis intent to infringe.
Thus Actavis did not have the requisite mental element at the time of first manufacture, and
so there was no threatened or later infringement under s.60(1)(c) of the Patents Act by
dealings in the medicine in the UK.
Again, the Court of Appeal disagreed. Floyd LJ thought that the judge had fallen into error in
seeking to dissect the requirement for intent into that of the doctor, pharmacist and patient.
Rather, it was only essential that the manufacturer was able to foresee that there would be
intentional use for the claimed medical indication. This was to be distinguished from use
where the drug was prescribed for a different indication and, without it being in any sense the
intention of the treatment, the claimed indication was in fact treated. Floyd LJ explained that
the question for the court was therefore whether the alleged infringer knew or could foresee
that at least some of the prescriptions written generically for the active ingredient (pregabalin)
for the treatment of the claimed indication would in fact be fulfilled with the defendants'
medicine. To the extent liability for infringement was attached to medicines supplied for nonpatented purposes, this could be remedied by adjusting the relief awarded by the court.
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Floyd LJ noted that a uniform approach on the question of intent in Swiss form claims has not
yet emerged in the EPC states. He noted the "only packaging will do" approach adopted by
the German courts, but said that the parties in the Warner-Lambert case being in agreement
that the word "for" imported a mental element, it could not possibly be the case that the
contents of the packaging were the only means of doing this.
The Supreme Court was split on the issue of the meaning of "for" / the mental element
of the Swiss form claim.
Throughout the first and second instances and until the end of the hearing before the
Supreme Court, it was common ground between the parties that the "for" wording in the Swiss
form claim language imported a mental element. The disagreement between them, and
between the lower courts, was in the framing of the test for establishing the presence or the
absence of the mental element (as well as the outcome of the application of the correct test to
the facts of the case). However, in the Supreme Court, Lords Sumption and Reed were of the
view that the parties and the lower courts had all been getting this wrong. Instead of a mental
element test, they preferred an 'outward presentation' test, drawn from the German
jurisprudence and based upon the physical characteristics of the packaged product including
its patient information leaflet. Adopting such a test, a 'skinny label' medicine (i.e. one which
does not include the patented indication in the list of indications for which it is approved), such
as was alleged to infringe in the Warner-Lambert case, would not infringe the Swiss form
claim, basically irrespective of its use in practice or the manufacturer's intent in this respect.
Lord Sumption considered that this "properly reflects the critical feature of Swiss-form patents,
namely that the patent is for the process of manufacture, not for the subsequent use that may
be made of the product". Lord Sumption continued ([86]):
"It may be thought anomalous that the manufacturer of the generic product should be
free of liability if he markets it for a patent-protected use provided that he labels it as
being for a non-protected use. But to my mind it is a far greater anomaly that in a
“charade” case the generic manufacturer’s intention exposes to liability not just
himself but any pharmacist who handles his product even if he scrupulously supplies
it only for a non-protected use."
Lords Briggs and Hodge, on the other hand, were of the view that the Swiss form claim
language necessarily involves a subjective mental element of some kind on the part of the
manufacturer for infringement to be established. In their view, such a test would create a fairer
balance between the various policy objectives than would be achieved with Lord Sumption's
outward presentation test. Acknowledging that the 'mind' may be a corporate entity, Lord
Briggs said ([165]):
"Even if the manufacturer is a corporation using a factory entirely staffed by robots, if
the manufacturing process is only protected by the patent if it is carried out for a
particular purpose, the requirement to identify a mental element on the part of the
manufacturer is simply inescapable. The court is well versed in identifying the
governing mind of a corporation and, when the need arises, will no doubt be able to
do the same for robots."
Lord Mance noted that so far, the members of the court were equally divided and it was "with
some unwillingness" that he pronounced on the issue at all. However, in the obiter
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consideration of the issues regarding infringement, Lords Sumption, Reed, Briggs and Hodge
were all in favour of a conclusion of non-infringement in the present case; the question was
where the test should be set in future cases.
Lord Mance's view was that Arnold J's 'subjective intent' test was not the correct approach.
He preferred instead Lord Sumption's outward presentation approach, leaving open the
question "whether there might be some circumstances in which a generic manufacturer could
or should be expected to go further". Like Lord Sumption, he noted that more recent German
case law focused less on the external presentation (including the instructions for its use) of
the allegedly infringing product, but rather on its inherent suitability for the patented use. Lord
Mance summed up his approach as follows ([218]):
"Normally, a generic manufacturer, and it follows others such as doctors, pharmacists
and end users, should be protected from infringement of a Swiss-form patent if the
manufacturer ensures that the generic product resulting from its manufacturing
process is produced, prepared and marketed with a clear limitation to patent-free
uses. … a generic manufacturer cannot control the activities of doctors, pharmacists
and end users, with which it is in no contractual relationship. The protection afforded
by a Swiss-form patent, analysed as protecting a process in the way that English law
analyses it, is valuable, but necessarily limited."
Accordingly, the Supreme Court was unanimous in rejecting Floyd LJ's 'reasonable
forseeability' test and apparently supporting the judge's conclusion of no infringement.
On the presence (and type) or absence of a mental element in a Swiss form claim, the
Supreme Court's reasoning was (also) obiter. Although formally not binding, obiter reasoning
can be persuasive on lower courts and indicates to practitioners the direction of judicial
thinking on the relevant point; and this is an area of patent law which has long awaited
clarification. The reasoning may also prove applicable for purpose-limited product claims. Yet
the Supreme Court's approach raises questions. The majority (Lords Sumption, Reed and
Mance) indicated preference for the 'outward presentation' test. This was not an approach
advocated by any of the litigants before the first, second or third instances, and the parties'
submissions and evidence had been prepared accordingly. Rather, the idea seems to have
been unilaterally adopted from another legal system (Germany) by some members of the
Supreme Court. In paragraph 168, Lord Briggs eloquently notes the risks entailed by this
approach, the court lacking understanding of the relevant systems and conditions specific to
the other jurisdiction but likely to have influenced the development of the approach in the
other jurisdiction.
It is perhaps worth emphasising that in reaching a conclusion of their own accord, the same
majority stepped beyond the issues presented to the court by the parties. Such sua sponte
rulings (as they are referred to in the US) depart from the general principle underpinning
adversarial legal systems that the court is the arbiter of issues presented rather than the
inquisitor (see for example Singleton v. Wulff, 428 U.S. 106 (1976) and Hormel v. Helvering,
312 U. S. 552, 312 U. S. 556 (1941)). Such an approach deprives the parties of the
opportunity to offer all the evidence they believe relevant to the issues, and also of an
instance of appeal. Where the highest court takes this approach, the parties have no instance
of appeal. In this Warner-Lambert case, the reasoning was obiter, making no difference to the
outcome between the parties; litigants would therefore be well advised to consider in future
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disputes whether the sua sponte nature of the Supreme Court's ruling on the mental element
issue may temper its persuasive value.
If you are not concerned with the life sciences sector, the Supreme Court's judgment on
infringement issues in the Warner-Lambert case will not impact you. However, in the life
sciences sector, the case has undoubtedly made it harder for patentees to enforce Swiss form
claims, and probably second medical use claims more generally.
It is perhaps ironic that the House of Lords authority cited by Lord Briggs (and discussed
below) in respect of ambiguity in claim language (Parkinson v Simon (1895) 12 RPC 403) is
also authority for the proposition that:
"The practice of giving decisions (which only amounted to dicta) on issues not
necessary to decide on appeal was not to be recommended, and will not be adopted
by the House."

c.

Defences, acts of infringement, stays, evidence

The Battle of the Experts
25

L'Oréal v RN Ventures (No.1) is the case concerning "an apparatus for treatment of acne",
and an example of "the Battle of the Experts" determining the outcome of the case.
The judge clearly preferred the evidence of L'Oréal's experts, Professor Franklin (employed
by Philips Research and an expert on tribology – the science of friction, lubrication and wear)
and Mr Phelan (a design consultant) to that of RN Venture's expert, Mr Herbert. This
preference was reflected in the outcome on the substantive issues.
RN Ventures' single expert, Mr Herbert, appeared to have had some hands on design
experience but in recent years had worked as an IP manager/consultant. The judge noted that
at times he tended to argue RN Ventures' case rather than confine himself to expert opinion.
He also copied passages which he had found on the internet into his expert reports without
referring to the sources from which he had taken the material, and on occasion made
significant alterations to passages he copied without acknowledging that he had done so. This
was misleading as it changed entirely the context of the source material.
The battle of the experts regularly determines the outcome of patent disputes that reach
litigation, and this was seen also in a number of other cases this year too – other example
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including Anan Kasei v Molycorp , Koninklijke Philips v Asustek (No.1)
28
Koninklijke Philips v Asustek (No.3) .

27

and

Cross examination of over-lapping experts
29

In Edwards v Boston (CA) , Floyd LLJ explored the roll of cross-examination, indicating
the risks inherent in choosing to cross examine or not on certain points. He noted that as per
Phipson on Evidence and cases from Brown v Dunn (1894) to Markem v Zipher [2005] EWCA
Civ 267, in general a party is required to challenge in cross-examination the evidence of any
witness of the opposing party if he wishes to submit to the court that the evidence should not
be accepted on that point.
Floyd LJ said that the rule is an important one but not inflexible. In a case where it is proposed
to save time by not cross-examining two witnesses in relation to the same or similar subject
matter, it is good practice for the matter to be raised with the judge beforehand. The judge
should in general give directions so as to ensure fairness to the parties without incurring
unnecessary costs by extending the length of the trial. But the fact that such direction has not
been sought or given does not automatically require the judge to accept an unchallenged
reason given by one expert.
Floyd LJ continued ([65]-[69]):
"…I would agree, as a general matter, that the rule requiring important positive
evidence to be challenged is a rule which is not simply for the benefit of the witness
(whose honesty or professional reliability is challenged) but is also designed to ensure
the overall fairness of the proceedings for the parties. In Markem Jacob LJ, giving the
judgment of the Court of Appeal, with which Mummery and Kennedy LJJ agreed, put
it this way at [56]:
"… procedural fairness not only to the parties but to the witnesses
requires that if their evidence were to be disbelieved they must be given a fair
opportunity to deal with the allegation." (emphasis supplied).
The rule applies with particular force where a witness gives direct evidence of a fact
of which he has knowledge and which it is proposed to invite the court to disbelieve.
Fairness to the witness and to the parties demands that the witness should be
challenged on his factual evidence so as to give him the opportunity of affirming or
commenting on the challenge, or on a positive matter which it is proposed to set
against his evidence.
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Not every situation however calls for a rigid application of the rule. At least part of the
unfairness which the rule is intended to address is the lack of any opportunity for a
witness to respond to a challenge to his evidence. In the present case there was more
than one round of expert evidence. Boston put in three rounds, so each expert had
more than ample opportunity to comment on the views of the other. The battle lines
between the experts were clearly drawn in the pre-trial exchange of reports. The
potential for unfairness to the witness in such circumstances is much reduced.
Even in the case of evidence of fact, it is no longer the law that every aspect of a
witness' evidence needs to be challenged head-on. Foskett J expressed this in terms
with which I agree in Various Claimants v Giambrone & Young [2015] EWHC 1946 at
[21].:
"I do not accept that merely because the suggestion that what he said in his
witness statement was untrue (or simply misguided) was not put specifically
to him (a proposition that inevitably he would deny) means that I am bound to
accept his position. It is, of course, important to be fair to a witness,
particularly if serious imputations as to the witness' honesty and integrity are
being made, and there may be other areas of a witness' evidence that need to
be challenged head-on, but the days of the "I put it to you" cross-examination
on other matters have long since gone."
On an appeal to this court the question must be whether the decision not to crossexamine has led to unfairness to the extent that the judge's decision on the relevant
issue is thereby undermined."
Floyd LJ then proceeded to explain why he was unpersuaded that, in the present case, the
judge's decision was not rendered unsafe as a result of the fact that Boston's witness, Prof
Lutter, was not individually challenged in cross-examination on a number of points.
I think that Floyd LJ has had a very good attempt at a very tricky issue here. It demonstrates
the difficult balance between achieving proportionality in costs and achieving certainty and
justice through thoroughness of approach.
The "better" witness
30

Bose v Freebit , provides an example of how not to give fact evidence. The case concerned
Freebit's patent to an ear unit for stable fittings in an ear, illustrated in the patent as follows:
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Bose alleged that Freebit's patent was anticipated by Freebit's prior use.
The judge clearly did not take to Freebit's witnesses. Freebit had been rather selective on
which individuals gave evidence, going with someone without first-hand knowledge because
the chosen individuals could "do it better" than the people with first-hand knowledge. So the
judge drew an adverse inference, saying ([22]-[23]):
"…Mr Sandanger said it was because “I have the oversight… I have the oversight of
what has been going on”. In other words, although Mr Sandanger was the least well
placed in terms of setting out the facts as they occurred in 2006 before he arrived, he
was the best placed to know what needed to be said in the context of the litigation.
It is open to the Court to draw adverse inferences from the silence or absence of a
witness who might be expected to have material evidence to give on an issue in an
action (see the principles set out in Wisniewski v Central Manchester Health Authority
[1998] PIQR 324 at 340 pre Brooke LJ). In this case I do draw an adverse inference
from the absence of these potential witnesses."
(This approach is similar to that taken by Birss J in a recent design case (Kohler Mira v
Bristan) where the alleged infringer allowed evidence of design history to be given by an
intern student rather than expose those who had briefed him).
In the Bose v Freebit case, the judge, Roger Wyand QC, then proceeded to say that where
the allegation of prior publication is by the patentee, it is not enough for the patentee to sit
back and say that the onus of proof is on the party alleging prior publication ([24]):
"When, as here, there is an allegation of prior publication by the patentee, it is
particularly important that the patentee puts the best evidence before the Court. It is
not enough for the patentee to sit back and say the onus is on the party alleging prior
publication. The patentee is the party with the best access to the facts and it is
incumbent on them to establish those facts either by documents or witness evidence
or both once a case to answer has been raised."
Further, in light of the "changing story" given by Freebit's witness Mr Berg, the judge was
unable to rely on some aspects of his evidence unless corroborated by documents – of which
there were few.

26

Upon consideration of the evidence, the judge was satisfied that the claim feature "said
curvature follows the inner surface of the ear mussel (22) to provide a contact surface",
referred to in the judgment as the "second curve", was present in the type A and/or B ear
units published by supply before the priority date of the patent. Freebit's patent was therefore
anticipated by its own prior use.
I find the requirement on the patentee to "put its best evidence before the Court" when
responding to a prior use allegation somewhat strange. The court could require detailed
disclosure, but to shift the burden of proof seems an extreme step.
Evidence regarding prior use and commercial success
Anticipation by prior use also formed the basis of a challenge to the validity of Liqwd's patent
31
in Liqwd v L'Oréal (no.1) . (This was the case about Liqwd's patent concerned with the use
of a maleic acid/salt agent for the reduction or prevention of damage in the bleaching of hair).
The relevant events took place in the US but the assessment was of course conducted
according to English law. On the principles the judge cited Merrell Dow v Norton [1996] RPC
76 (the use of a product makes the invention part of the state of the art only so far as that use
makes available the necessary information) and Pall Corp v Commercial Hydraulics [1990]
FSR 329 (whether giving someone a sample of product makes its contents available to the
public or not depends on the terms on which the sample was provided). English law
recognises an equitable obligation of confidence in appropriate cases (Coco v Clark [1969]
RPC 41 and AG v Guardian (No 2) [1990] 1 AC 109).
The evidence in the case concerned the terms on which Mr Cristal, the owner, CEO and
Manager of Liqwd's exclusive licensee (and the second claimant) Olaplex, provided samples
of Olaplex's 'Bond Multiplier' to colourists in the USA for testing. Before the priority date,
substantial quantities were distributed, and there was some chat by celebrity colourists on
social media. No written confidentiality agreements were entered into. The evidence before
the court indicated that some colourists might have been a little relaxed in practice about
which individuals with whom they worked that samples were passed to and how samples
were held. For example, one colourist travelled with samples from LA to New York for use in
the context of the Met Ball, which was inconsistent with the terms of confidentiality that Mr
Cristal had described that he had conveyed orally.
The judge concluded that some aspects of Mr Christal's evidence were inaccurate but that the
issue of confidentiality turned not on Mr Christal's general credibility but on his truthfulness.
Given the extensive testimony he gave, the judge thought that the idea that he had, for
example, gone to the trouble of imposing a duty of confidence by speaking to one colourist
but misremembered doing so in respect of others, made no sense. Mr Christal's evidence, if
true, was sufficient to make the claimant's case, and the judge concluded that he had not
been lying. It was not inherently improbable that written confidentiality agreements had not
been entered into because Mr Christal wished to work face to face. Although the Olaplex
samples were tested in the presence of members of the public, they were always subject to
material restrictions on their use, which did not make any relevant information available to the
public. The attack on the validity of the patent based on prior use therefore failed.
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The judge noted briefly that commercial success had not been pleaded by the Liqwd/Olaplex
in support of the validity of their patent. Nevertheless some evidence and argument of this
nature was submitted. He did not take the point into account, saying ([253]):
"This was another transparent attempt to avoid the clear provisions in the rules (CPR
Part 63 PD63 paragraphs 4.6 and 6.3) similar to the one I encountered in Blue
Gentian LLP v. Tristar Products (UK) Ltd [2013] EWHC 4098 at paragraph 13."
"Making"
32

In Parainen Pearl Shipping v Jebsen the experts were broadly agreed that the inventive
aspect of the claims of the patent was the use of blow tank which was placed centrally in the
cargo hold with the inlet at the same level as the cargo hold bottom. This removed the need
for active transport of the powder from the hold to the blow tank because the powder could
flow into the blow tank by gravity:

Parainen's claim for a declaration of non-infringement required the court to determine whether
there had been 'making' of the claimed invention.
On the law as to the circumstances in which a person "makes" a product falling within the
claims of a patent within the meaning of section 60(1)(a) of the Patents Act, the judge cited in
particular United Wire Ltd v Screen Repair Services (Scotland) Ltd [2001] RPC 24 (HL – Lord
Hoffmann) and Schütz (UK) Ltd v Werit UK Ltd [2013] UKSC 16 (Lord Neuberger). In United
Wire, the House of Lords concluded that deconstructing screens back to the bare metal
frame, recoating the frames and attaching new layers of mesh was "making" the claimed
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screens. In contrast, in Schütz, the Supreme Court concluded that replacing the plastic bottles
that sat within the inventive metal frame of a patented intermediate bulk container (IBC) did
not amount to "making" the claimed IBC.
After considering the two cases in some detail, the judge said that in Schütz, Lord Neuberger
considered two particular points of significance. One was that the bottle had a significantly
lower life expectancy than the cage and could be expected to be replaced five or six times in
the life of the cage. The second was that the bottle did not include any aspect of the inventive
concept of the patent. In contrast, in United Wire, the replaced part, the wire mesh system,
had no independent identity from the retained part, the frame. The original product ceased to
exist when the meshes were removed; the replaced part was integrally connected to the
retained part, so the work included a significant element of demolition. Lord Neuberger noted
that deciding whether a particular activity involves 'making' the patented article involves and
exercise in judgement (as per Lord Bingham); it is a matter of fact and degree (as per Lord
Hoffmann).
In the present case, Arnold J said ([148])
"Although both United Wire and Schütz v Werit warn that what matters is whether
there has been manufacture of the patented product, and that it can be misleading to
ask whether the product has been repaired, it remains convenient to treat the two
words as antonyms for the purposes of discussion."
The judge then applied to the facts of the case the factors considered by Lord Neuberger in
Schütz. These included the purchaser's expectations (of being able to the use the pneumatic
cement carrier ship for a very long time, and so to have to carry out scheduled maintenance
and unscheduled repairs from time to time), the life expectancy of components, and whether
the components replaced were subsidiary or substantial components of the system.
Importantly, the judge said that none of the components which were replaced related to the
key inventive concept of the patent, namely the central positioning of the blow tanks in the
cargo holds with the inlets at the same level as the cargo hold bottoms thereby enabling the
powder to flow into the blow tanks by gravity. The cargo holds, cargo hold bottoms, blow
tanks and inlets remained the same throughout the work done on the Vessel. Although
relevant, the fact that the system was not functional prior to the work being carried out was
not compelling
Overall, the judge concluded that the works amounted to extensive repair of the existing
system but not replacement. There had not been "making" of the claimed system.
Exhaustion
The judge then considered whether Jebsen's rights in the patent had been exhausted by the
disposal of the Vessel.
On the principles regarding exhaustion, the judge noted that the doctrine was devised by the
CJEU (as it is now called) to resolve the conflict between what are now Articles 34 and 36 of
the Treaty of the Functioning of the EU ("TFEU"). It states that, where an intellectual property
right holder has exercised its exclusive right by putting a product on the market that is subject
to that right, it cannot exercise that right further to prevent free movement of the product within
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the EU. It is necessary for this purpose to identify the specific subject matter of the intellectual
property right in question. In the case of patents, this was identified by the CJEU in Case C15/74 Centrafarm BV v Sterling Drug Inc [1974] ECR 1147 at [9] as follows:
"… the guarantee that the patentee, to reward the creative effort of the inventor, has
the exclusive right to use an invention with a view to manufacturing industrial products
and putting them into circulation for the first time, either directly or by the grant of
licences to third parties, as well as the right to oppose infringements."
The judge noted that by virtue of the Agreement of the European Economic Area, the
patentee's rights are exhausted if the product is put into circulation anywhere within the EEA,
which includes Norway. Further, the judge noted the CJEU's guidance on when a product has
been put into circulation for this purpose, in a trade mark context: a sale which allows the
proprietor to realise the economic value of his trade mark exhausts the exclusive rights
conferred (C-16/03 Peak Holding AB v Axolin-Elinor AB [2004] ECR I-11313).
There was no dispute that under a Memorandum of Agreement dated 21 January 2009 ("the
MoA"), the Vessel was sold to Cemet. The MoA contained a clause which inter alia stated that
the buyers undertook not to use or re-commission the Vessel as a pneumatic cement carrier
and gave Jebsen right of first refusal if the Vessel was sold prior to conversion to a bulk
carrier. However, the clause did not actually prevent Cemet from selling the Vessel to a third
party for use as a pneumatic cement carrier (without giving Jebsen an opportunity to exercise
its right of first refusal). Nor did the clause prevent any such third party from using the Vessel
in that way, as subsequently happened. The judge therefore concluded that by the disposal,
the defendants had exhausted their rights under the patent in respect of the system.
Implied licence
The judge also addressed arguments made in the alternative by the claimants, of implied
licence and estoppel.
A question arose as to whether domestic law (implied licence) was pre-empted by EU law (the
doctrine of exhaustion). The judge said that in the present circumstances, the claimants
relying upon the same facts in support of both arguments, he considered that EU law must
pre-empt domestic law and that only the doctrine of exhaustion applied. Otherwise, different
rules would apply in different Member States, which would potentially distort the internal
market of the EU.
The judge also noted that it was not "legally possible" for an implied licence to extend beyond
repairing the system to remaking it, as per Lord Hoffmann in United Wire.
Estoppel
Turning to the claimants' arguments on estoppel, the judge noted that the elements of
estoppel by representation may be summarised as per The Law of Waiver, Variation, and
Estoppel (3rd ed, OUP, 2012) as follows ([207]):
"First, A makes a false representation of fact to B…Second, in making the
representation, A intended or knew that it was likely to be acted upon. Third, B,
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believing the representation, acts to its detriment in reliance on the representation.
Fourth, A subsequently seeks to deny the truth of the representation. Fifth, no
defence to the estoppel can be raised by A."
The failures by the defendants to act or to complain did not amount to a representation that
they would not enforce the patent against the claimants.
Gillette defence
33

Finally in this section, at the end of the year, in Glaxo v Vectura (Pat no.2) , Glaxo
succeeded in in its Gillette defence against Vectura's claim for infringement.
The Glaxo v Vectura case concerned five Vectura patents about pharmaceutical compositions
for inhalation. On the facts of the case the judge was satisfied that Glaxo's processes for
formulating its proprietary active ingredient were obvious over the pleaded prior art. Hence
Glaxo's Gillette defence was successful.
Additionally, there were some interesting findings in respect of the patents, with conclusions
linking different aspects of patent law. It was common ground that the (variously worded)
claim language required that the structure of the 'additive particles' be altered in the milling
process so that they become structurally combined with the surface of the 'active particles'.
However, on the facts, the judge concluded that it was not possible to determine when this
claim feature had been performed. This meant that each of Vectura's patents was insufficient
for ambiguity; and that infringement of them had not been established.

d.

Remedies and costs

DNIs covering foreign rights
As I discussed in a previous review, in December 2017, Birss J dismissed an application by
Genentech to set aside service of Eli Lilly's claims for declarations of non-infringement in
34
respect of non-UK designations of Genentech's patent.
Following this judgment,
Genentech indicated that it would counterclaim for infringement. Lilly resisted stating whether
it undertook not to challenge the validity of Genentech's non-UK designations until after the
case management conference. Lilly also sought an undertaking from Genentech that, in the
event Genentech succeeded in its claim for infringement, it would not enforce any injunction
awarded until the determination of any challenge to validity filed by Lilly against each relevant
designation of EP '508 subsequent to the end of the UK proceedings. Genentech resisted
giving the undertaking, saying that the possibility of an 'injunction gap' was a consequence of
Lilly's decision to put the issue of infringement in the English court. Before the case
management conference had been reached, the parties were back before Birss J. In the first
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reported patent judgment of the year, Eli Lilly v Genentech (No. 1) , the judge noted that
([23]):
"…as a matter of European law as implemented in the Regulation and in the cases
dealt with in the main judgment, Lilly is entitled to have brought the declarations of
non-infringement under the English court's jurisdiction, as they have done and,
indeed, for that matter the English court has jurisdiction over Genentech's
counterclaims for infringement as well. Therefore it seems to me that if practical ways
can be found in which cases which are within the court's jurisdiction can be handled
properly without unfairly prejudicing either side, then that is what the court should do."
The judge decided that the appropriate course was to compromise the undertaking required of
Lilly, the claimant seeking the DNI of the non-UK designations, to the term of the English
proceedings at first instance. So it seems that this is the price, in terms of undertaking, for
securing the jurisdiction of the English court in respect of a DNI of a non-UK patent.
Lilly wanted more information from Genentech about its proposed 'enforcement' of any
injunctive relief, if a finding of infringement were reached in respect of any of the non-UK
designations. This stemmed from the different legal effect of the award of injunctive relief in
some other European jurisdictions – essentially Lilly would be willing to pay a royalty in such a
circumstance but was concerned about being injuncted. However the judge considered that
Lilly had been provided with sufficient information for this purpose.
36

Three weeks later, in Eli Lilly v Genentech (No. 2) , the judge reported that Eli Lilly was not
prepared to undertake not to challenge the validity of the non-UK designations of Genentech's
patent. Genentech was awarded costs of the applications, but not on the indemnity basis.
Damages and account of profits
37

In Edwards v Boston (Pat no.1) , HHJ Hacon, sitting as a deputy judge of the Patents
Court, considered Boston's application to pursue a joint damages inquiry and account of
profits. Following HHJ Hacon's March 2017 ruling that Edwards infringed a valid claim of
38
Boston's patent , Island Records disclosure was given.
This revealed that because of arrangements between Edwards group companies, part of the
profits had been retained elsewhere. The factual and legal position seemed a little unclear.
Boston sought permission to advance three alternative cases at the trial on the quantum of
monetary relief: two as to an account of profits and a fall-back of an inquiry as to damages.
Boston argued that s.61(2) Patents Act prohibited a court from making a final order for
monetary compensation consisting of both damages and the infringer's profits, but that it did
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not prevent a joint account and inquiry being conducted and the patentee's election being
postponed until both had been concluded.
The judge accepted that there was no statutory or common law bar to their being a joint
inquiry and account. This was "purely a question of case management". However, Boston's
proposal would add significantly to the costs and time taken by the court in deciding monetary
relief. Also, there was always an inherent risk in electing to take an account of profits because
the defendant may have run his business as a loss-leader, or not competently, or it may be
that for some other reason the defendant had made little or no profit. Beginning with Island
Records, the courts have used case management powers to ameliorate the risk but what
Boston sought was a major addition to the exercise of the court's case management powers.
The deputy judge said that it could be that "in some very unusual circumstances it may be
appropriate to order a joint inquiry and account"; but not in the present case. Boston had the
funds to access as much legal advice as it could take – "it must now consider that advice and
make its election".
The day after HHJ's judgment in Edwards v Boston (Pat no.1), the Court of Appeal confirmed
that one of Boston's two patents in issue was valid and infringed by Edwards' Sapien 3
transcatheter heart valve device (Edwards v Boston (CA)). The question of injunctive relief
39
was then considered by Arnold J, in Edwards v Boston (Pat no.2) .
The evidence in the case was that the Sapien 3 device provides the best clinical outcome for
most patients. There is a group of patients for whom the Sapien 3 device is presently the only
option. Further, clinicians working in a hospital performing transcatheter aortic valve
implementation procedures cannot unilaterally adopt a new device without overcoming a
number of internal governance hurdles. Clinicians would also require training to use another
device.
In this context, it was common ground that the injunctive relief should be stayed for a period,
then qualified for a further period in the public interest. However, the parties' positions and
evidence differed as regards the number of clinicians who would need retraining (16 vs 60)
and the amount of time that it would take for the clinicians to be retrained (2-3 vs 18 months).
The evidence was that expediting training would disrupt waiting lists and that outcomes were
linked to the familiarity of the clinician with the relevant device.
The judge concluded that no–one would really know how long the re-training process would
take until the necessary arrangements had been made. He thought it would be likely to take at
least a year and so awarded an initial stay of the injunction for 12 months, granting
Edwards permission to apply to extend the stay if it turned out that the period required for
retraining was longer than that.
For patients for whom the Sapien 3 was the only suitable device, the judge agreed with
Edwards that there was no basis for limiting the qualification to the injunction to a further
period of six months. However it was possible that at some point before the expiry of the
patent a new device would become available which was both non-infringing and suitable for
this group of patients. The judge concluded that the way to address this was to give Boston
permission to apply to terminate the exception in such circumstances. In the meantime, the
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supply of Sapien 3 valves to the patients in question should be permitted where there is an
appropriate declaration from the responsible clinician (the wording of which remained to be
settled).
The judge awarded Boston payment on account of 5% of the net sales value of the Sapien 3
kits, the parties' positions having been widely diverged.
This case emphasises a point which has become clearer in recent years, namely that
injunctions are not automatic, but rather are entirely discretionary and the courts are now
prepared to take a pragmatic and, in this case, humanitarian view as to their appropriateness.
Costs costs penalty for failure to register a licence
40

In L'Oréal v RN Ventures (No.2) , the question arose as to whether the costs penalty for
failure to register a licence provided for in section 68 of the Patents Act could be avoided by
the licensee claimant being jointly and severally liable with the intra-group proprietor claimant
for its solicitors costs. The answer was 'no'. Further, failure to register an intra-group exclusive
licence had the same consequences as failure to register an inter-group exclusive licence.
Since it will usually be necessary for an exclusive licensee to be a claimant in order to
safeguard the position on damages, be aware of the costs of failure to register the exclusive
licence within six months of grant. This is a frequently overlooked point of practice which
could have very significant consequences. Some of us recall when the sanction for nonregistration was even more draconian.
Publication, injunctive relief, delivery up and destruction, suspension
A notable judgment on relief this year was in the Regeneron v Kymab case. This case is
about two Regeneron patents concerned with the production of reverse chimeric antibodies
from transgenic mice. At first instance, the judge had found Regeneron's patents invalid for
insufficiency. He also held that if Regeneron's patents had been valid, they would have been
infringed. In the Court of Appeal, Regeneron succeeded on the validity issue; with the result
that Kymab infringed valid claims of Regeneron's patents. On what came next, the parties
were soon back in court, with a further judgment from the Court of Appeal - Regeneron v
41
Kymab (No. 2) . The Court of Appeal considered and set the scope of several types of relief,
which it also ordered should be suspended pending the outcome of any application by Kymab
to the Supreme Court for permission to appeal. (The Court of Appeal refused permission to
appeal, saying that it not persuaded that the appeal raised a point of law of general public
importance).
First, on publication: the court declined to make an order compelling Kymab to disseminate
the (earlier) judgment. Regeneron's case was that it wanted to correct an impression given by
Kymab that it was the first to disclose inserting human variable regions into the mouse
genome while retaining the mouse constant regions. But the court said that in the context of a
specialised and relatively small public, it was highly unlikely that workers in the field had not
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already become aware of the court's decision and its effect. Publication would serve no
proper purpose and would merely cause Kymab embarrassment.
On injunctive relief: On the terms of such relief, the parties were largely agreed. It was
accepted that it was appropriate to grant an injunction restraining Kymab from infringing
Regeneron's two patents; also that the injunction should not prevent Kymab from doing an act
for the purpose of a medicinal product assessment within the meaning of s.60(6D)-(6E) of the
Patents Act 1977, such acts being exempt from infringement under the experimental use
exemption of s.60(5)(b) of the 1977 Act. The parties were also agreed that there should be an
exemption from the scope of the injunction to allow Kymab to take steps to produce noninfringing mice and in that way to preserve a series of technical advances which were
unrelated to the inventions of the patent in suit. Consequently, the injunction would not apply
to:
"any mouse being kept for the purpose of making a mouse which does not infringe …,
provided that any infringing mice used or generated in such programme are not used
save for such a purpose and at the end of such programme are destroyed or
delivered up in accordance with paragraph…."
Further evidence, if it were needed, of a pragmatic and in this case commercial approach to
the exercise of discretion in awarding injunctions.
On delivery up or destruction: Kymab objected to an order requiring it to deliver up or
destroy "cells engineered to produce Antibodies", arguing that they were not patented
products in relation to which the patent had been infringed, nor an article in which that product
was inextricably comprised. However, the court noted that Kymab had not suggested that the
cells had any purpose other than to make antibodies in accordance with claim 2 of '163.
Kitchin LJ accepted Regeneron's submission that the cells were in effect self-replicating
machines for producing infringing antibodies, and considered it both necessary and
proportionate to make the order, in support of the injunction, to restrain further infringement.
Under the draft order, Kymab had an option between delivery up and destruction. Also,
Regeneron had proposed that delivery up should be to a third party to be agreed. The
proposed wording was therefore adequate to meet Kymab's concerns that Regeneron may
learn aspects of its confidential information.
It was already agreed that Kymab could keep Antibodies for the purposes of a medicinal
product assessment within the meaning of s.60(6D)-(6E). The court agreed with Kymab that
in light of this, the exception should extend to cells engineered to produce antibodies.
Also for consistency with the terms of the injunction, the court agreed with Kymab that mice
kept for the purpose of producing non-infringing mice should be excluded from the scope of
the order for delivery up or destruction.
On disclosure: Regeneron sought orders requiring Kymab to make extensive disclosure in
respect of relevant products (defined as mice, mouse embryonic stem cells or mouse
eukaryotic cells) and antibodies (defined as antibodies produced by a particular method
claim). After noting Kymab's concerns that Regeneron's intention in seeking this relief was to
allow it to contact Kymab's customers and collaborators, even if they were operating in a
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jurisdiction in which Regeneron has no patent rights, the court refused to order disclosure
in respect of Kymab's activities outside the UK. Further ([19]):
"As Kymab says, it is entitled to keep mice and mouse cells in any jurisdiction where
Regeneron has no relevant patent rights and Regeneron no longer seeks an order for
their delivery up. Nor are we persuaded that the disclosure of this kind is necessary to
prevent Kymab from importing any of these materials into the UK in breach of an
injunction restraining infringement. We therefore see no reason why Kymab should be
required to disclose where such mice or cells are kept, still less where the progeny of
such mice or cells are kept. The position in relation to antibodies and cells engineered
to produce antibodies is just the same. Neither of the orders sought is necessary for
the protection of Regeneron's rights in the UK, and we are not persuaded it is
appropriate to grant relief in order to assist Regeneron to bring proceedings in any
other jurisdiction."
Disclosure was ordered, though, in respect of products, progeny of products, antibodies and
cells engineered to produce antibodies which had been made or kept in infringement of
Regeneron's patents but which were no longer in Kymab's possession or control as a result of
its disposal of them in the UK. Kitchin LJ emphasised that this did not preclude Regeneron
from applying for disclosure in support of an enquiry for damages or account of profits, but
said that any such application would fall to be decided on the merits in the enquiry or account.
On stay: Kymab sought to stay the injunction, order for delivery up or destruction and order
for disclosure pending the resolution of an application to the Supreme Court for permission to
appeal, and if permission was granted, the appeal. Kymab offered undertakings, essentially
not to A. dispose or remove from the jurisdiction various mice, cells and antibodies without
Regeneron's consent, except in respect of (i) its collaborations with the Bill & Melinda
Gates Foundation or Heptares, (ii) preparing for and conducting pre-clinical tests or
clinical trials, and (iii) sending CHO cells to its manufacturer for the purposes of
manufacturing antibodies for use in pre-clinical or clinical trials
B. enter into any collaboration or partnership (other than a collaboration funded by the Bill
and Melinda Gates Foundation) that would involve infringing immunisation of mice.
As regards the savings for current and future collaborations funded by the Bill and Melinda
Gates foundation, Kymab's evidence was that three antibodies were in clinical development
with potential to treat a range of inflammatory and autoimmune diseases, solid tumours and
anaemia. Other antibodies were in development to treat malaria, pertussis toxin (whooping
cough), HIV and flu. Kymab did not disclose its agreements with the Gates Foundation. It
said, however, that it would be free to sell in the developed world the drugs it developed but it
did not expect a marketing authorisation before 2024. Regeneron objected to commercial
activities beyond clinical trials and that commercial activities now could provide Kymab with a
springboard for exploitation after expiry.
As regards the savings for Kymab's collaboration with Heptares, this concerned the
identification and development of therapeutic antibodies targeting G-protein coupled
receptors, for the treatment of currently untreatable cancers. Kymab needed to provide
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Heptares with antibodies for testing in Heptares UK laboratories using its own proprietary
assays.
The Court of Appeal concluded that in the circumstances, and subject to the issue of Kymab's
ability to meet an award of damages, the balance of justice favoured a "suspension" of the
injunction and order for delivery up on the basis of and subject to the qualifications described.
Factors discussed by Kitchin LJ in the Court's weighing up of the balance included that:
-

If the injunction and the order for delivery up or destruction were not stayed pending the
final determination of any appeal to the Supreme Court, Kymab would suffer serious loss
and damage which will be extremely difficult to quantify; any risk that Regeneron would
suffer irreparable harm would be considerably ameliorated by undertakings offered;
Kymab had also offered a further undertaking, should it be necessary, such that it would
not have the right to commercialise any infringing products developed pursuant to the
Gates collaboration even after the expiry of the patents.

-

A final injunction would bring to an end or at least seriously disrupt projects seeking to
develop antibodies for diseases with significant unmet clinical need in developing
countries. It would cause serious reputational and financial harm and serious damage to
Kymab's research base because a number of its researchers would have to be made
redundant.

-

Kymab had a legitimate concern that destruction of the Kymice would constitute a breach
of its licence issued under the Animal (Scientific Procedures) Act 1986.

-

As Kymab presently had a right to commercialise, in the developed world, antibodies
developed pursuant to the agreement with the Gates Foundation, Kymab's infringing
activities could be used as a springboard.

The Court then addressed Kymab's ability to pay, about which Regeneron had expressed
"very serious concerns". Regeneron submitted that damages could exceed £60 million. The
assets of Kymab and its parent amounted to around £15 million and £45 million respectively;
Kymab had current liabilities of around £72 million and appeared to be solvent due to a loan
of £80million from its parent. Regeneron sought ring-fencing of Kymab's cash or other assets
as a condition of any stay.
The court did not think that it would be appropriate to impose as a condition of a stay a
requirement that Kymab provide security for damages arising from past infringements. The
court noted that there was no prospect of Kymab commercialising any product in that time
and damages were likely to be much more modest. There was also a real prospect that the
security condition sought by Regeneron would drive Kymab out of business, frustrate any
further appeal and lead to the humanitarian work being undertaken by Kymab.
However, the court made it a condition of the stay of the injunction and order for delivery up
that Kymab's parent (Kymab Group Ltd) undertook to the court to be jointly and severally
liable for the payment of any damages and costs which Kymab may be ordered to pay to
Regeneron. The order for disclosure would be stayed also.
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I must ask whether, in all the circumstances of this case, any form of injunctive relief would be
"proportionate", as is required by the IP Enforcement Directive. In view of the express carve
out for medicinal product assessment work, which in practice means that generic products
can be launched almost immediately following patent expiry, should innovators continue to be
penalised for research and development work into new molecules conducted pre-patent
expiry? Perhaps, for patents claiming inventions covering early stage research work,
monetary relief would better suit the public interest.
Another outstanding question is whether, in the absence of commercialisation, commercial
investment deals may be relevant in the calculation of monetary relief.
Arrow relief
In Glaxo v Vectura, the remedy sought by Glaxo was the award of Arrow relief. An Arrow
declaration is, in effect, a declaration that a party has a Gillette defence, as of a particular
date, against allegations of infringement of patents of later date. The Arrow name derives
from the case of Arrow v Merck [2007] EWHC 1900 (Pat), in which the relief was first
considered by the court. The Gillette defence is a long-standing feature of English patent law,
the name of which can be traced to the speech of Lord Moulton in Gillette Safety Razor Co v
Anglo-American Trading Co Ltd (1913) 30 RPC 465. In a Gillette defence a defendant
contends that his (allegedly infringing) product or process was obvious at a particular date
and accordingly cannot fall within a valid claim of a later patent.
The first award of Arrow relief was by the Patents Court (Henry Carr J) in 2017 in FKB v
42
AbbVie , after the Court of Appeal paved the way for the award of such relief in appropriate
43
cases in its interim judgment in the same case . Whereas the statutory remedies of
revocation and declaration of non-infringement may be obtained by any party in respect of a
defendant's granted patent if the statutory tests are satisfied, the award of Arrow relief, which
is geared at providing the claimant with a shield against not-yet-granted patents, entails the
exercise of the court's discretion. In the FKB case, the Court of Appeal said that the existence
of pending patent applications cannot itself be a sufficient justification for granting a
declaration, and whether such a declaration is justified depends on whether a sufficient case
can be made for the exercise of the court's discretion in accordance with established
principles. The question of what, exactly, this requires and at what point it is to be assessed
arose in the Glaxo case.
44

At first instance, in Glaxo v Vectura (Pat no.1) , HHJ Hacon held that it was necessary for
"something more" than the existence of pending patent applications. He allowed Vectura's
application to strike out Glaxo's claim.
45

However the Court of Appeal disagreed. In Glaxo v Vectura (CA) HHJ Hacon's judgment
was overturned. Floyd LJ said that it is necessary to examine whether Arrow relief would
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serve a "useful purpose" (per the "established principles" referred to by the Court of Appeal).
However, it is the facts and circumstances at the date of the trial which will ultimately be
determinative of whether the discretion should be exercised. It is not sensible to ask at the
strike out stage whether the facts relied upon are sufficiently "unusual" to justify Arrow relief.
Provided the pleaded facts and arguments give rise to a realistic claim for Arrow relief, it
passes the "strike-out" threshold and so the claim should be permitted to proceed to trial.
Floyd LJ said ([28]):
"The discretion to grant Arrow relief is that of the trial judge, not that of the judge
hearing the strike out application".
When the case reached trial, it was heard by Arnold J, who handed down his judgment
46
(Glaxo v Vectura (Pat no.2)) two weeks later. The judge concluded that Glaxo's Gillette
defence succeeded; Vectura's patents were also invalid for insufficiency (ambiguity) and
infringement had not been established.
The judge then turned to consider whether Arrow relief should be awarded. He said that
47
following the Court of Appeal's judgment in Fujifilm v AbbVie , it has been clear that for an
Arrow declaration to be granted, there must be more than just a finding that the relevant
subject matter is obvious (in this case the finding made as part of Glaxo's Gillette defence).
As the judge put it, "that is a necessary, but not sufficient, foundation for the relief": there must
also be a "useful purpose" in granting the declaration.
48

In late 2017, in Generics v Yeda , Arnold J declined to grant an Arrow declaration for want of
a useful purpose over the finding he had already made: that Generics' product in a particular
dosing regimen was obvious at a particular date.
However in the Glaxo case, Arnold J concluded that the useful purpose requirement was
satisfied. The most significant factor underpinning this conclusion was the extent of the
undertakings Vectura had been willing (or not) to give.
Vectura's patents in suit were a subset of a wider group of patents defined by a previous
agreement between Glaxo and Vectura as "Non-Assert Patents". In the course of its earlier
strike out application, Vectura had given an undertaking not to sue Glaxo under any of the
Non-Assert Patents. In the meantime, Glaxo had identified another pending application of
Vectura's, "415", which was not within the Non-Assert Patents, but which related to the same
technical subject matter of the Non-Assert Patents, or at least had the potential for further
divisional patents to be filed covering that technical subject matter. Vectura, however,
declined to extend its undertaking beyond the Non-Assert Patents to cover 415 also.
On this, the judge said ([256]):
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"Vectura has given an undertaking which is designed to give GSK comfort that, if they
are successful in defeating Vectura's claims for infringement of the Patents, then they
will not be vexed by further claims for infringement of other patents by the same
process and products; yet Vectura's undertaking does not extend to patents deriving
from (for example) 415. Counsel for Vectura was unable to give me any explanation
for Vectura's unwillingness to extend its undertaking to (at least) 415. It follows that
GSK are potentially at risk of a claim for infringement of a patent deriving from (at
least) 415."
In addition, while Vectura had failed to establish infringement of the patents in suit, they would
not necessarily face the same difficulty with differently formulated claims; and it would be an
open question whether patents with differently formulated claims were obvious. We will have
to wait and see whether the Court of Appeal gets an opportunity in this case to review, for the
first time, a substantive judgment regarding Arrow relief.
Anti-suit injunction (almost)
The Patents Court's October 2018 judgement in Conversant v Huawei (no. 3)
its almost award of an anti-suit injunction.

49

is notable for

The case commenced in July 2017. Conversant claims that Huawei and ZTE infringe four
EP(UK)s and seeks, by way of relief, determination of FRAND terms for its global SEP
portfolio. Huawei and ZTE challenged the jurisdiction of the English courts. Their applications
50
were rejected by Henry Carr J in April 2018 (Conversant v Huawei (no. 1) ), against which
51
the judge also granted the defendants permission to appeal (Conversant v Huawei (no.2) ).
In the meantime, ZTE filed proceedings in the Shenzhen Intermediate People's Court. At the
time of the jurisdiction trial, Conversant were aware of these proceedings but they were not
served on Conversant by the Shenzhen court until 11 July 2018.
Conversant then sought from the English court an anti-suit injunction restraining ZTE from
pursuing aspects of ZTE's claims in the Shenzhen court ("the Targeted Claims") and requiring
ZTE either to discontinue the Shenzhen proceedings or to amend them to remove the
Targeted Claims. Conversant contended that these claims went beyond anything required for
a FRAND rate to be set in China, and created a risk of findings which could be used by ZTE
China to reverse the result, or interfere with the efficacy, of the English proceedings, or to
interfere with any licence resulting from the English proceedings.
In the course of the hearing of Conversant's application, the parties reached a compromise,
resulting in an order made by consent on 17 August 2018. This therefore disposed of
Conversant's application, except for costs. However, in accordance with the jurisprudence,
the resolution of the issue as to costs entailed the Court considering what it would have
decided had a compromise not been reached. So this is the really interesting part of the
judgment.
49
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Henry Carr J said that in the present dispute he was concerned with an interim application,
with no cross examination, and so he would apply the principles set out in Brawley v.
52
Marczynski . In that case the Court of Appeal held that ([20]):
"…where litigation had been settled save as to costs there was no convention that
there should be no order as to costs … the court's overriding object was to do justice
between the parties without incurring unnecessary court time and additional cost; that
where it was obvious which party would have won had the substantive issues been
fought to a conclusion it would be appropriate to award costs to that party; that where
that was not obvious, the extent to which the court would be prepared to look into the
previously unresolved substantive issues in order to determine the issue of costs
would depend on the circumstances of the case, including the amount of costs at
stake and the conduct of the parties; that in the absence of a good reason to make a
specific order the court would make no order as to costs…"
Turning to the merits of Conversant's application, the judge said ([23]-[25]):
"…I consider that it is obvious that Conversant would have succeeded on this
application, had the parties not reached an agreement. The issues were fought to a
conclusion; this is a case where very substantial amounts of costs are at stake; and I
have been able to form a view as to the conduct of both parties.
Specifically, I would have required ZTE China to amend its Complaint in the
Shenzhen Proceedings to remove those parts of the Targeted Claims which have
now been deleted, failing which I would have granted an anti-suit injunction, in
accordance with the principles set out in the judgments of Lord Goff in Aerospatiale v
Lee Kui Jak [1987] AC 871 at 892 – 897 and Airbus v Patel [1999] 1 AC 119 at 133 140 as summarised by Toulson LJ in Deutsche Bank AG v Highland Crusade
Offshore Partners LP [2010] 1 WLR 1023 at [50]. I consider that those aspects of the
Targeted Claims which have now been agreed to be deleted or amended were
vexatious, in that they sought to obstruct, or could have had the effect of obstructing,
pending proceedings before the English court; or of undermining or frustrating the
performance of a judgment given by the English court. It was not necessary for ZTE
China to advance these Targeted Claims in the Shenzhen Proceedings, since Mr
Bloch QC explained that ZTE China wishes to make the amendments that it has now
agreed to as it considers that they represent an improvement to the Shenzhen
Complaint.
I conclude that Conversant has in substance succeeded on this application."
Nonetheless, ZTE argued that costs should be reserved pending determination of the
jurisdiction appeal. ZTE's position was that the extent to which ZTE's conduct was vexatious
could not be determined without regard to whether the court's seizure of jurisdiction was
appropriate.
The judge did not accept this. Conversant's application was heard in the vacation in the
context of the timetable set by the Shenzhen court. The application was fully argued and
52
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therefore the judge was able to reach a conclusion as to its merits. It was therefore
appropriate to deal with the costs at this stage. Conversant had given ground on the issue of
service in the run up to the compromise but this did not warrant a deduction of 65% of
Conversant's costs or no order as to costs. However the enforcement of any costs order
should be stayed pending the outcome of the jurisdiction appeal.

e.

Threats

Section 70(2A)(b) defence
53

The Icescape v Ice-World case, concerned with a patent to a cooling member for a mobile
ice rink, commenced with a claim for unjustified threats made by Icescape. Ice-World pleaded
the defence of section 70(2A) of the Patents Act, which states:
"If the defendant or defender proves that the acts in respect of which proceedings
were threatened constitute or, if done, would constitute an infringement of a patent—
(a)
the claimant or pursuer shall be entitled to the relief claimed only if he shows
that the patent alleged to be infringed is invalid in a relevant respect;
(b) even if the claimant or pursuer does show that the patent is invalid in a relevant
respect, he shall not be entitled to the relief claimed if the defendant or defender
proves that at the time of making the threats he did not know, and had no reason to
suspect, that the patent was invalid in that respect."
Having found that Ice-World's patent was not entitled to its claimed priority and hence was
invalid, the deputy judge rejected this defence, in view of two 'problems'. The first was that in
support of it, Ice-World relied upon a validity opinion prepared by a patent attorney, but the
judge had not been provided with the instructions upon which it was prepared and it appeared
that priority was not considered. The second was that the person responsible for sending the
letters "did not condescend to reveal whether or not he knew or suspected that the patent was
invalid in any material respect".
The Court of Appeal confirmed the judge's rejection of the defence, Kitchin LJ saying ([88]):
"…the invalidity of the patent is due to a combination of two matters: first, Ice-World
filed a patent application which was not entitled to priority; and secondly, Ice-World
made prior public use of the invention during the winter of 2003-2004 at various
locations in Belgium, France, Netherlands, Germany and Portugal. In these
circumstances it might be thought Ice-World would have great difficulty establishing it
had no reason to suspect the patent was invalid. However, the position is, in my
judgment, still worse. As the deputy judge explained, he was provided with no
information about the knowledge or understanding of the directing minds of Ice-World.
Neither Mr Bottema nor anyone else gave evidence on its behalf, and no explanation
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was provided for Ice-World's failure to call any such evidence. The basis of the
defence rests, in substance, upon the letter of advice given by Mr Walaski. It is true
that Mr Walaski said at the start of his letter that he had been instructed to provide an
opinion as to the validity of the patent but the deputy judge was given no details of the
instructions Mr Walaski was given, and he was provided with no explanation from Mr
Walaski or anyone else as to why Mr Walaski did not consider the issue of priority."

f.

FRAND
54

In 2017, in ground-breaking judgments , Birss J found a pragmatic way to resolve FRAND
disputes. He concluded, among other things, that the boundaries of FRAND and competition
law are not the same, that there is only one set of licence terms which are FRAND in a given
set of circumstances, and that the scheme set out by the CJEU in Huawei v ZTE does not lay
down a rigid set of rules whereby any deviation is an abuse or necessarily deprives the
patentee of injunctive relief.
In 2018, the case reached the Court of Appeal, which returned another impressive judgment
in October. Before that, in the wake of the Unwired Planet case, a plethora of interim
judgments were handed down in other standards essential patent FRAND disputes presently
before the English courts.
Jurisdiction and forum non-conveniens
In the Conversant v Huawei case, Conversant claims for infringement of four patents, which it
also asserts are SEPs, and seeks relief in the form of the determination of a global FRAND
55
licence. In Conversant v Huawei (no.1) , Henry Carr J rejected the defendants' challenge to
the jurisdiction of the English court. He did, however, subsequently award permission to
56
appeal on this point, in Conversant v Huawei (no.2) , because the question of whether a
global FRAND licence should be granted by way of relief in an action for infringement of UK
patents was an issue that had already been held to be suitable for consideration by the Court
of Appeal, and remained before the Court of Appeal, in the Unwired Planet case.
The defendants' challenge of forum non-conveniens was rejected also (Conversant v
Huawei (no.1)). In this context the judge applied the principles governing the determination of
57
the issue in "service out" cases, as considered by the House of Lords in Spiliada v Cansulex
58
and the Supreme Court in VTB v Nutritek . In summary, the underlying aim in all cases of
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disputed forum is to identify the forum in which the case can suitably be tried for the interests
of all parties and for the ends of justice. In cases where permission is required to serve
proceedings out of the jurisdiction, that permission is not to be given unless the court is
satisfied that England and Wales is the proper place in which to bring the claim. If the court is
not satisfied at the end of the day that England is clearly the most appropriate forum, then
permission to serve out must be refused or set aside.
The judge agreed with the defendants that the inquiry requires the court to identify which is
the natural or appropriate forum, or forum conveniens, for the dispute between the parties,
not merely the claims the claimant wishes to advance or the relief it wishes to seek. The
question, therefore, was whether Conversant had satisfied the court that England was clearly
the most appropriate forum for these cases to be tried, having regard to the interests of all
parties and to the ends of justice.
Fundamental to the Defendants’ argument was that China was an alternative forum available
to decide on issues of essentiality and infringement of non-Chinese patents and to set the
terms of a global FRAND licence. However, on the expert evidence, the judge concluded that
the Chinese courts do not have jurisdiction to determine essentiality or infringement of nonChinese patents, nor do they have jurisdiction to determine FRAND rates in respect of nonChinese patents without agreement from both parties. The furthest that the Defendants’
evidence went was to suggest that, if Conversant were to agree to the terms of the
Defendants’ offers, then the Chinese courts might or would accept jurisdiction.
Conversant had made it clear that it did not accept the defendants' offer to resolve their
disputes in the Chinese courts, and the judge considered Conversant's position to be
reasonable. In particular, the Chinese courts would apply Chinese law to the ETSI FRAND
issue, not French law. The Huawei offer required Conversant to accept that the Chinese
patents are representative of the whole portfolio, which it was not prepared to do. And in
China the FRAND determinations would also proceed by agreement in parallel in different
fora.
The judge said that he would reject any submission that Conversant would not obtain justice
in China, in accordance with Chinese law. Intellectual property judges in China "are making
tremendous efforts in developing a system for deciding and enforcing intellectual property
claims". However, the significantly lower royalty rates for Chinese patents explained why
Conversant did not agree to the Defendants’ “concessions”. The judge said that "[n]o owner of
a global portfolio would voluntarily submit to determination of a FRAND licence for the entirety
of its portfolio where the rates applied would be lower than in the rest of the world.
Accordingly, China was not an alternative available forum in which infringement of the UK
patents could be determined, nor in which the terms of a global FRAND licence could be set.
The judge said that it was inaccurate to describe Conversant's claims as foreign portfolio
infringement claims, or worldwide royalty claims. As a matter of substance, not form,
Conversant's claims were for infringement of UK patents. He noted that he agreed Birss J's
comment in Unwired Planet that there was no such thing as a portfolio right.
Further, since in any event Conversant's claims against the UK companies would continue,
the defendants' offers to litigate in China would result in parallel proceedings and a risk of
inconsistent decisions. Nor was the judge persuaded by various arguments from the
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defendants as to language / Chinese patents / Chinese witnesses. He said there would be
little scope for evidence of fact. And while in relation to the Chinese patents, validity and
infringement would be determined in China, this did not mean that China was the natural
forum for a case which concerns allegations of infringement of UK patents, and for relief in
terms of a global FRAND licence. On the contrary, the judge thought "it plainly is not the
natural forum".
The judge awarded permission to appeal on the forum non-conveniens point also (Conversant
v Huawei (no.2)). Although the court's judgment was an exercise of discretion in which the
same conclusion had been reached for several reasons, because permission had been
granted in respect of justiciability, it would be helpful for the Court of Appeal to have all the
arguments.
Questions of jurisdiction and forum non-conveniens were in issue in the Apple v Qualcomm
case too. Apple had claimed against (i) Qualcomm (UK) Limited (D1), a UK company, for
breach of contract in respect of declarations made to ETSI, and (ii) Qualcomm Incorporated
(D2), a Delaware company, for (a) declarations of invalidity and revocation of five EP(UK)
patents, (b) declarations of non-essentiality in respect of the same five patents, (c)
declarations of exhaustion in respect of all D2's EP(UK)s declared to be SEPs, including the
above five, (d) abuse of dominance, (e) a declaration that D2 in breach of the ETSI IPR policy
and certain declarations made under that policy.
59

In Apple v Qualcomm (no.1) , summary judgment was given against Apple's claim for breach
of contract (the ETSI IPR Policy) by UK company D1. Although D1 was the ETSI member, it
did not own the relevant patents (D2 did); hence there was no reasonable prospect of
success nor any compelling reason to proceed to trial.
Against US company D2, the parties agreed that service had been affected within the
jurisdiction pursuant to CPR 63.14 in respect of the claims for EP(UK) invalidity and
revocation and non-essentiality. Similarly service within had been effected in respect of the
claims for declarations of exhaustion of the same five EP(UK)s. However, the remaining
claims – for abuse of dominance - required service out. The judge was satisfied that the forum
conveniens part of the test was met despite the defendants' arguments based on the ongoing
litigation in the US. Following further evidence and argument, in Apple v Qualcomm (no.2) the
judge concluded that the requirements of jurisdiction Gateway 9 (a claim in tort where
damage sustained within the jurisdiction or from acts committed within the jurisdiction).
FRAND injunctive relief
This brings us to the much anticipated judgment of the Court of Appeal in Unwired Planet v
60
Huawei .
First, some background on the terminology. Technical standards are set by standard setting
organisations (SSOs), which bring together industry participants to evaluate technologies for
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inclusion in a new standard. The SSO with which the present proceedings are most
concerned is the European Telecommunications Standard Institute ("ETSI").
A patent which protects technology which its owner has declared to be essential to the
implementation of a telecommunications standard is known as a standard essential patent (a
"SEP"). SEPs can be of great value to their holders. The owner of a SEP has the ability to
"hold-up" users of the standard by refusing to licence or extracting excessive royalty fees, so
SSOs require the owners of SEPs to give an irrevocable undertaking in writing that they are
prepared to grant licences of their SEPs on fair, reasonable and non-discriminatory
("FRAND") terms. Conversely, the infringer may refuse to engage constructively or behave
unreasonably in the negotiation process and so avoid paying the licence fees to which the
SEP owner is properly entitled, a process known as "hold-out".
The negotiation of licences for SEPs on FRAND terms may be far from straightforward, as the
Unwired Planet case demonstrates. In that case, Unwired Planet sued the Huawei defendants
(and Samsung and Google) for infringement of five SEPs in the UK. After three technical
trials, two of three litigated SEPs had been found valid and essential. The proceedings moved
to the FRAND trial, the outcome of which was that, in the circumstances of the case:


Willing and reasonable parties would agree on a global licence, and that such a
licence was the FRAND licence for a portfolio such as that held by Unwired Planet
and for an implementer like Huawei. Unwired Planet was therefore entitled to insist on
it. It followed that the UK licence offered by Huawei was not FRAND.



The rates sought by Unwired Planet were too high and it was appropriate for the court
to set the appropriate global FRAND rates between the parties.



Unwired Planet was in a dominant position in the relevant market but had not abused
that dominant position by pursuing the proceedings in the way that it did.

The judge therefore proceeded to determine the appropriate FRAND rates for a global licence
(and in case he was wrong on geographical scope, for a UK licence). He subsequently
granted a UK injunction against Huawei until such time as it entered into a global licence, the
terms of which he settled and which he held were FRAND. However the judge stayed the
injunction pending appeal. Huawei had since undertaken to enter into whatever licence was
finally determined to be FRAND in these proceedings.
Huawei appealed against Birss J's final order on three grounds, which are now considered in
turn.
Appeal Ground 1: Far from being FRAND, the imposition of a global licence on terms
set by a national court based on a national finding of infringement is wrong in principle
and leads to results which are manifestly unjust
Huawei argued that in the present case, in which by the terms of the global licence 64% of the
money paid would relate to Chinese patents owned by the second defendant parent of
Unwired Planet, and in the context of ongoing patent litigation in relation to corresponding
patents in Germany and China (and some countries where UP had no relevant patents at all),
this was particularly so. Huawei's position was that the task of the UK court was to determine
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the appropriate relief for infringement of two SEPs; and Huawei's offer to enter into a FRAND
licence settled by the court which covered all UP's UK rights was sufficient to meet the
FRAND undertaking UP had given. In the absence of its agreement, it was inappropriate for a
UK court to set rates and impose a licence which extended beyond the UK.
The Court of Appeal disagreed. At the outset, it noted a number of points:


First, an undertaking given to ETSI pursuant to clause 6.1 has international effect and
in cross-examination, Huawei's Deputy Director of IP had said that it would make no
sense for owners of SEPs to give undertakings restricted to particular national
jurisdictions.



Second, Unwired Planet was bound in law to licence its "ESSENTIAL IPR" on
FRAND terms. The nature of the obligation, governed by French law, was such that
neither party could be compelled to enter a FRAND licence against its will but: if
Unwired Planet refused to do so, the court could and normally should refuse to grant
relief for patent infringement; and if Huawei declined to do so then the relief available
for infringement should normally follow.



Third, there was no real dispute as to how FRAND terms should be assessed, at least
in general terms.



Fourth, the judge concluded that there was only one set of terms, including one set of
rates, which were truly FRAND.

The Court of Appeal turned then to first principles ([52]-[54]):
"…we accept without question that a UK SEP has limited territorial scope and that
courts in this jurisdiction will generally only determine disputes concerning the
infringement and validity of UK or EP(UK) patents. If a UK SEP is found valid and
infringed, a UK court will only grant relief in respect of the infringement of that patent.
As Aldous LJ explained in Coflexip SA v Stolt Comex [2001] RPC 9 at [18], the
injunction must equate to the statutory right given; a right which has been held to
have been validly granted and infringed. So the court will only grant an injunction to
restrain infringement of the SEP in issue in the proceedings. The same applies to a
claim for damages: they will only be awarded for infringement of that SEP.
The position in relation to a FRAND undertaking is rather different, however. … [T]he
FRAND undertaking given by a patent owner to ETSI in return for the incorporation
into the standard of the technology protected by the patent is … of international effect.
It applies to all patents which belong to the same family irrespective of the territory in
which they subsist. This is necessary to protect implementers whose equipment may
be sold in a number of different jurisdictions and then used by members of the public
who may travel with that equipment from one jurisdiction to another. These
implementers must be able to use the technology embodied in and required by the
standard provided they are prepared to pay a FRAND rate for doing so, for otherwise
the owner of the relevant patent rights would be able to charge excessive licensing
fees. So any implementer must be able to secure a licence on FRAND terms under all
the SEPs it needs to produce and market its products which meet the standard.
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But…[j]ust as implementers need protection, so too do the SEP owners. They are
entitled to an appropriate reward for carrying out their research and development
activities and for engaging with the standardisation process, and they must be able to
prevent technology users from free-riding on their innovations. It is therefore important
that implementers engage constructively in any FRAND negotiation and, where
necessary, agree to submit to the outcome of an appropriate FRAND determination."
The Court of Appeal said that these considerations strongly pointed to the conclusion that,
depending on all the circumstances, a global licence may be FRAND; and also there may be
circumstances in which only a global licence, or at least a multi-territorial licence, would be
FRAND. If the implementer were to refuse to enter into such a licence then, as a matter of
principle, the SEP owner should be entitled to the usual relief available for patent
infringement, including an injunction in that jurisdiction to restrain infringement of the particular
SEPs in issue.
The Court of Appeal then considered the approach being taken by courts and other decision
making bodies to which the parties had referred. It said that a communication from the
Commission, the Council and the European Economic and Social Committee dated 29
November 2017 (COM (2017) 712 final) ("the November 2017 EU Communication") had
modified the position under the Commission's decision in Motorola (Case AT.39985), which
was issued in 2014. In particular, in the November 2017 EU Communication, the Commission
noted that there is no one-size-fits-all solution to what is FRAND, this varying from sector to
sector and over time. The Commission also referenced the decision of Birss J the subject of
the appeal as an illustration of how the principles of efficiency may support the practice of
portfolio licensing for products with a global circulation, and that a country-by-country
approach may not be efficient or conform to the recognised practice in the sector.
After discussing judgments from Germany, the US, Japan and China, the Court of Appeal
said that it either found consensus for the approach taken by Birss J or found that the cases
did not have the relevant points in issue, never explicitly ruled out the fact that a global licence
could be FRAND, or explicitly commented that it would not comment on such issues.
The Court of Appeal then turned to more detailed aspects of Huawei's submissions, first, that
the judge's approach was wrong in principle because it paid insufficient heed to the principle
of comity or the appropriate limitations on the exercise of the court's powers in cases touching
on foreign patents, that it necessarily and wrongly presumed infringement of at least some
valid SEPs, and that it was contrary to public policy and disproportionate.
These submissions were rejected. The Court of Appeal said that they confused and elided
two separate but related matters: firstly the scope of the proceedings for patent infringement,
and secondly the scope and effect of the undertaking given to ETSI. The judge had made no
finding as to the validity or essentiality of any SEP in any other jurisdiction. As regards the
meaning and effect of the undertaking that Unwired Planet had given to ETSI, he had simply
determined the terms of the licence that Unwired Planet was required to offer to Huawei; it
was a matter for Huawei whether it was prepared to take that licence but if it chose not to do
so the only relief to which Unwired Planet would be entitled would be relief for infringement of
the two UK SEPs found valid and infringed. The judge had stated in terms that a FRAND
licence should not prevent the licensee from challenging the validity and essentiality of the
licensed patents. The mechanism for dealing with the different patent position in different
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countries was not challenged on appeal and it involved royalty rate tied to the country of sale
of Huawei's equipment, higher and lower rates (depending on the extent of SEP protection),
annual adjustments, and royalties payable in respect of non-patent countries at the lower
(Chinese) rate because the equipment was manufactured in China. The alternative, said the
Court of Appeal, of country-by country enforcement of SEPs, would be a "blue print" for holdout and the public policy considerations around over-declaration could not begin to justify
such a practice.
Nor did the Court of Appeal consider that the judge's approach would create significant
practical problems, or that the judge's reasoning was flawed in principle for shifting the burden
onto the implementer to pay royalties until it could show that the patents in issue were invalid
or inessential, or that it ignored the commercial and legal realities of the case, or that Unwired
Planet was using the threat of an injunction in the UK to leverage Huawei into paying royalties
in respect of its global activities.
However, the Court of Appeal disagreed with the judge as to whether, in circumstances such
as those in the case, only one set of terms could be FRAND. It said ([121]):
"Patent licences are complex and, having regard to the commercial priorities of the
participating undertakings and the experience and preferences of the individuals
involved, may be structured in different ways in terms of, for example, the particular
contracting parties, the rights to be included in the licence, the geographical
scope of the licence, the products to be licensed, royalty rates and how they are
to be assessed, and payment terms. Further, concepts such as fairness and
reasonableness do not sit easily with such a rigid approach. In our judgment it is
unreal to suggest that two parties, acting fairly and reasonably, will necessarily arrive
at precisely the same set of licence terms as two other parties, also acting fairly and
reasonably and faced with the same set of circumstances. To the contrary, the reality
is that a number of sets of terms may all be fair and reasonable in a given set of
circumstances."
The Court of Appeal held that the economic evidence in the case did not support such an
inflexible approach.
I think that I must just interject with a comment here. In my review of the patent cases of
61
2017 I said this about the judgment of Birss J at first instance in Unwired Planet v Huawei:
"My impression on reading this judgment is that someone had to start somewhere. It
was an extremely difficult task to undertake this exercise and Birss J has done the
best he could in the circumstances…The issue with which I cannot concur is that, in
any given case, there can only be one FRAND rate. I fail to see the logic in assuming
that it is impossible for there to be a "FRAND band" of fair rates which the parties
may apply or which can be flexed to the particular circumstances in question."
I do not flatter myself that the members of the Court of Appeal read my paper, but they
certainly agreed with the sentiments expressed!
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Another factor considered by the judge in finding a single set of terms to be FRAND was the
so-called Vringo problem, but for this the Court of Appeal had a solution ([125]):
"In our judgment this is more of a theoretical problem than a real one. If the SEP
owner and prospective licensee cannot agree upon the terms and royalty rates of a
FRAND licence and the question of what is FRAND falls to be decided by a tribunal,
whether a court or an arbitrator, then the tribunal will normally declare one set of
terms as FRAND and that will be the set of terms the SEP owner must offer to the
prospective licensee. If, however, the outcome of the proceedings is that two
different sets of terms are each found to be FRAND then in our judgment the
SEP owner will satisfy its obligation to ETSI if it offers either one of them. It will
in that way be offering an irrevocable licence of its SEPs on FRAND terms."
If both the global and the national licence were FRAND, the SEP owner would not be guilty of
coercive behaviour by offering the global licence.
However, on the facts of the case, and as discussed above, the Court of Appeal supported
the judge's conclusion that only global licence would be FRAND. Appeal ground 1 was
therefore dismissed.
Appeal Ground 2 – non-discrimination: Samsung was a company which was similarly
situated to Huawei and so Huawei should have been offered the same rates as those in
the Samsung licence
Huawei argued that the "non-discrimination" (or "ND") limb of FRAND meant that like
situations must be treated alike and different situations differently. On the judge's own finding,
Samsung was a company similarly situated to Huawei and accordingly, the judge should have
fixed a royalty rate no higher than the range of the royalties represented by the Samsung
licence.
Unwired Planet contended that the Samsung and Huawei licences were not sufficiently
equivalent or comparable to engage the non-discrimination obligation at all, alternatively, ND
did not include a "hard-edged" criterion of the kind contended for by Huawei.
The Court of Appeal noted that Art 102(c) TFEU forms that backdrop to the arguments on ND,
and the case law on the underlying principles from courts in Germany, the US, China and the
CJEU.
On the principles regarding determination of whether two transactions are equivalent or not,
the Court of Appeal said ([169]):
"In our judgment, in deciding whether two transactions are equivalent it is important to
focus first on the transactions themselves. The equivalence of the transactions
themselves needs to be disentangled from differences in the circumstances in which
the transactions were entered into. Commission Decision 72/440 speaks of the
"relevant commercial features" of the transactions, not all the economic
circumstances prevailing at the time the transaction was entered into. On this basis, a
change in market conditions between two otherwise identical transactions would not
make the transactions themselves non-equivalent. On the other hand such a change
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(for example a change in a cost of raw materials) could well amount to an objective
justification for a difference in treatment."
In the Court of Appeal's judgment, this meant that the judge was right to regard the licences to
Samsung and Huawei as equivalent transactions, for the following reasons ([173]-[175]):
"UP's financial circumstances were certainly a factor which enabled the effective
royalty rate payable by Samsung to be depressed, but we do not think that it is
legitimate to regard the licensor's financial position as a relevant feature of the
transaction itself, any more than it would be legitimate so to regard the licensee's
financial position.
It is true that the licence to Samsung formed part of a wider deal, which made it
necessary to disentangle the patent licence from the other features of the deal. That
exercise was necessary as a preliminary step in identifying the relevant features of
the transaction. Having done so, however, the transaction which emerges is an
equivalent transaction to the putative transaction with Huawei.
PanOptis' goal of achieving a strategic relationship with Samsung also does not form
a relevant feature of the transaction. No term of the agreement provided for any such
future relationship. PanOptis' subjective reasons for licensing Samsung at the lower
rate do not result in the conclusion that the patent licence granted to Samsung is not
equivalent. The same applies to the de-risking of the acquisition."
Turning to whether the ND requirement was hard-edged or general, the Court of Appeal
confirmed that the judge's benchmark rate approach (encompassing a "general" approach to
ND), gave weight to both the FR limb and the ND limb of FRAND.
Accordingly, once a benchmark rate is identified, the SEP owner is precluded by the
undertaking from attempting to secure higher rates from licensees, but there is nothing to
prevent it from granting licences at lower rates. A proposed licensee who points to a prior
comparable licence granted at a lower rate is not able to force down the rate on offer to match
this lower rate; the ND limb does not require such a hard-edged approach.
Accordingly, the Court of Appeal held that the judge had been right to hold that the licence on
offer to Huawei was on non-discriminatory terms.
Appeal Ground 3: Unwired Planet had sued Huawei outside of the Huawei v ZTE
framework and was therefore its claim was an abuse of dominance contrary to Art 102
TFEU
Huawei argued that the judge had erred in concluding that Unwired Planet had not abused its
dominant position by bringing the proceedings prematurely. Unwired Planet argued that the
judge had erred in concluding that it had a dominant position, but supported the judge's
rejection of the allegations of breach of dominance.
On the assessment of dominance, the Court of Appeal noted Case 27/76 United Brands v
Commission [1978] ECR 2017 and the Commission's guidance in communication 2009/C
45/02, before saying ([225]-[229]):
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"It is well established that, although the importance of market shares may vary from
one market to another, the possession, over a long period, of a very large market
share constitutes in itself and save in exceptional circumstances, proof of the
existence of a dominant position, and that market shares of more than 50% constitute
very large market shares: see, for example, Case C-457/10 P Astra Zeneca v
Commission, 6 December 2012 at [176].
In the case of a SEP owner, the market share is, of course, 100%. This is an
important starting point but we recognise that ultimately it is no more than one factor
in the analysis. As Advocate General Wathelet observed in his opinion in Huawei v
ZTE at [57] to [58], the fact that an undertaking owns a SEP does not necessarily
mean that it holds a dominant position, and it is for the national court to assess, on a
case-by-case basis, whether that is indeed the case. Further, he continued, if the fact
of using a standard and so making use of a SEP could give rise to a rebuttable
presumption that the SEP owner holds a dominant position, it must be possible to
rebut that presumption with specific detailed evidence.
These general principles guided the judge in this case. He directed himself correctly
in law and then gave careful consideration to the expert evidence, such as it was. Dr
Niels left the issue of dominance open but Professor Neven noted that, given the
market definition, there was a strong presumption that UP was dominant. The judge
thought that UP should have advanced a positive case if it wanted to rebut that
presumption, and it should not have met Huawei's allegation with a mere nonadmission. What was more and although it was true that the experts did
express opinions on aspects of the market, UP had carried out no market
analysis and in our view this was a matter which the judge was entitled to take
into account….
Overall, we are satisfied the judge was entitled to find that UP had a dominant
position in the market. He took careful account of the structure of the market, the
expert and factual evidence before him, the FRAND undertaking and the possibility of
hold-out, and he reached an evaluative conclusion. He made no error of principle and
the conclusion he reached was properly open to him. UP has not established any
basis upon which it would be appropriate to interfere with that conclusion and we
reject UP's challenge to it."
Turning to the question of whether Unwired Planet had abused its dominant position, the
Court of Appeal noted that this raised an important question regarding the circumstances in
which it is appropriate for a UK court to grant injunctive relief in respect of the infringement of
a SEP. The answer depended upon "the proper interpretation" of the CJEU's judgment in
Huawei v ZTE. The Court of Appeal said that it was helpful to step back and consider the
landscape in which the Huawei v ZTE decision came to be made i.e. the desirability of
standards development and the encouragement for investment in R&D and standardisation
activities, and the potential for hold up and hold out. Further, when interpreting Huawei v ZTE,
the Commission's November 2017 Communication now also had to be held in mind ([267]):
"In its Huawei judgment, the CJEU established obligations applying to both sides of a
SEP-licensing agreement, when assessing whether the holder of a SEP can seek an
injunction against a potential licensee without infringing Article 102 TFEU. SEP
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holders may not seek injunctions against users willing to enter into a licence
agreement on FRAND terms, and the CJEU established behavioural criteria to assess
when a potential licensee can be considered to be willing to enter into a licence. "
The Court of Appeal's conclusion was that the CJEU was not laying down mandatory
conditions at paragraph 70 of its judgment in Huawei v ZTE, such that non-compliance would
render the proceedings a breach of Art 102. The CJEU had expressed the need, when
considering whether conduct is abusive, to take account of the actual circumstances in the
case. The language used by the CJEU (in particular in 53-55 and 71) was apt for a safe
harbour: if the SEP owner complied with the prescribed steps, the commencement of the
action would not, in and of itself, amount to an abuse. Such language was to be contrasted
with that used in paragraph 60 where the court made clear that a SEP owner cannot without
infringing Art 102, bring an action for an injunction without prior notice or consultation.
The Court of Appeal said that it agreed with Unwired Planet that it was important to have in
mind also that the procedural rules of member states differ from one to the other. In particular
([274]):
"In some member states there is a real risk of an injunction being granted to restrain
infringement of a patent before any determination is made of its validity. So also, in
some member states, a final injunction may be granted before a FRAND rate is
determined. These factors favour SEP owners. In the UK, however, it is not the
practice of the courts to grant an injunction in cases of this kind until the issue of what
is FRAND has been resolved. The risk of any alleged infringer being coerced by the
commencement of proceedings into agreeing an unduly high royalty rate is therefore
very much lower. These are matters of which the CJEU would be well aware and
render it unlikely it would set out an inflexible framework of the kind for which Huawei
contends."
In addition, the present case was a "transitional case" (in the lingo of the German courts)
because it commenced before the CJEU gave its judgment in Huawei v ZTE. This was a
further reason why it would be inappropriate rigidly to apply the Huawei v ZTE framework.
Further, the CJEU's judgment being focused on the commencement of proceedings, it was
entirely permissible for the judge to consider whether it would be appropriate to bar the claim
for an injunction after the trial of the infringement, validity and FRAND proceedings. The Court
of Appeal saw considerable force in the judge's observation that a refusal of an injunction in
2017 would have been proportionate.
In conclusion, the judge was entitled to find that a global licence was FRAND and Unwired
Planet had not engaged in any abusive behaviour. Huawei had infringed two SEPs and
Unwired Planet was entitled to an injunction to restrain further infringement unless Huawei
took the licence he had settled. There was no basis for contending that Unwired Planet's
offers had been improper or had adversely impacted upon the process of the negotiations.
Huawei could accept the licence settled by the judge (or not and be injuncted in the UK), and
also pursue the litigation on foot in other jurisdictions.
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3

VALIDITY
a.

Common general knowledge and the skilled person

Turning now to the law regarding validity, we start with the judicial comment on the identity of
the 'skilled person' and their common general knowledge (CGK). These points are relevant of
course to questions of construction, and therefore also to the issue of infringement; just as
construction is relevant to questions of validity. Nevertheless for convenience I find it easier to
frame the discussion of the skilled person and their CGK with the issues of validity.
The case of Anan Kasei v Molycorp
to:
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concerned the claimants' patent, claim 1 of which was

"A ceric oxide which is an oxide consisting essentially of ceric oxide, and wherein said
2
ceric oxide has a specific surface area of not smaller than 30.0m /g when subjected
to calcination at 900ºC for 5 hours."
The deputy judge, Roger Wyand QC, agreed with the claimants that the skilled addressee of
the patent was someone with a particular interest in purifying vehicle exhaust gas rather than
someone with experience in respect of metal oxide supported catalysts more generally.
This likewise impacted the common general knowledge, and particularly the sources to which
the skilled person would refer, which would not include conferences in respect of
petrochemicals.
The deputy judge noted that the defendants' expert, Dr Brophy, had given expert evidence in
an earlier case, CompactGTL v Velocys, in which he said that industrial chemists working on
well-defined projects tended not to look far beyond their own immediate areas. For example,
catalyst technologists working on automotive exhaust catalysts would have little interest in
"FT catalysts", and both these would be completely uninterested in olefin polymerisation
catalysis. The reactions to be catalysed and the reactor types in which they must work were
"very different with limited overlap in interests". The deputy judge thought that this accorded
very well with the view of the claimants' expert, Dr Burch, in the present case.
And so the skilled person's CGK was set accordingly, for the purposes of the case, leading to
a conclusion that the claimants' patent was not obvious (or insufficient, and also infringed).
63

In Koninklijke Philips v Asustek (No.3) , it was common ground that the patent was
addressed to a person working on power control as part of the air interface of a cellular
communications system.
The defendants accepted that the CGK was restricted to that which was CGK in the UK. The
judge said that to be CGK in the UK "it must be generally known to the relevant class of
persons in the UK".
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At the priority date, the relevant class of persons in the UK was working on UMTS or
equipment that was intended to comply with UMTS, which had become the European
standard for 3G. In contrast, cdma2000 resulted from the evolution of "IS-95", a 2G system
developed primarily by Qualcomm based on CDMA technology. Cdma2000 was designed to
be backwards compatible with IS-95. IS-95 was commercially launched in many countries, but
not in Europe. By the priority date, cdma2000 had been released and put into use
commercially in South Korea and the US. There was no prospect of cdma2000 being
employed in the UK.
The evidence of Philips' expert, Dr Irvine, was that the skilled person in the UK would not
have worked on cdma2000 or participated or followed the 3GPP2 standardisation project from
which it emerged. The defendants' expert, Dr Brydon agreed that the skilled person would not
have detailed knowledge of 3GPP2 standards. On this evidence the judge held that the skilled
person's background experience would be in UMTS. This did not restrict the skilled person
from considering cdma2000 – for example the skilled person could be someone with a
background in UMTS who had just been hired to implement the power control aspects of
cdma-compliant equipment in the UK. However the limited extent of the skilled person's CGK
with regard to cdma2000 compared to UMTS could potentially have a bearing on
obviousness. The operation of cdma2000 would be CGK only to the level of detail described
in the second edition of Holma and Toskala WCDMA for UMTS (2002).
64

In Clearswift v Glasswall , the dispute concerned Glasswall's patent to a computer
implemented method of resisting the spread of unwanted code and data in an electronic file.
By the end of the trial the parties agreed that the skilled person was someone with a computer
science degree and between one and three years’ experience working in the anti-malware
software industry. However, before reaching that point, cross-examination had descended the
level of whether the skilled person's degree would be a 2:1 or a 2:2. The deputy judge, Mr
David Stone, said ([33]) "Counsel for Clearswift later conceded that it does not matter, and I agree. First, the
skilled person is very diligent and is not forgetful: s/he will recall everything that has
been taught in a degree course, even though a student will not. It is what is taught on
the course that is relevant, not how any particular student will have performed in
examinations. Further, as Counsel for Clearswift submitted, the skilled person is a
notional legal construct. As Pumfrey J set out in Halliburton Energy Services Inc v
Smith International [2005] EWHC 1623 (Pat) at para 39:
“The skilled person is essentially a legal construct, and not a mere lowest
common denominator of all the persons engaged in the art at a particular
time.”
The judge agreed with Clearswift that Glasswall's expert had given his evidence on the basis
of an under-experienced expert, to whom the invention would seem less obvious. The judge
said ([35]):
"This does not mean that I must uncritically accept what Mr Shipp says about what
would or would not have been obvious to the skilled person. As set out below,
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obviousness is a multi-factorial assessment to be made by the tribunal on the basis of
the evidence before it. Both parties agreed that, in the end, it is a matter for me."
The judge noted that both parties' experts were good at explaining things, both were seeking
to help the court, and both were able to fulfil the role of teacher. Neither was (or could be) an
approximation for the skilled person - "Mr Shipp because he is significantly too skilled and
inventive, and Professor Mitchell because he has never worked in industry". But that is not
their role. As Jacob LJ set out in Technip France SA’s Patent [2004] RPC 46 at [12]:
"Their primary function is to educate the court in the technology – they come as
teachers, as makers of the mantle for the court to don. For that purpose it does not
matter whether they do not approximate to the skilled [person]. What matters is how
good they are at explaining things.”
On the CGK, the deputy judge noted that the issues between the parties could have been
narrowed rather earlier than they did ([40]):
"In the end, the issues between the parties were comparatively narrow. It does seem
to me that more progress could have been made prior to trial on reaching agreement
as to the skilled person and the common general knowledge, with savings of court
time and costs for both parties. With hindsight, it is easy to suggest that a mandated
meeting of the experts and/or a pre-trial review (neither of which occurred in this
case) may have assisted even if only to focus the parties’ attentions earlier."

b.

Priority and anticipation

Priority
65

Liqwd v L'Oréal (no.1) is the case about Liqwd's patent concerning with the use of a maleic
acid/salt agent for the reduction or prevention of damage in the bleaching of hair. Having
concluded that, on the construction reached, unconditional amendments sought by the
patentee did not extend the scope of protection and were therefore allowable, there was no
live issue regarding the claimed priority of the patent.
In case he was wrong on this, the judge (Birss J) nevertheless addressed whether "simple
salt" was entitled to priority. Nowhere in the priority document was the word salt qualified by
the word simple but, said the judge, "it is not necessarily the case that the word simple has to
be found expressly in the priority document". The common general knowledge of the skilled
person would include the idea that salts can be classified into different types. On the evidence
of L'Oréal's expert, Dr Hefford, that simple salt distinguished from other salts in one of the
ways he described, the judge said that "for simple salt to be able to claim priority the priority
document would have to contain at least some teaching somewhere that it might be relevant
to think about that distinction (whichever one it was) between types of salt". It did not, so there
was no basis for distinguishing 'simple' salts, which would not be entitled to priority.
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In the same case, prior art challenge 'WO 768' only qualified as s.2(3) novelty prior art if
a key disclosure, in Example 8, was entitled to priority pre-dating that of the patent. It is
66
apparent from a later judgment in the same case, Liqwd v L'Oréal (no.2) , that WO 768 was
another Liqwd/Olaplex filing. It claimed multiple priorities, at least five of which predated the
priority filing of the patent in suit. The argument focused on the fourth priority filing.
Example 8 of WO 768 described a comparison test between two hair lightening treatments.
One comprised a "bismaleate binding agent" described in Example 1 of WO 768 as being the
following:

As such, in view of the judge's conclusion on the construction of maleic acid, the disclosure of
Example 8 anticipated claims 1 and 11 as granted and as unconditionally amended if it was
entitled to claim priority from Example 4 of 'US 239', which described a highlighting
formulation in which the maleic acid derivative was the following (the amide):

L'Oréal contended, relying upon Dr Hefford's expert report, that in the conditions of Example 4
of US 239, there would be some hydrolysis over time on storage or when mixed with an
alkaline beaching/colouring formulation, to create the diamine species and maleic acid:

Liqwd/Olaplex's Prof Haddleton agreed that it was possible, but there was no teaching in the
priority document about storage; and also the reaction could be expected to require extreme
conditions. L'Oréal's Dr Hefford conceded that it was very hard to predict the rate or extent of
that reaction. The judge rejected the argument, saying ([203]):
"This was the argument advanced in L'Oréal's opening skeleton. It was a thin basis on
which to found an argument that Example 8 was entitled to priority from Example 4 of
US 239 and it was not advanced in closing. If and to the extent it is still pressed, I
reject it. I am not satisfied the diacid hydrolyses to the diamine salt to any relevant
extent in relevant circumstances. That basis for the claim to priority is rejected."
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However, L'Oréal made a further argument. This was not advanced in its opening skeleton
but was put to Olaplex/Liqwd's Prof Haddleton in cross examination. The argument,
essentially, was that there was an error in US 239 – based on NMR data provided in the
context of Example 1 of that document, it was not the amide that was used in example 4 but
the diamine species and maleic acid. The diamine bismaleate salt active agent was the
inevitable result of following the teaching of US 239 (Synthon v SKB [2005] UKHL 59 relied
upon). Example 8 of WO 768 was therefore entitled to priority for that reason.
This led to a dispute on ambushing and whether, pursuant to CPR rule 3.1(2)(k), the court
should exclude the issue from consideration. This argument is discussed in section 4 below.
In short, the judge concluded that it should be excluded from consideration. Nevertheless, in
case he was wrong on this, he also considered and rejected it on the merits, saying ([226][227]):
"…To found priority it must be inevitable that the skilled person given US 239 would
make the maleate salt even though the disclosure is telling the skilled person in terms
to make the maleimide. The text identifies one molecule and the spectrum identifies
another one. There is no obvious way to resolve the issue without repeating the
experiment and seeing what happens. That has not been done. Moreover the fact
that (if true) a maleate salt was produced on one occasion does not prove it is
inevitable, all the more so when the skilled person will be aiming to make an imide not
a salt. …
…All this goes to show that the argument drawn from the NMR spectrum at figure 1 is
US 239 is too speculative."
Accordingly, L'Oréal's challenge to the validity of Liqwd's patent based on WO 768 was
dismissed. Claim 11 of Liqwd/Olaplex's patent was valid and infringed by L'Oréal's Smart
Bond product.
After Liqwd v L'Oréal (no.1) was handed down, L'Oréal sought a reconsideration of the issue
of priority of Example 8 of WO 768 over US 239. In Liqwd v L'Oréal (no.2) the application
was rejected on the basis that it would not be in accordance with the overriding objective, the
judge having concluded that the "real reason" the new argument was not available to L'Oréal
before trial was because the point to which it was relevant was only thought of by L'Oréal at
trial.
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In Icescape v Ice-World , the Court of Appeal gave notable guidance on priority. After
68
69
considering the principles explained in G2/98 Same Invention , Pharmacia v Merck , Unilin v
70
71
72
Berry , Medimmune v Novartis , and Abbott v Evysio , Kitchin LJ said (42]):
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"The priority document is read through the eyes of the skilled person and such a
person is of course equipped with the common general knowledge. But this
knowledge is used for the purpose of interpreting the disclosure of the priority
document and placing it in a context, and not for the purpose of supplementing that
disclosure or adding to it what may seem to be a perfectly obvious further feature."
Turning to the facts of the Icescape case, the judge said that the key novel and inventive
feature of the claimed invention was the use of joint elements which enable the folding of the
unit to take place. The skilled person would readily appreciate that one element of the kind
depicted in figure 6 of the priority document could be joined to another to increase the width of
the ice rink. But that did not alter the fact that there was no express or implicit disclosure in
the priority document of two such elements joined together or of features A, D or E of claim 1
of the patent. Nor was it possible to derive those features directly and unambiguously, using
common general knowledge, from the priority document as a whole. The skilled person
seeking to implement the teaching of the priority document might join two elements together,
but equally he might not, for he might have no need to do so. Since there was no such
disclosure, the claim to priority failed and so Ice-World's patent was invalid.
Anticipation
73

In a similar way, in Cantel v Arc , Cantel's challenge of anticipation, which rested upon
implied disclosures in the prior art, was unsuccessful. Arc's patent concerned a cover for a
colonoscope shaft. Figure 11B of the patent illustrated an embodiment:

The issue on anticipation was concerned with whether the projecting fins were:
(i)

"adapted to flare outwards on withdrawal of the instrument from the colon to
keep the instrument tip in the central part of the colon as the instrument
moves backwards", and

(ii)

"adapted to evert colonic folds enabling their proximal surfaces to be viewed".

Cantel's anticipation challenge was based upon prior art Hitoshi, which was a patent
publication disclosing an "endoscope insertion assistance tool". The Hitoshi specification
described the object of the invention as principally to improve the ease of inserting the
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colonoscope (intubation), one use being to enable the clinician to straighten the colon during
intubation. The embodiments below show its fin-shaped projections and use:

Cantel argued that even though Hitoshi said nothing about withdrawal or visualisation, the tool
would inevitably behave in such a way that both integers were met.
The judge, HHJ Hacon, drew upon his comment in Edwards v Boston
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that:

"…it is not essential that an item or prior art should expressly disclose all the features
of an invention to deprive the invention of novelty. It may be that one or more integers
are disclosed by inference…"
In the Cantel case he continued ([66]):
"The short point is that prior art contains an implied disclosure only if the information
derived from the prior art by the skilled person would have inevitably included the
implied element."
Applying this to the facts at hand, the judge disagreed with Cantel. He said that the flattening
disclosed in Hitoshi was stretch flattening. Eversion, being the bending backwards of
individual folds, was different. It could not be inferred from Hitoshi that eversion would
inevitably occur.
Also, the evidence was that, in practice, usually the colon was deflated to assist with the
intubation process and during withdrawal inflated to permit easier viewing. (Although Cantel's
expert had not been cross examined on this he had acknowledged it in a report and referred
to a passage in a CGK textbook which also noted deflation during intubation). A consequence
was that projecting elements of a length, shape and flexibility to serve the function of gripping
the colon wall during intubation were not likely to be suitable for everting folds during
withdrawal. It was "far from inevitable" that such projecting elements would satisfy the
requirements of claim 1 (as unconditionally sought to be amended).
Finally, it was not legitimate to compare the figures of Hitoshi with Figure 12C of the patent
and conclude that they were delivering the same information just because they looked similar.
The judge said ([88]):
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"Figures in a patent are as much part of the patent's disclosure as any other. But they
are generally diagrammatic, as in Hitoshi and the Patent. They are to be interpreted
by reference to their respective written descriptions."
Jushi v OCV
weight:

75

concerned OCV's patent to a glass reinforcement strand of composition, by

"SiO2
Al2O3
CaO
MgO
CaO/MgO
Li2O
BaO + SrO
B2O3
TiO2
Na2O + K2O
F2
Fe2O3

58-63%
12-20%
12-17%
6-12%
≤ 2, preferably ≥1.3
0.1-0.8%, preferably ≤ 0.6%
0-3%
0-3%
0-3%
˂ 2%
0-1%
˂ 1%

wherein the composition has an Al2O3 + MgO + Li2O content equal to 23% or
higher.”
Floyd LJ's comments on construction are discussed above. His conclusion (and that of the
Court of Appeal) was that the skilled person would conclude that the patentee's ranges were
exact, and not meant to be broadened by whole number rounding. This alone explained why
the claim did not lack novelty over examples 1 or 5 of prior art "Neely" which was recognised
in the specification of OCV's patent. Nevertheless Jushi maintained that the disclosure of
Neely as a whole, and in particular Table IV, anticipated claim 1.
76

On the law, Floyd LJ cited Synthon’s Patent (for the requirements of enablement and
77
disclosure) and Dr Reddy’s v Eli Lilly (for a broad generic disclosure not anticipating a
claimed more specific one). Floyd J said that whether it is a claim to a single chemical
compound or a class of compounds, the question is whether the prior document contains a
disclosure of the invention. Resolution of the issue will often depend on how the prior
document would be understood by the skilled person, taking account of the common general
knowledge.
In the case of overlapping ranges, Floyd LJ said that the Technical Boards of Appeal of the
EPO have "expressed themselves in different language", for example as in the cases of
78
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TOSHIBA and UNILEVER on which the judge had relied. In H. Lundbeck v Norpharma ,
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Floyd J (as he then was) expressed reservations about the criterion proposed by the TBA in
UNILEVER. HHJ Hacon dismissed Floyd J's reasoning as obiter and adopted the EPO's
approach, concluding that the patent was not anticipated. However, Floyd LJ took the
opportunity to set the record straight, saying that it was better to take the principle expounded
in Synthon and Dr Reddy's ([51]):
"Mr Turner submitted that the EPO’s test in the case of overlapping ranges is in fact
no different from the law of novelty as expounded in Synthon. The “serious
contemplation” test was no more than a way of distinguishing between matter which is
properly regarded as hidden in the prior document and matter which is made
available and disclosed. As I said in Lundbeck v Norpharma, I have no difficulty with
that principle. It is only if the serious contemplation test is intended to relax the rigor
of the general law of novelty that I would take issue with the EPO. Mr Turner
expressly disclaimed any such assertion. I consider he was right to treat the “serious
contemplation” test in that way. On that basis it does not differ materially from the
conventional approach to novelty expounded in Synthon and Dr Reddy’s. To my
mind, however, it is better to take these cases as the relevant yardstick."
Turning to the facts, the Floyd LJ said that
"…6 out of the 13 ranges in claim 1 of the patent merely overlap to varying extents
with the Neely Table IV ranges. Jushi do not draw attention to anything in Neely
which teaches the skilled person that they should operate in the area of combined
overlap of these ranges.
The only basis on which it could be said that there is a
clear disclosure of operating within the area of overlap is if it can be said …each and
every combination of values is therefore disclosed for the purposes of the law of
novelty, and at least a fraction of these combinations will fall within claim 1."
After pointing out some difficulties with this approach, Floyd LJ said ([55]):
"I would accept that there may be circumstances where a prior disclosure of a
numerical range, such as a range of temperatures to be used in a process, may carry
with it an implicit disclosure that the skilled person may choose any value within the
range. Whether that is so will depend on the disclosure of the document understood
with the benefit of the common general knowledge. It is wrong, however, to elevate
that possible conclusion into a rule of law, so that every numerical range must be so
understood, whatever the context."
Floyd LJ said that Jushi's approach assumed that there was an implicit disclosure of making
every possible combination of compositions within the ranges specified in Table IV, when that
was not how the skilled person would understand it. When one considered the disclosure of
Neely in the light of common general knowledge, there was no disclosure which deprived
claim 1 of novelty. The invention of claim 1 remained concealed or hidden in the disclosure of
Neely.
Floyd LJ therefore arrived at the same conclusion of the judge – that the patent was not
anticipated – just by different reasoning. When considering the approach to the assessment in
80
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the UK courts of a challenge to the novelty of a patent on the basis of overlapping ranges,
look to this UK jurisprudence, rather than that of the TBA.
81

Finally for anticipation is the case of Liqwd v L'Oréal (no.1) . I have discussed at 1 c) above
the prior use challenge that was unsuccessful on the facts. L'Oréal also challenged the
novelty of Liqwd's patent (concerned with reducing the damage caused by hair treatments
involving bleaching) based on prior art called 'Catzy'.
Catzy was a publication regarding a hair lightening product. The ingredients were listed as
follows, with the excipients listed separately to the active agents:
“Bleaching powder: Sodium Silicate, Potassium Persulfate, CI 77713, Ammonium
Persulfate, Paraffinum Liquidum (Liquid), Silica, Cellulose Gum, Urea, Carbomer,
EDTA, Sodium Lauryl Sulfate, CI 77007
Mixing cream: Aqua, Hydrogen Peroxide, Cetearyl Alcohol, Olea Europaea Fruit,
Lanolin, parfum, Benzyl Salicylate, Hexyl Cinnamal, Hydroxycitronellal, L-limonene,
Alpha-isomethyl Ionone, Glyceryl Stearate, Sodium Stannate, Tartaric Acid, Maleic
Acid, Sodium Lauryl Sulfate, Sodium Cetearyl Sulfate, Sodium Hydroxide
After treatment: Aqua, Cetyl Alcohol, Stearyl Alcohol, Distearoylethyl
Hydroxyethylmonium Methosulfate, Caprylic/Capric Triglyceride, Helianthus Annuus
Extract, Panthenol, Wheat Amino Acids, Triticum Vulgare Germ Oil, Sorbitol, Cetyl
Palmitate, Cetearyl Alcohol, Cetrimonium Chloride, Isopropyl Alcohol, Ethylhexyl
Methoxycinnamate, parfum, Butylene Glycol, Phenoxyethanol, Propylparaben,
Methylparaben, Potassium Sorbate, Disodium EDTA, Sodium Chloride, BHT, Benzyl
Salicylate, Hexyl Cinnamal, L-limonene, Alpha-isomethyl Ionone (Alpha)”
As you can see, maleic acid was included in the list of excipients. Did this anticipate Liqwd's
patent? The key claims were:
Claim 1
A method for providing bleached hair comprising:
(a) applying to the hair a first formulation comprising a bleaching agent; and
(b) applying to the hair a second formulation comprising an active agent, wherein the
active agent is

or a simple salt thereof;
and wherein step (a) occurs simultaneously with step (b).
Claim 11
The use of an active agent which is
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or a simple salt thereof
simultaneously with a bleaching agent
to reduce or prevent hair damage due to a treatment to provide bleached hair.
Birss J concluded that the fact that maleic acid was included in the list of excipients did not
mean that the skilled person would think the maleic acid performed no function at all, or that
Catzy did not disclose maleic acid for the purposes of the patent claim.
To construe the claim language “active agent” in a manner which excluded maleic acid in a
hair lightening formulation involved either turning claim 1 into some kind of subjective,
purpose limited claim or reading in a functional limitation along the lines of “in a sufficient
amount to do the job”. The former construction was "just not what the words say" and since
the patent included use claims anyway there was no reason the reader would contemplate
that such an ordinary method claim should be understood that way. Further, while Olaplex
characterised the amount of maleic acid in Catzy as "tiny", the "typical" amounts in the patent
included a lower limit of 0.01%wt.
Claim 1 (and 2-10) was therefore anticipated by Catzy, as granted and as unconditionally
amended.
However L'Oréal had "rightly" not pressed an allegation of invalidity against use claims 11 or
12. The final words of claim 11 (shown in bold) constituted a functional technical feature that
set the claimed invention apart from the disclosure of Catzy.
c.

Obviousness

Over the years the challenge in preparing this paper has been to try to cope with the vast
number of cases in which obviousness was the key issue, and to try to distill some sort of
guidance from the many propositions which underpin the jurisprudence in this area. I once
said that the case law on obviousness was a bit like the Bible – you could find something in
there to support pretty much any position you wanted to adopt!
This year has been a distinctly quieter period in this area, though not without interest and
even something of a focus on an old favourite of mine – secondary evidence.
82

In Cantel v Arc , (the case about Arc's patent for a cover for a colonoscope shaft), Cantel
also challenged validity on the basis of obviousness over cited prior art.
The point of law that arose concerned secondary evidence. Arc had not pleaded commercial
success in support of its defence to Cantel's obviousness challenge; nevertheless Arc argued
that this did not preclude it from making the point that if the claimed invention was obvious,
why was it not done before?
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The judge, HHJ Hacon, referred to a series of questions formulated by Laddie J in Haberman
83
84
v Jackel , approved and added to by Jacob LJ in Schlumberger v EMGS . The judge noted
that two of the questions had been framed specifically in respect of commercial success, but
said that the courts "will entertain arguments based on the remainder of those questions even
where there has been no plea of commercial success". The judge also added two of his own
questions, to produce the following combined list:
(a) What was the problem the patented development addressed?
(aa) Was the problem seen by those in the industry to warrant at least some time and money
being spent in trying to solve it?
(b) How long had that problem existed?
(c) How significant was the problem seen to be in the trade?
(d) How widely known was the problem and how many were likely to be seeking a solution?
(e) What prior art would have been likely to be known to all or most of those who would have
been expected to be involved in finding a solution?
(f) What other solutions were put forward in the period leading up to the publication of the
patentee’s development?
(g) To what extent were there factors which would have held back the exploitation of the
solution even if it was technically obvious?
(h) How well has the patentee’s development been received commercially?
(i) To what extent can it be shown that the whole or much of the commercial success is due
to the technical merits of the development i.e. because it solves the problem.
(j) What was the reaction of experts at the time of the invention, both before and after?
(k) Has another party thought the development sufficiently important to apply itself to patent
the development?
The judge said that questions (a) and (aa) came first as preliminary questions. If there were
appropriate answers to those questions, (b) to (g) followed on. If no-one in the industry was
aware of the problem, questions (b) to (g) would have no bearing on inventive step.
Sometimes, said the judge, there can be a broad-brush assumption that the parties would not
be spending time and money litigating the patent in suit if the claimed invention were not of
commercial value and that the commercial potential must have been apparent in the industry
at the priority date. The preliminary questions are then presumed answered and possibly (c)
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also. But such a presumption is rebuttable. Questions (h) and (i) were framed by Laddie J with
the issue of commercial success "solely in mind".
Turning to the present case, the judge had found that for at least a decade before the priority
date the skilled team would have wished for the best feasible visualisation of the wall of the
colon, particularly the proximal surfaces of the folds. Those in the industry would have
believed that a device which improved visualisation in such a way would be of potential
commercial value. The two preliminary questions were therefore answered and the rest
(except for (h) and (i)) were relevant to the assessment of inventive step. Arc was entitled to
run them together under the general enquiry: "why was Arc's invention not made before"?
Turning to consider Cantel's arguments of obviousness over the prior art, the judge
proceeded to explain why he found no real support in the evidence for Cantel's position. His
view that Cantel's expert's evidence had "the flavour" of hindsight was, he said, supported by
the secondary evidence. If the claimed product had been obvious to the skilled team at the
priority date, it would have been likewise obvious to the relevant research teams at Olympus,
Pentax or Fujifilm, who would probably have developed a product along the lines of Arc's
Endocuff or Endocuff vision. On the balance of probabilities, the secondary evidence
supported Arc's case on inventive step.
Although I think that the bar is still very high for the admission and effectiveness of secondary
evidence, this is a very useful judgment and provides a helpful template against which the
creation of evidence to support a claim for commercial success or to support the old argument
"if it was so obvious, why was it not done before?"
Jushi v OCV
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concerned OCV's patent to the composition of a glass reinforcement strand.

On inventive step, Jushi's case before the Court of Appeal seemed to have shifted from its
case at first instance. It no longer asserted that it would be obvious to vary the percentages in
each of the constituents in Examples 1 and 5 of Neely by ±6%. Jushi's position was rather
that it was obvious to modify examples 1 and 5 (of Neely) in accordance with the general
teaching of Neely that boron-free E-glass can be found across the breadth of the
compositional space in Table IV.
Floyd LJ noted that "a useful, structured approach to the issue of obviousness remains that
set out in Pozzolli", points (3) and (4) of which are –
"(3) Identify what, if any, differences exist between the matter cited as forming part of
the "state of the art" and the inventive concept of the claim or the claim as construed;
(4) Viewed without any knowledge of the alleged invention as claimed, do those
differences constitute steps which would have been obvious to the person skilled in
the art or do they require any degree of invention?"
The difficulty for Jushi was that its evidence (i.e. as submitted to the court at first instance) did
not support the establishment of these points. It would need to have shown that the skilled
person would make the relevant choices of values in the necessary combination, whilst at the
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same time not taking other constituents out of range. In the absence of such evidence the
judge was properly entitled to reject the obviousness attack on the facts of this case.
A dispute between Koninklijke Philips and Asustek has led to three separate judgments from
Arnold J this year, each on issues of infringement, essentiality and validity of a different
Philips patent asserted to be essential to the ETSI UMTS standard. In Koninklijke Philips v
86
87
Asustek (no.1) and Koninklijke Philips v Asustek (no.3) , Philips succeeded on both
validity and infringement; in Koninklijke Philips v Asustek (no.2), Philips' patent as
unconditionally sought to be amended was found invalid for obviousness. In both the cases in
which Philips was successful, the judge found support in the secondary evidence for his
conclusions in the primary evidence.
88

In Liqwd v L'Oréal (no.1) (the case about Liqwd's patent regarding the use of a maleic
acid/salt agent for the reduction or prevention of damage in the bleaching of hair),
obviousness was in issue too. L'Oréal's challenge was of lack of inventive step over a Korean
patent application (Kim) concerned with formulations of a hair dye including additives derived
from maleic acid. (Because Kim was about dyeing not lightening, on the construction reached
of "providing bleached hair", there was no anticipation).
The judge, Birss J, noted that the inventive concept of the patent was the same for hair
lightening and oxidation dyeing. Kim disclosed the use of maleic acid (and maleate ions) to
prevent or reduce hair damage due to a hair treatment. But there was a key difference
between the disclosure of Kim and the claimed invention of the patent. This was that Kim was
concerned with treating or preventing damage cause by reducing agents rather than oxidation
agents. The difference in the understood mechanisms of such meant that it would not be
obvious to the skilled person that the maleic acid derivatives in Kim might (let alone would)
have a protective effect against damage caused by oxidation. The judge said ([251]):
"For a skilled person to think that maleic acid would work to prevent damage in a pure
bleaching system with no dye would involve that person thinking they knew better
than Kim. It is not the law that the skilled person is bound to follow whatever
mechanism is proposed in a prior teaching nor is it the law that it is necessarily
inventive to go against or beyond such a teaching. It always depends on the facts of
the particular case. I accept this is an empirical art and that the skilled person would
be interested in the data in Kim (“the data is the data” as Prof Haddleton said). The
skilled person would not reject the data, for example, just because the particular
Diastron instrument on which the tensile tests were measured was not identified.
The problem for L’Oréal was that the skilled person is aware that chemical reduction can
cause damage to hair and so there was no reason for an uninventive skilled person to
disbelieve Kim. For a skilled person to go ahead and test maleic acid in a hair lightening
formulation involving hydrogen peroxide, persulfate and no dye "would have been an act of
invention". Hence the obviousness case over Kim was rejected.
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Birss J noted briefly that commercial success had not been pleaded but some evidence and
argument was included on this by Olaplex/Liqwd. He considered this "another transparent
attempt to avoid the clear provisions in the rules (CPR Part 63 PD63 paragraphs 4.6 and 6.3)"
such as he had encountered in Blue Gentian v Tristar [2013] EWHC 4098. He did not take the
point into account.
89

Clearswift v Glasswall concerned Glasswall's patent to a computer implemented method
of resisting the spread of unwanted code and data in an electronic file. In reaching his
conclusion that Glasswall's patent was not obvious, the deputy judge, Mr David Stone,
90
meticulously followed the Pozzoli approach, which entails ([27]):
“(1)

(a)

Identify the notional “person skilled in the art”;

(b)

Identify the relevant common general knowledge of that person;

(2) Identify the inventive concept of the claim in question or if that cannot readily be
done, construe it;
(3)
Identify what, if any, differences exist between the matter cited as forming part
of ‘the state of the art’ and the inventive concept of the claim or the claim as
construed;
(4)
Viewed without any knowledge of the alleged invention as claimed, do those
differences constitute steps which would have been obvious to the person skilled in
the art or do they require any degree of invention?”
The deputy judge made rulings in particular regarding question (3). He noted the risk at this
stage that too much or too little is read into the prior art, having the consequence of reaching
a conclusion of obviousness in the fourth stage more likely or more difficult. He also recorded
aspects of the parties' submissions, with which he said he agreed ([119]-[120]):
"Counsel for Glasswall ...emphasised the importance of not conflating the issues of
disclosure (stage 3 of Pozzoli) and obviousness (stage 4). He submitted that when
identifying the differences between the prior art and the inventive concept, it is
necessary to identify what the particular piece of art relied on clearly and
unmistakably discloses, in a General Tire sense. He referred me to Lord Walker’s
speech in Synthon BV v SmithKline Beecham plc [2006] RPC 10 at paragraph 63:
“What emerges from the authorities, to my mind, is that enabling disclosure is
a compendious summary of two distinct statutory requirements, which arise
(as a pair) in two different statutory contexts: explicitly in section 14
(requirements for a patent application) and implicitly (as decided by the Court
of Appeal in General Tire & Rubber Co v Firestone Tyre & Rubber Co Ltd
[1972] RPC 457 and by this House in Asahi ) in determining the state of the
art, whether for the purposes of anticipation (section 2(2) and (3)) or
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obviousness (section 2 as restricted by section 3). This produces a degree of
symmetry in the law and avoids divergence from the practice of the European
Patent Office.”
I have been mindful of his Lordship’s speech in coming to my findings as set out
below.
Counsel for Glasswall also cautioned against relying on implicit disclosures, saying
that the differences must first be identified, before it is asked whether they are
obvious. In the end, in this case, in my judgment it does not matter. Counsel for
Clearswift submitted that I do not need to grapple with the thorny issue of where
implicit disclosure ends and obviousness begins, and I agree."
The deputy judge said that it was not appropriate under the third stage of Pozzoli to consider
how the matter (product) in the prior art might have functioned or of obvious ways of achieving
the observed functionality – rather, the appropriate task for the tribunal is to determine what
was disclosed.
On the fourth Pozzoli question, the deputy judge noted chapter 12 of Terrell and Glaxo Group
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Ltd’s Patent , in which Pumfrey J said:
“It is a question of fact in every case. Both the Scylla of considering nothing obvious
except that to which the skilled man is driven and the Charybdis of considering every
invention obvious that can be decomposed into a sequence of obvious steps must be
avoided. The former is unfair to industry because it stifles natural development. The
latter is unfair to inventors and not countenanced by English patent law.”
Finally on inventive step, it is expected that in early 2019, the Supreme Court will hand down
its judgment in Actavis v ICOS, a case concerning a patent to an invention residing in a
dosing regimen. This is an area in which patent law is challenged. Unusually in the Court of
Appeal, three separately reasoned and concurring judgments were handed down, by Kitchin,
Floyd and Lewison LLJ, all of whom concluded that ICOS/Eli Lilly's patent was obvious. The
case presents the Supreme Court with an opportunity to look at the principles regarding
obviousness, particularly the 'obvious to try' doctrine. It was heard by the Supreme Court
(Lady Hale, Lord Kerr, Lord Sumption, Lord Hodge and Lord Briggs) in November 2018. At
the current going rate we can expect a judgment in about September!

d.

Insufficiency

This year, I think that the state of development in the law regarding sufficiency can be
captured by two cases, one in the Court of Appeal and the other in the Supreme Court.
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In March 2018, the Court of Appeal handed down its judgment in Regeneron v Kymab , a
case discussed in some depth above in in the contexts of construction and relief. It concerns
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two of Regeneron's patents: one ('163) to a transgenic mouse that produces hybrid
antibodies; the other ('287) to a related "method for modifying an endogenous immunoglobulin
heavy chain variable region gene locus in an isolated mouse embryonic stem cell".
The judge, Henry Carr J, focused on the method claim of the '287 patent. In contrast, the
Court of Appeal focused upon the chimeric mouse product '163 patent. In short, the Court of
Appeal concluded that the judge had erred in his interpretation of the method claim, the Court
of Appeal's view being that the claimed invention was at a different level. As such, in
assessing the sufficiency of the disclosure of the patents, the judge did not attach sufficient
weight to the character of the invention as claimed in each of the claims in issue, the
contribution that its disclosure had made to the art and the need to confer a fair degree of
protection on the patentee. He had also failed to appreciate that an aspect of Kymab's
challenge of obviousness supported Regeneron's case on sufficiency. Overturning the judge's
finding that both Regeneron's patents were invalid, the Court of Appeal emphasised that it
was not reversing a finding of fact made by the judge. Further, while the Court of Appeal's
view was that Regeneron's representatives should have brought this to the judge's attention
after receiving the draft judgement, the failure to do so, in this case, did not foreclose its
appeal.
The Court of Appeal's judgment captures its statement of the law regarding sufficiency at the
time it was handed down. The reasoned judgment was given by Kitchin LJ. He began by
saying that certain general principles of relevance to the appeal were not in dispute ([209]):
i)
the sufficiency of the disclosure is to be assessed having regard to the specification
as a whole, including the description and the claims;
ii)
the disclosure is to be considered through the eyes of the skilled person or, as here,
the skilled team to whom the patent is addressed; and
iii)
the skilled person may use his or her common general knowledge to supplement the
information contained in the specification.
Kitchin LJ continued on the 'degree of enablement' by saying that it is now well established
93
that the skilled team must be able to perform the invention without undue effort . The
sufficiency of the description is a matter which must be assessed having regard to the nature
of the invention, the character of the technical field in which the invention is made, and the
94
abilities of the skilled team .
Turning to the extent to which and the manner in which an invention must be enabled across
the whole scope of the claim, Kitchin LJ began by discussing several EPO decisions – T
0292/85 Polypeptide expression/GENENTECH I, T 0409/91 Fuel Oils/EXXON, T 0435/91
Detergents/UNILEVER, T 0694/92 Modifying plant cells/Mycogen, T 0636/97 Erythropoetin
II/KIRIN AMGEN, T 1743/06 Amorphous silica/INEOS. He noted that drawing upon some of
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these decisions, in Novartis v J&J , Jacob LJ said that at the heart of the test is the question
([230]) "Can the skilled person readily perform the invention over the whole area claimed
without undue burden and without needing inventive skill".
Kitchin LJ said that this is of course true, but from other of the above cited decisions the
following points are also important (for the full points see paragraphs 231-233):
1. It is not the law that the specification must necessarily enable the skilled person to
make or perform all of the embodiments of a claimed invention. In appropriate cases,
a claim may embrace variants which may be provided or invented in the future and
which achieve the same effect in a manner which could not have been envisaged
without the invention.
2. The assessment of insufficiency must be sensitive to the nature of the invention and
the facts of the particular case. If the character of the invention is one of general
methodology or is such that the invention is of general application then it may be
permissible to claim it in general terms, even though the specification does not enable
every way of arriving at its subject matter.
3. It is a general principle that the protection afforded by the claims must correspond to
the technical contribution to the art made by the disclosure of the invention. The
patentee is entitled to fair protection having regard to the nature and character of the
invention he has described.
Kitchin LJ then moved to the authorities in England and Wales, beginning with the House of
96
Lords' judgment in Biogen v Medeva , from which he drew the following points ([238]):
"i)
The extent of the patent monopoly, as defined by the claims, must
correspond to the technical contribution to the art its disclosure has made in order for
it to be justified.
ii)
The specification must enable the invention to be performed to the full extent
of the monopoly claimed. But if the invention discloses a principle capable of general
application, the claims may be in correspondingly general terms.
iii)
If the patentee has found a new product which has a beneficial effect but
cannot demonstrate there is a common principle by which that effect will be shared by
other products of the same class, he will be entitled to a patent for that product but not
for the class. But if he has disclosed a beneficial property which is common to the
class, he will be entitled to a patent for all the products of that class even though he
has not himself made more than one or two of them.
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iv)
There is more than one way in which the breadth of the claim may exceed
the technical contribution to the art embodied in the invention. The patent may claim
results which it does not enable, such as making a wide class of products when it
enables only one of those products and discloses no principle which would enable
others to be made. Or it may claim every way of achieving a result when it enables
only one way and it is possible to envisage other ways of achieving that result which
make no use of the invention."
97
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Moving to Kirin-Amgen v Hoechst , Lundbeck v Generics and Generics v Lundbeck , the
following further points of relevance to the present appeal could be taken ([245]):
"i)
a principle of general application is simply an element of a claim which is
stated in general terms;
ii)
a claim containing such an element is sufficiently enabled if the skilled person
can reasonably expect the invention to work with anything which falls within the
general term; and
iii)
a particular form of an element of a claim may improve the way the invention
works and be inventive. However, the patent is not insufficient simply because the
specification does not enable that improvement. It is still a way (albeit an improved
way) of working the original invention."
Finally, Kitchin LJ referred to his own judgment in Regeneron v Genentech [2013] EWCA Civ
93, in particular paragraphs [100]-[101] discussing the general legal principles applicable to
the insufficiency attack, beginning:
"It must therefore be possible to make a reasonable prediction the invention will work
with substantially everything falling within the scope of the claim or, put another way,
the assertion that the invention will work across the scope of the claim must be
plausible or credible";
Also [173]:
"A claim for an invention of broad application may properly encompass embodiments
which may be provided or invented in the future and which have particularly
advantageous properties".
Kitchin LJ then said ([249]):
"This exposition is, we believe, entirely consistent with the principles we have
identified".
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I understand that on 29 November 2018, the Supreme Court awarded to Kymab permission to
appeal the Court of Appeal's judgment. Of course, having given the lead judgment in the
Court of Appeal, Lord Kitchin will be ineligible for the Supreme Court panel, so we can only
hope for a relatively swift and focussed judgment.
And so we come to the Supreme Court's judgment in Warner-Lambert v Generics

100

.

Unfortunately, deciphering what the Supreme Court ruled on sufficiency is not straightforward.
Warner-Lambert's patent claimed in Swiss form pregabalin for the treatment of (inter alia)
neuropathic pain. Having interpreted "neuropathic pain" as covering both the peripheral and
central types of neuropathic pain, the Patents Courts and the Court of Appeal agreed that
the assertion that pregabalin was effective for the treatment of central neuropathic pain was
not, in light of the contents of the specification, "plausible". As a result the claim to
"neuropathic pain" (claim 3) more generally was invalid for insufficiency (excessive claim
breadth). This was despite there being no dispute that pregabalin is, in fact, effective at
treating both the peripheral and central types of neuropathic pain. Similarly, claims 4 and 6,
which were or could involve central neuropathic pain, were invalid.
However, the Patents Court and Court of Appeal were agreed that claims 10, 11 and 12 of
Warner-Lambert's patent were to types of pain regarded as peripheral types of neuropathic
pain. For peripheral types of neuropathic pain the claim to efficacy was plausible, and
therefore claims 10, 11 and 12 were sufficient and valid.
As noted above, the Supreme Court was nearly unanimous in agreeing with the lower courts
that "neuropathic pain" covered both the peripheral and central types. The Supreme Court
was unanimous in concluding that claims 3, 4 and 6 did not meet the appropriate test for
plausibility and were therefore invalid for insufficiency.
However, that was about the limit of the extent of agreement within the Supreme Court.
The majority (Lords Sumption, Reed and Briggs) disagreed with Floyd LJ's statement that the
EPO and domestic cases "indicate that the requirement of plausibility is a low, threshold test"
101
(paragraph 46 of the Court of Appeal's judgment ).
Lord Sumption considered the EPO's Enlarged Boards of Appeal judgments in MOBILE
G2/88 and BAYER G 6/88, the Technical Boards of Appeal judgments in EXXON T 409/91,
AGREVO T 939/92, JOHNS HOPKINS T 1329/04, BRISTOL-MYERS SQUIBB T 0488/16,
SALK T 609/02, IPSEN T 0578/06, INTERVET T 0716/08, ALLERGAN T 1437/07, BRISTOL
MYERS SQUIBB T 950/13 ASTRAZENECA T 1677/11 and MERCK, SHARP & DOHME T
102
103
1329/04; the House of Lord's judgments in Biogen v Medeva and Conor v Angeiotech ;
104
and Neuberger J's judgment in Prendergast's Applications .
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Lord Sumption said that plausibility "is not a term of art, and its content is inevitably influenced
by the legal context". In the present context ([37]-[39]):
The proposition that a product is efficacious for the treatment of a given condition
must be plausible; it is not made plausible by a bare assertion to that effect, and the
disclosure of a mere possibility that it will work is no better than a bare assertion;
There must be a reasonable prospect that the assertion would prove to be true based
on a direct effect on a metabolic mechanism specifically involved in the disease; it is
not enough that the patentee can prove that the product can reasonably be expected
to work in the designated use;
Where the condition identified embraces a number of different pathologies, and the
claim is construed as asserting the efficacy of the product for each of them, the
assertion must be plausible in relation to them all;
The effect on the disease process need not necessarily be demonstrated by
experimental data; it can be demonstrated by a priori reasoning, for example by
pointing to some property of the product which would lead the skilled person to expect
that it might well produce the claimed therapeutic effect; or to some unifying principle
that relates the product or the proposed use to something else which would suggest
as much to the skilled person; and
Later data cannot be relied upon to support efficacy; sufficiency is a characteristic of
the disclosure.
Lord Sumption said that as Kitchin LJ put it in Regeneron v Genentech [2013] EWCA Civ 93
at [100], "it must be possible to make a reasonable prediction that the invention will work with
substantially everything falling within the scope of the claim or, put another way, the assertion
that the invention will work across the scope of the claim must be plausible or credible".
Applying this test, the same majority concluded that Warner-Lambert's claim to efficacy was
not plausible in respect of both the central and peripheral types of neuropathic pain. Not only
was claim 3 (and 4 & 6) invalid, but claims 10, 11 and 12 of Warner-Lambert's patent were
invalid too. Let me explain briefly why The experimental data in the specification was predictive of efficacy in inflammatory pain
rather than neuropathic pain. Warner-Lambert contended that the specification nevertheless
rendered efficacy in neuropathic pain plausible because of a unifying principle known as
'central sensitisation', which the judge found was well known at the priority date. Central
sensitisation referred to sensitisation of neurons in the dorsal horn to peripheral painful
stimuli. However while this was understood to contribute to inflammatory pain and peripheral
neuropathic pain, both of which originate in the peripheral nervous system, the judge said that
it could not contribute to central neuropathic pain, which has nothing to do with damage to the
peripheral nerves. This meant that the claim to central neuropathic pain was not plausible.
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However, applying "a relatively low threshold" or "a low, threshold" test to plausibility, the
judge and the Court of Appeal respectively were satisfied that efficacy in peripheral
neuropathic pain was plausible. Arnold J said that the test was "just" met. However, Lord
Sumption said that applying the test for plausibility as he had described it, the judge's findings
did not support a conclusion that peripheral neuropathic pain was plausible. Lord Sumption
said:
"The question, it must be remembered, is not whether it is plausible but whether the
specification discloses something that would make it so in the eyes of the skilled
person."
Lords Hodge and Mance thought Lord Sumption put the test too high. They agreed that
([181]):
"…the recent decisions of the Board (a) require that the therapeutic effect of the
medication appears plausible from the data in the patent interpreted in the light of the
common general knowledge, (b) do not require that the patent discloses experimental
evidence to demonstrate that plausibility unless there is an allegation, supported by
sufficient evidence, that the invention does not work, but (c) allow the plausibility to be
reinforced by considering evidence which post-dates the patent (although laterpublished data are not admissible if they alone render the therapeutic effect
plausible), (d) take account of the ease with which the therapeutic effect can be
ascertained using straightforward tests which are known in the prior art, and (e) where
the data in the specification have made the claimed therapeutic effect plausible, place
a burden on an objector to substantiate doubt that the desired effect can be
achieved."
Adopting this standard, the same minority concluded that the judge had not erred in finding
that there was enough material to make it plausible that pregabalin would be efficacious for
the treatment of peripheral neuropathic pain. Accordingly, both would have dismissed the
defendants' cross appeal in respect of claims 10, 11 and 12 and confirmed them as valid.
However, Lords Hodge and Mance also agreed that claim 3 (and 4 & 6) did not satisfy this
test in respect of the central type of neuropathic pain, and so was invalid.
Notably, Lord Mance said that despite the use of phrases such as "reasonable prospect" and
"might well produce", he thought there was a real risk that the test described by Lord
Sumption would amount to, or be understood as, involving a requirement to establish a prima
facie case on the material contained in the specification. In Lord Mance's opinion, the
authorities analysed did not put the standard so high.
However, while upholding the approach of the trial judge, and the conclusion of both the lower
courts, neither Lord Mance nor Lord Hodge expressly supported the Court of Appeal's
statement of principle regarding the test for plausibility.
As noted above, the majority in the Supreme Court disagreed with Floyd LJ's statement of
principle that plausibility is a "low, threshold test". In reaching this statement of principle (with
which Kitchin LJ agreed), Floyd LJ had considered and drawn upon paragraphs 100-101 of
Kitchin LJ's judgment in the Regeneron case and the reasoning of the Supreme Court in HGS
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v Eli Lilly . The HGS v Eli Lilly case concerned challenges of lack of industrial application
and insufficiency; the Supreme Court treated the approach to the issue of 'plausibility' for each
challenge was aligned; the Supreme Court also considered the TBA's reasoning in Johns
Hopkins T 1329/04).
A month after the Court of Appeal's judgment in the Warner-Lambert case, the Court of
Appeal (again including Kitchin and Floyd LLJ) had again considered the test for plausibility in
106
Idenix v Gilead , in which Kitchin LJ gave the reasoned judgment. He also drew upon the
Supreme Court's judgment in HGS v Eli Lilly and his own judgment in Regeneron (2013).
After quoting Floyd LJ's statement of principle in paragraphs 46-47 of the Warner-Lambert
judgment, Kitchin LJ said that the same approach should be adopted when considering in the
context of an Agrevo obviousness challenge whether a technical effect is plausible.
In contrast, in its judgment in this Warner-Lambert case, the Supreme Court did not cite or
refer to its earlier judgment in HGS v Eli Lilly; nor did it refer to Kitchin LJ's later reasoning.
Except for the Court of Appeal's judgment in the Regeneron case (noted above), the only
English authority cited was that of Lord Mansfield in Liardet v Johnson (1778), as quoted in
Hulme, “On the History of Patent Law”, (1902) 18 LQR 280, 285.
So what we can say now is that the Supreme Court's judgment in Warner-Lambert v Generics
has made it harder for patentees to defend challenges to validity based on lack of plausibility
because the standard seems no longer to be a "low, threshold test" (as the Court of Appeal
had ruled). The Supreme Court's approach in this respect is likely to impact not just the law
regarding sufficiency, but also the applicable tests for Agrevo obviousness, industrial
application and priority. Patent claims that include efficacy as a functional technical feature
are likely to be most vulnerable in this respect. However, the split nature of the Supreme
Court's judgment and the apparent departure from its own judgment in HGS v Eli Lilly (albeit
without expressly invoking the Practice Statement (Judicial Precedent) [1964] 1 WLR 1234)
with respect to a principle involved in many aspects of patent law, means that the Supreme
Court will likely be asked to revisit the area before too long.
Lord Kitchin, alumni of the Patents Court, was sworn in as a Lord Justice of the Supreme
Court in October 2018 and could be expected to hear such a case in the future. However, the
next case scheduled to be heard on the subject if Regeneron v Kymab, - permission to appeal
was awarded by the Supreme Court at the end of November – which, as I have already
commented, excludes Lord Kitchin from the Supreme Court bench.

e.

Added Matter

Back in the early days of this review it seemed that hardly a year went by without a case
107
about nappies, so it is a big welcome back in the case of Curt G. Joa v Fameccanica .
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Patentee Fameccanica (FDS) sought amendment of its patent; Joa objected on the basis of
added matter.
Nappies have side panels or ear regions which can be made stretchable and which do not
contain absorbent material. Such ear regions consist of a first layer (which can be an
extension of the topsheet of the main part of the nappy, which is in contact with the baby), a
second layer (which can be an extension of the backsheet of the nappy i.e. the outer layer)
and an elastomeric layer (which is not breathable).
It was common general knowledge that these layers could be bonded together using a
technique known as ultrasonic bonding. Bonding permeable layers in this way caused the
bonded layers to become impermeable where they fused together.
The patent was concerned with securing the three layers together by creating apertures in the
elastomeric layer to provide breathable passages through the assembly, whilst at the same
time allowing the topsheet and backsheet to bond to each other.
The issue between the parties was whether the proposed claim language, which required that
in the process of claim 9 and the product of claim 1 "no apertures [are] formed in the first
material layer or in the second material layer", added matter.
On the law, Floyd LJ noted ([31]):
"…matter will not be taken to be disclosed in the application as filed unless it is clearly
and unambiguously disclosed in the application either explicitly or implicitly".
Floyd LJ noted that there was no explicit disclosure in the application of an arrangement in
which there were no holes created in the two outer layers. Accordingly, to succeed, FDS had
to establish that the disclosure of such an arrangement was implicit, and clearly and
unambiguously so.
FDS was "not assisted" by the language of the application. Paragraph 12 expressly taught
holes through all three layers. Paragraph 18 provided:
"…The method includes securing the first, second, and stretchable layers together by
ultrasonically bonding the first material layer with the second material layer at one or
more sites. Accordingly, an aperture is formed through the stretchable material and
the first material layer and second material layer bond through the aperture, such that
the aperture provides a breathable passage therethrough."
This could equally well describe either of the following arrangements, and in view of
paragraph 12 the more likely implication was that the holes went through all three layers, and
so it was not a clear and unambiguous disclosure of the absence of a hole through all three
layers:
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Paragraph 55 provided "marginally greater assistance" for FDS, but still, the description of the
bonding occurring "through the center of the hole" was not a clear and unambiguous, albeit
implicit, disclosure of an arrangement in which there were no holes in the two outer layers the skilled person might just have cause to speculate about what was happening in the region
between the limit of the bond site and the edge of the aperture. Nor did this make it sufficiently
clear that the bonding took place in the centre of the hole.
Further, the evidence relied upon by FDS to the effect that making holes through all three
layers would be regarded as undesirable was "little to the point". The applicant for the patent
clearly regarded such holes as acceptable.
Accordingly, the Court of Appeal CA agreed with HHJ Hacon that the amendments proposed
by FDS) would add matter.

f.

Amendment

2018 has been an interesting year for the law regarding amendment. The place to begin is
108
with Liqwd v L'Oréal and Liqwd's patent was concerned with the use of a maleic acid/salt
agent for the reduction or prevention of damage in the bleaching of hair.
Liqwd sought unconditional amendment to delete "or a simple salt thereof" from claims 1 and
11. The judge said that on the construction he had reached, this did not extend the scope of
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protection and was therefore allowed. Olaplex was also permitted to amend the specification
in two places to delete the same words. (Claim 11 as amended in this way is the claim
ultimately found valid and infringed).
"Fall back 2" amendments to claims 1 and 11 involved including "applying to the hair a first
formulation comprising a bleaching agent comprised of bleach powder and developer and
applying to the hair a second formulation having a pH range from 3 to 8 and comprising the
active agent". Although formally allowable, this did not ultimately succeed in rescuing claims
1-10 from the validity challenge based on obviousness over prior art Catzy.
There were multiple conditional amendments in issue; the judge only discussed the
unconditional amendments and "Fall-Back 2". The Fall-Back 2 set seem to have been drafted
in order to overcome a finding of invalidity in light of Kim and were of no assistance in the
context of the Catzy prior art. The judge noted this as an "illustration of the problems caused
by multiple conditional amendments". He said they need to be "ranked in a clear way".
Curt G. Joa v Fameccanica is the nappy case just discussed in the context of added matter.
The proceedings began with Joa's application for revocation of FDS' patent, for lack of novelty
and lack of inventive step. At first instance, without formally admitting that the patent was
invalid, FDS made an unconditional application to amend and did not seek to defend the
patent's validity by reference to the claims as granted. HHJ Hacon found that FDS' proposed
amendments would add matter.
While FDS' appeal was pending, it successfully
amendment procedure in the EPO. By the time the
claims of the patent in the UK took the form allowed
"validating amendment" proposed by FDS in the UK
from revocation.

limited the patent using the central
case reached the Court of Appeal, the
by the EPO; but this did not include the
proceedings in order to save the patent
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Relying on the Court of Appeal's judgment in Samsung v Apple , Joa contended that it
would be an abuse for FDS to be allowed to rely on the claims allowed by the EPO. However
the Court of Appeal chose to duck this important question of policy. Instead, it considered
afresh the issue of added matter (as discussed above), and concluded that the claims
permitted by the EPO would also add matter. Hence FDS' appeal was unsuccessful.
The Court of Appeal was, of course, fully aware that questions concerning amendment and
110
abuse were before the Supreme Court in Warner-Lambert v Generics .
111

Three weeks after the first instance substantive judgment in the case , in which Arnold J
concluded that (inter alia) claim 3 of Warner-Lambert's patent was invalid for insufficiency,
Warner-Lambert applied to amend its patent. The amendment sought was to add words to the
109
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end of claim 3 with a view to limiting its scope down to the subject matter found by the judge
to be plausible (peripheral neuropathic pain). Generics applied to the court to have the claim
struck out.
Defending the strike-out application, Warner-Lambert argued that the defendants' case on
sufficiency at trial had been an ambush, only raised during the cross examination of Warner112
Lambert's witnesses and then in closing submissions. Arnold J disagreed.
In his view,
Warner-Lambert would have been aware at all material times of the distinction between
neuropathic pain and peripheral neuropathic pain. Relevant facts were also referred to in
experts' (Actavis/Mylan) reports. The fact that Warner-Lambert and its advisors did not
appreciate the significance of this evidence was "a matter between Warner-Lambert and its
advisors". Applying the "broad merits-based test articulated by Lord Bingham in Johnson v
113
Gore Wood , the judge concluded that the application to amend was an abuse of process
because it could and should have been made prior to trial and if the application was allowed
to proceed, it could not be determined fairly without a second trial on validity. The Court of
114
Appeal agreed.
This aspect of the Warner-Lambert case reached the Supreme Court too. The Law Lords
were unanimous in dismissing Warner-Lambert's appeal. In short, irrespective of Articles
105a-105c of the EPC 2000, which enable the claims of a European Patent to be centrally
limited in all the designated Contracting States by a single application to the European Patent
Office, Warner-Lambert's application to the English court was governed by national law and
procedure. Lord Briggs said ([117]):
"An approach which treats procedural issues about amendment in national patent
proceedings as turning upon national procedural law and philosophy is not just an
English eccentricity. In High Point SARL v KPN BV (15 September 2017) 16/00878
ECLl:NL:HR:2017:2363 the Hoge Raad of the Netherlands held, at [4.1.6-4.1.7] that
EPC article 138(3) was designed only to ensure that all contracting states made sure
that their national laws made provision for amendment of patents, with no objective to
achieve greater harmonisation than that. Procedural requirements for that purpose
remained a matter for the national law of each state. Cross-reference to passages in
the Advocate General’s Opinion cited by the court show that in reaching that
conclusion it had in mind the application of the abuse principle by the judge in this
very case…"
Applying the test articulated by the House of Lords in Johnson v Gore Wood, the application
was an abuse of process because it could and should have been made prior to trial. The
judge had not erred in striking it out.
Lord Briggs said ([120]):
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"…It is plain, as the judge held, that the occasion to consider whether to make an
amendment to Claim 3 (which could have been conditional on that claim being found
otherwise invalid) occurred at the very latest when Actavis and Mylan raised their
plausibility case about central neuropathic pain shortly before trial. Instead WarnerLambert chose to run a case for a narrow construction of Claim 3, to meet exactly the
same potential problem. There was ample material upon which the judge and the
Court of Appeal could properly have concluded that the attempt to make a post-trial
amendment was an abuse of process, and no basis upon which this court could
properly interfere, harsh though the consequences might have been if the crossappeal had failed."

4

TECHNICAL MATTERS AND PROCEDURE
Disclosure
From the start of January 2019, significant changes to the disclosure regime operating in the
Business and Property Courts, including the Patents Court, will come into force, in the form of
CPR Practice Direction 51U – Disclosure Pilot.
There will be a new "Initial Disclosure" exercise which must be complied with at the statement
of case stage, after which it is to be considered whether Extended Disclosure should take
place. This involves identifying both issues for disclosure and the appropriate model for
disclosure. There are five different models. The most expansive (Model E: Wide search-based
disclosure) is the closest to the existing Standard Disclosure option. Model E is only to be
ordered "in an exceptional case".
In the Patents Court, for several years litigants have been encouraged to consider options for
disclosure; for some time now, Standard Disclosure has not been the default option. However
the procedural changes to the way disclosure is handled will require thought and strategy
from the outset.
Importantly, under the pilot, throughout the litigation (and before), there are particular
obligations on litigants and their lawyers in respect of known adverse documents. A document
is adverse if it or any information it contains contradicts or materially damages the disclosing
party's contention or version of events on an issue in dispute, or supports the contention or
version of events of an opposing party on an issue in dispute. A document is known if a party
is actually aware of it (without undertaking any further search for documents than it has
already undertaken or caused to be undertaken).
Practice Direction 51U states:
"1.5 In the Patents Court, PD63 paragraphs 6.1 to 6.3 will continue to apply under the
pilot with the following modification: unless the court expressly orders otherwise, no
provision in this practice direction nor any disclosure order made under this pilot will
take effect as requiring disclosure wider than is provided for in PD 63 paragraph 6.1."
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PD 51U also states that the pilot shall not, unless otherwise ordered, apply to proceedings
which are within the Intellectual Property Enterprise Court or within the Shorter and Flexible
Trials Schemes.
However, how these carve outs will be balanced in practice with the requirements regarding
115
known adverse documents remains to be seen. In Coloplast v MacGregor , HHJ Hacon said
([68]):
"From 1 January 2019 the disclosure pilot for most of the Business and Property
Courts will enter into force (see CPR 100th Update, Annex B). All five proposed
disclosure models A to E will require disclosure of known adverse documents (as
there defined). The pilot will not apply in the IPEC. Nonetheless, hereafter where
disclosure is ordered at all in the IPEC it is likely that disclosure will include, as
a basic minimum, known adverse documents. Since such documents do not
require a search, save in unusual circumstances their disclosure will accord with the
IPEC goal of minimising costs."
Earlier in the year, in Parainen Pearl Shipping v Jebsen
that ([1]):
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, Henry Carr J reminded litigants

"Generally, in patent actions the Patents Court discourages standard disclosure as
the default option for the reasons explained in Positec and Illumina."
However, as this was not a typical patent case, but one concerning allegations of exhaustion
and factual issues in respect of which disclosure was necessary, the parties were justified in
agreeing that there should be standard disclosure. The judge agreed with the suggestion that
the parties begin with the disclosure already provided in proceedings in Norway, and then
follow a series of measures to make transparent any limitations on the scope of the search.
117

In Smart Reamer Drilling Systems v NOV Downhole Eurasia , Smart Reamer had sued
NOV for patent infringement. HHJ Hacon allowed an application by NOV for specific
disclosure of a licence agreement between Smart Reamer and a third party in settlement of
Smart Reamer's claim for patent infringement against the third party. The judge said that the
court's task was to balance, on the one hand, the likelihood of the disclosure being a
significant help in advancing settlement against, on the other hand, Smart Reamer's concerns
about the confidentiality of the licence. This included consideration as to whether NOV was
genuinely using the application to seek a settlement or whether it was merely a means of
putting pressure on a very much smaller company to force a settlement; but at the present
time, the judge just did not know. He seemed receptive to Smart Reamer's argument that if
NOV were genuinely willing to seek settlement, it would be also willing to disclose its profits
from sales which had occurred of products covered by the patent, and that if Smart Reamer
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knew that, it would assist the parties in arriving at a fair licence royalty. This argument had
only been raised at the hearing. He concluded ([27]-[28]):
"In the end, while I find this application finely balanced, it seems to me that because
the potential damage to Smart Reamer is fairly tenuous and because anything that is
likely to promote settlement is, an end to be desired, I will order the disclosure sought
on terms that will be settled in just a moment.
I make this final observation. I have reached that conclusion with Mr. Jacobs'
observations regarding disclosure by NOV very much in mind and I will hear
submissions as to whether the disclosure sought in the application notice today
should be stayed pending discussions about reciprocal disclosure, giving Smart
Reamer the opportunity to return to court if those discussions are not fruitful."
The case of TQ Delta v Zyxel has kept the courts really quite busy this year on issues
concerning disclosure. The case is a SEP [F]RAND dispute, in which TQ Delta is the patentee
118
asserting essentiality. Prior to the June 2018 judgment in the case , TQ Delta had been
ordered to disclose licence agreements prior to service of the statements of case, because
they were likely to be highly relevant documents. A dispute arose regarding the confidentiality
regime that would cover the exercise.
The judge noted that it is common practice in patent cases for the parties to agree a
confidentiality club, whereby access to confidential documents is restricted to named
individuals on provision of appropriate confidentiality undertakings. In this case a dispute
arose on the terms of the confidentiality club agreement. TQ Delta sought to restrict
documents that it designated highly confidential to "external eyes only" (i.e. individuals within
Zyxel's external legal team and not individuals employed by Zyxel).
The judge said ([23]-[24]):
"(i) parties may choose to agree an external eyes only tier, as in Unwired Planet
(supra);
(ii) confidentiality club agreements are often essential in intellectual property cases,
which cases require disclosure of confidential information. In such cases, a regime for
disclosure which limits access to sensitive documents to specific individuals within
one of the parties, in order to protect confidentiality, is now commonplace;
(iii) redactions to documents can be made to exclude material which is confidential
and irrelevant to the dispute;
(iv) external eyes only access to individual documents of peripheral relevance, whose
disclosure would be damaging, may be justified in specific cases; as in IPCom supra;
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(v) I do not exclude the possibility that in certain exceptional cases, external eyes only
access to specific documents of greater relevance might be justified, at least at an
interim stage;
(vi) however, in the absence of exceptional circumstances, each party must be able to
see and discuss with its lawyers the relevant parts of the key documents in the case.
An external eyes only tier enables a blanket exclusion of access by one of the
parties to the relevant parts of key documents. This is incompatible with the right to
a fair hearing under Article 6 of European Convention on Human Rights, and
with the principles of natural justice. It is incompatible with the obligations of
lawyers to their clients. The principles on which solicitors are obliged to act on behalf
of clients instructing them require the sharing of all relevant information of which they
are aware."
The judge therefore declined to approve an external eyes only tier to the confidentiality
structure for the case. Nevertheless, he considered that TQ Delta had the right to request
the court to restrict access to specified documents to external eyes only. However the
onus must be on those who wish to limit access to key documents to external eyes
only to justify that limitation, rather than on the party who is, prima facie, entitled to
see the documents, to justify its entitlement to access. Accordingly, he said that his order
would be stayed for two weeks to give the third parties to the licences time to apply to the
court to set aside or vary the order.
Standard disclosure proceeded in the case but a dispute arose as to whether, in September
2018, TQ Delta had complied with its obligations. Were documents prepared in connection
with litigation privileged? The judge said ([13]-[15]):
"The issue is whether the US litigation was the dominant purpose for which the
communications were made.
The claimant is a licensing company. These documents relate to the figures and
considerations which went into calculating the royalty rates that it is going to offer.
Although no doubt the claimant believes, probably with good reason, that it may need
to litigate in order to persuade people to take a licence, at its root the issue is about
licensing. Nevertheless TQD's case is that use in the litigation was the dominant
purpose for which these documents were produced.
In my judgment, this category can in fact be divided into two subcategories: one is
documents which led to the creation of the royalty rates and other terms in RAND
offers; and the other category is documents created in the litigation to put forward
arguments about what is and is not RAND. The latter category is plainly covered by
litigation privilege; but for the former, in my judgment, the dominant purpose is or was
not litigation. That is because, as I have said, TQD is a licensing company. As a
licensing company it must have a view about the licences that it is going to offer,
whether it has to litigate to get them or not. The fact it is also conducting litigation
does not turn those into privileged documents; their dominant purpose must be to
create the licensing offers which TQD will make."
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The judge was unimpressed with the way in which TQ Delta had approached its disclosure
obligations. He ordered TQ Delta to perform the standard disclosure search previously
119
ordered and to give disclosure of specific categories of documents; in "unless" form .
Corrections to draft judgments
We have seen cases in recent years where judges have clearly been unimpressed by parties
making extensive further submissions following circulation of a draft judgment.
120

Regeneron v Kymab was a case in which the judicial comment went rather the other way.
At first instance, the judge concluded that Regeneron's patents were invalid for insufficiency.
In the Court of Appeal, Regeneron relied upon evidence concerning the use of minigenes in
support of its case that the judge had erred. The Court of Appeal considered that the evidence
and submissions in the case (including the closing submissions) pointed in favour of allowing
Regeneron to rely upon this evidence. However, it had caused considerable concern to the
Court of Appeal that Regeneron did not raise the issue with the judge when it received the
draft judgment. Kitchin LJ said ([175]-[177]):
"It is axiomatic that if an advocate believes that a judge has not dealt with a material
issue then it should be drawn to the judge's attention pursuant to that advocate's duty
to assist the court and to further the overriding objective. In Re T (Contact: Alienation:
Permission to Appeal) [2002] EWCA Civ 1736; [2003] 1 FLR 531, Arden LJ said at
[50]:
"In a complex case, it might well be prudent, and certainly not out of place, for
the judge, having handed down or delivered judgment, to ask the advocates
whether there are any matters which he has not covered. Even if he does not
do this, an advocate ought immediately, as a matter of courtesy at least, to
draw the judge's attention to any material omission of which he is then aware
or then believes exists. It is well-established that it is open to a judge to
amend his judgment, if he thinks fit, at any time up to the drawing of the order.
In many cases, the advocate ought to raise the matter with the judge in
pursuance of his duty to assist the court to achieve the overriding objective
(CPR 1.3, which does not as such apply to these proceedings); and in some
cases, it may follow from the advocate's duty not to mislead the court that he
should raise the matter rather than allow the order to be drawn. It would be
unsatisfactory to use an omission by a judge to deal with a point in a
judgment as grounds for an application for appeal if the matter has not been
brought to the judge's attention when there was a ready opportunity so to do.
Unnecessary costs and delay may result. I should make it clear that there are
general observations for assistance in future cases, and that I make no
criticisms of Counsel in this case."
We think it highly unsatisfactory that this course was not followed by Regeneron in
this case. Quite apart from the consequences to which Arden LJ referred, it means
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that, if we allow Regeneron to develop its arguments before this court, we must either
make an assessment of the evidence without the benefit of a reasoned decision of the
trial judge, or remit it to him for his assessment with all the costs and delay that would
entail.
In the end, however, we have come to the conclusion that the failure by Regeneron to
raise the issue with the judge after receiving the draft judgment should not preclude it
from relying upon it upon this appeal. As we shall explain, the relevant evidence is not
extensive and was given primarily by Kymab's experts. Further, it is evidence which
we can assess with the benefit of the full submissions we have had from both
parties."
The trial is not a dress rehearsal or an ambush
121

In A P Racing v Alcon , the Court of Appeal dismissed A P Racing's appeal against an
IPEC judgment that six of seven calipers alleged to infringe did not infringe A P Racing's
patent. Before the Court of Appeal, A P Racing conceded that it did not challenge the overall
approach of HHJ Hacon to the exercise of construing the patent. It was therefore simply a
matter of A P Racing disputing a value judgment made by the court below.
AP Racing's pleaded case as to the location, profile and extent of various stiffening bands had
changed on several occasions during the litigation, and on the appeal, it sought to present a
further new case.
LJ Lewison quoted himself in Fage UK Ltd v Chobani UK Ltd [2014] EWCA Civ 5, explaining
that ([34]):
"…the trial is not a dress rehearsal: it is the first and last night of the show".
The function of the appeal court is not to try the case again, but to review the decision of the
trial judge. To present an appeal court with a new case subverts that function.
122

Finally, in Liqwd v L'Oréal (no.1) , L'Oréal, the party challenging the validity of the patent
advanced a new argument in the course of the trial in support of its case that potential 'novelty
only' prior art WO 768 (discussed in section 3 b. above) was entitled to its claimed priority.
The argument was not advanced in L'Oéal's opening skeleton but was put to Olaplex/Liqwd's
expert (Professor Haddleton) in cross examination. In closing, L’Oréal submitted that the
court should be satisfied on the balance of probabilities that despite what the priority
document said, in fact a reaction would take place over time on storage to form the maleate
and diamine species. Hence WO 768 was entitled to its claimed priority and Liqwd's patent
lacked novelty.
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Liqwd/Olaplex submitted that this was an entirely new case, a deliberate ambush that should
not be entertained. Hence pursuant to CPR rule 3.1(2)(k), the court should exclude the issue
from consideration. Rule 3.1(2) says:
"Except where these Rules provide otherwise, the court may … (k) exclude an issue
from consideration)".
Birss J took the opportunity to make a notable statement of the principles on which the
Patents Court operates ([215]):
"(a) The critical points which are sought to be proven on each of the issues in the
case need to be laid out in advance so that they can be properly addressed in
evidence. Either in a Statement of Case, or (if the Statement of Case is broadly
pleaded) in an expert’s report served well in advance of trial.
(b) It is not acceptable to keep a new critical point going to a central issue in the case
for ambush in cross-examination. Such points are commonly thought of late in the
day, but they should be disclosed as soon as the decision is taken to run them so the
judge can decide how to deal with them having heard the submissions of the other
side.
(c) Where a new point of substance requiring investigation and technical analysis is
thought of and intended to be run at trial, it is incumbent on the party who wishes to
run it to give proper notice to the other party and not to seek to ambush an expert
witness with the point at trial.
(d) If a new point of this nature requires expert evidence to prove it (as this one), it is
incumbent on the party running it to serve his own expert evidence in advance setting
out what the point is and the technical reasons why it is considered to be correct, to
give the other side an opportunity to consider it and file their own counter-evidence. It
may even be incumbent to file a new Statement of Case.
(e) A fortiori where (as here) the point may well have required research, experiment
and historical evidence to deal with."
Further, Patents Court procedure is such that cross examination should not be interrupted
unless strictly necessary. While this avoids a disruptive style of process, the judge said that
the flip side is that the court must be prepared to exercise its power, in a proper case, to
exclude an issue from consideration even after some testimony going to that issue has been
given.
In the present case, the judge accepted that the point had only become apparent to L'Oréal
during the first week of the trial. However, it could, and should, have been raised with
Olaplex/Liqwd before Professor Haddleton was called as a witness. This was relevant to the
exercise of the Rule 3(2)(k) power. Further, there was a range of evidence which could be
investigated to address the issue, including the surrounding circumstances – for example, had
the wrong spectrum been included in US 239? L'Oréal's stance hinted at Olaplex/Liqwd
always being aware of the issue, but there was no basis for that inference (if that was what it

87

was). Nor had Olaplex/Liqwd's legal team raised its objection too late (in closing – the delay
being from Thursday to Monday). The point would be excluded from consideration.

5

COMPETITION LAW, SETTLEMENT AND LICENSING
123

In Liqwd v L'Oréal (no.1) , a question arose regarding the second claimant's (Olaplex's)
status. Was it an exclusive licensee for the purposes of section 67 of the Patents Act 1977?
Section 67 provides that the holder of an exclusive licence has the same right as the
proprietor of the patent to bring proceedings in respect of any infringement of the patent
committed after the date of the licence; and the loss suffered by the exclusive licensee may
be taken into account by the court when awarding damages.
Olaplex apparently held an exclusive licence from Liqwd but had granted an exclusive licence
to (original third claimant) Anglo. Olaplex terminated the licence to Anglo on 14 December
2016. They key points to note from this part of the decision are:
The judge noted that Dendron v University of California [2004] EWHC 1163 (Ch) is authority
for the proposition that an exclusive licensee A, who grants an exclusive licence to another
party B, is no longer an exclusive licensee. The exclusive licensee is now B. B would have the
right to sue for infringement but not A.
However, Dendron is not authority for the proposition that if A is an exclusive licensee and
granted a non-exclusive licence to C, then A is no longer an exclusive licensee within the
meaning of the Act. The judge said that in Dendron Pumfrey J made the point that the Act
contemplates that an exclusive licence within s.67 can include the power to grant sublicences.
Birss J said ([257]):
"In my judgment the holder of an exclusive licence can grant non-exclusive licences
without undermining their status as an exclusive licensee under the act. The
exclusive licensee in that situation still has the right to exclude all other persons,
including the patent proprietor, from working the invention. The words of s130 show
that “other persons” means other than himself and persons authorised by him."
Olaplex's title to sue had been perfected in the course of the proceedings. The earlier
deficiency would have an effect on the damages it could claim but it would not impact forward
looking relief such as an injunction.

6

ENTITLEMENT AND EMPLOYEE INVENTOR COMPENSATION
124

In January 2017, in Shanks v Unilever , the Court of Appeal dismissed Professor Shanks'
second appeal against the Hearing Officer's dismissal of his claim for employee inventor
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compensation. In doing so, the Court of Appeal gave guidance on the meaning of
"outstanding benefit" and the multifactorial nature of its assessment. On whether the time
value of money should contribute to the benefit considered to have accrued to the employer
patentee, the court was split.
The background to the dispute is that Professor Shanks was employed by Unilever Central
Resources Limited (CRL), a wholly owned subsidiary of Unilever plc, to invent. In parallel with
other work, and partly in his own time and at home, Prof Shanks made inventions in the field
of biosensors. In accordance with standard Unilever policy, CRL assigned the rights in the
inventions, and patent applications were filed by Unilever. Confirmatory assignments were
executed by Prof Shanks.
Although generally Unilever's main purpose in having patents was to use them to protect an
actual business, in this case the income that Unilever derived from the Shanks patents was
purely from out-licensing.
Prof Shanks sought compensation from Unilever pursuant to ss.40 & 41 of the Patents Act.
Although "benefit" is a defined term under s.43(7), there is no statutory definition of
"outstanding". Unilever's central argument was that the amount involved (somewhere
between £17 million and £33 million depending on the outcome of other issues) was simply
dwarfed by the turnover and profits of the Unilever group as a whole, and s.41 required the
hearing officer/court to have regard to, among other things to the size and nature of the
employer's undertaking. Shanks characterised this as meaning that Unilever was "Too big to
pay".
The Supreme Court will hear Professor Shanks' appeal in February 2019.

7

SUMMARY AND CONCLUSIONS
Last year I spent this part of the review praising Lord Neuberger for the Actavis v Lilly decision
which I thought (and still do think) to be correct and appropriate in terms of bringing the UK in
line with normal practice around the world. I also hoped that would become even more
appropriate if 2018 was to be the year when we finally saw the doors open on the Unified
Patents Court.
It is not possible to retain such an upbeat mood this year.
First, we had to wait over nine months for the Supreme Court to produce a hotch potch of
judgments which were inconsistent and did nothing to further our understanding of the key
issues which were supposed to have been addressed. When some degree of clarity was
capable of being perceived through the fog, it was frankly wrong.
Secondly, we are seemingly no further forward with the Unified Patents Court, and with
unprincipled politicians putting their personal careers before the national interest we seem to
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be less likely to be involved anyway. I could say (a lot) more on that topic but this is not the
time or place.
As regards the key controversies in the issue of construction of patents for infringement and
validity purposes, the lower courts, and in particular the Court of Appeal, have been more
helpful than the Supreme Court. I think it is now clear that the assessment of "normal
interpretation" is to be carried out using the tools previously used to assess purposive
construction. But we have twice been warned that the first stage of Lord Neuberger's test
requires an approach which may not be exactly the same as that described in Kirin Amgen as
enlarged upon in Virgin Atlantic. One thing which is quite clear is that consideration of
equivalents does not arise until the second limb of Lord Neuberger's test comes to be
considered.
My concerns about the rising tide of obviousness seem to have been put on hold, at least for
this year, while we are unfortunately no further forward in the assessment of insufficiency
besides a rather unhelpful raising of the plausibility bar, though even that is not clear as it
appears to be obiter comment.
The law around SEPs and the assessment of FRAND rates appears to be moving forward
well, though I say that with some trepidation in case the Supreme Court gets its hands on that
in the next year or so!
I think you can see that I will not be looking to the upper end of the judicial ranks for this
year's "Judge of the Year". I must say that it has been a much harder job than in recent years.
Carr J has continued to produce some excellent, clear, and often concise judgments. Judge
Hacon has also had his moments this year with some well thought through contributions. Lord
Kitchin and Floyd LJ were both consistently strong in the Court of Appeal and we can certainly
hope that Lord Kitchin will provide some much needed intellectual property know how in the
Supreme Court. It is just a shame that he will not be able to be involved in the Regeneron
appeal. He will, however, be available for the final round in the long running Shanks v
Unilever saga.
However, on balance, I think that this year's award should go to Birss J. Not only has he given
a series of strong judgments in complex cases on a range of issues, but his rather excellent
"first attempt" at the whole FRAND issue in Unwired Planet v Huawei survived scrutiny in
almost every area in the Court of Appeal and that is no mean achievement in such a fast
moving and complex area.
Who knows what the future holds. I had been clinging to the hope that the political will was
there for the UK to remain in the UPC and participate fully as a key jurisdiction. Successive IP
Ministers expressed the same wish – Jo Johnson and Sam Gyimah were both advocates of
close ties in the field of IP. Both resigned from the cabinet in the course of the ongoing
omnishambles, and if there is indeed a "hard Brexit", then any hope of UK involvement looks
less than fragile. Indeed, the whole project may be threatened.
So ends the twenty-first annual Patent Case Review. As I said at the outset, there is little by
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way of consistent theme in the cases, but so much of interest across such a wide range of
patent related topics – a veritable "selection box" of goodies to suit every taste!
Gordon Harris and Ailsa Carter
January 2019
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