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Back to Basics
A Review of Patent Cases in 2021
1. Introduction
At the outset of last year's Annual Review1 I said that the year 2020 could not have been described as
"normal" in any sense of the word. The world was coming to terms with the worst global public health
crisis for a century, and this had impacted on so many aspects of our daily lives, not least the conduct
of litigation in the UK. I praised the courts and the judges, and in particular Lord Justice Birss for what I
described as their "ingenuity, inventiveness, determination and hard work" in delivering an almost
seamless service to litigants in the IP courts, which was reflected in the substantial volume of judgments
handed down.
Much of what seemed inventive and ingenious last year has now become "the new normal", and I will
return to the new practices which have been adopted, and which are clearly here to stay, below.
We now have a fully stocked bench of IP specialist judges at all levels – a really very welcome
development and one which bodes well for the medium term future of patent litigation in the UK, despite
all the challenges which lie ahead. With Lord Kitchin in the Supreme Court, the Lords Justice Arnold,
Birss and Lewison in the Court of Appeal, Meade J and Mellor J in the High Court and HHJ Hacon and
HHJ Melissa Clarke in the IPEC, we have proven, experienced and reliable judges at all levels. Further,
as we will see, they are ably supported by a growing rank of deputies who are showing themselves to
be more than capable of handing down strong, clear and helpful judgments.
The upshot of all this has been a fascinating set of judgments in 2021, across the full range of patent
topics. Whilst there are the usual highly technical cases in the Life Sciences and Tech fields, as
someone who is very much at home in the world of "planes, trains and automobiles", I am delighted to
see really important patent law issues being discussed in cases about fixing tools and seed drills.
There is, as will become clear, a very welcome trend towards "pulling the threads together" and
providing clear summaries of the established positions as the bedrock of future judgments. This has
been a year when, in many respects, the case law has taken us "back to basics".
None of this should be taken as acknowledgment that everything is now perfect, and this paper would
not be complete without at least one major rant about a judgment which, to my mind, flies in the face of
all sensible and proportional reasoning, but you will have to read on to find that.
I will adopt my usual format, opening with construction, infringement, defences, and remedies, then
moving on to issues of validity and finally the technical issues.
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2. Infringement
a. Construction
General principles of claim interpretation
Four full years after the Supreme Court's judgement in Actavis v Eli Lilly2 overhauled the law of patent
infringement (and the approach to construction in that context), the task for the court when construing
a patent is now fairly well settled. HHJ Hacon captured the general principles governing 'construction' /
'normal construction' / the 'normal interpretation' of a claim in a succinct summary in Kwikbolt v
Airbus3, saying ([38]):
"Since Actavis UK Ltd v Eli Lilly and Co [2017] UKSC 48 there have been two steps to
ascertaining the scope of a patent claim. The first is to decide what the claim means in
accordance with the general rules of construction of a document, see Actavis at [58] …. This
has sometimes been referred to as the "normal construction" of a claim. It is a purposive
construction, the inventor's purpose being ascertained from the description and the drawings
as they would be understood by a person skilled in the art with the common general knowledge
in mind, see Icescape Ltd v Ice-World International BV [2018] EWCA Civ 2219, at [60]."
Additionally, Judge Hacon stated that the claim language cannot be construed by reference to the
alleged infringing product.
In his use of the word 'scope', Judge Hacon was implicitly referring to the reach of a claim for the
purposes of assessing infringement, which is discussed below. The first of those stages is the
assessment of infringement on the normal interpretation, and the first part of that stage is therefore the
interpretation of the claims on the 'normal' basis. As Judge Hacon noted, this is a purposive approach,
but it is purposive in the sense traditionally understood under the common law – the inventor's purpose
being understood from the language of the claims and their context within the specification of the patent,
rather than in accordance with the 'Purposive Approach' laid down by the judgments in Catnic4,
Improver5 and Kirin-Amgen6 (discussed further in this section below).
In 2020, HHJ Melissa Clarke gave some very good general statements of legal principles, and she did
so again in 2021 in A Ward Attachments v Fabcon Engineering7, saying ([55]):
"It is for the Court to construe the patent objectively, adopting the mantle of the notional skilled
addressee to whom it is directed, and in the light of the common general knowledge with which
the skilled addressee is assumed to be imbued (Dyson v Hoover [2001] RPC 26 at [48f])".
As Birss LJ noted, sitting 'down' as a first instance judge in Facebook v Voxer8 ([112]):
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"In the end the question is - what would the skilled reader understand the patent to have used
the words…to mean?"
New High Court judge Mellor J gave a judgment in Mitsubishi v OnePlus (16 June 2021)9, in which
he said that the 'normal' interpretation of the claims…([143]):
"…remains an exercise in purposive construction (Icescape Ltd v Ice-World International BV
[2018] EWCA 2219 at [60] per Kitchin LJ (as he then was)). It is an objective exercise and the
question is always what a skilled person would have understood the patentee to be using the
words of the claim to mean."
In the Court of Appeal, in Fiberweb v Geofabrics10, Arnold LJ said ([17]):
"…the claim must be interpreted purposively, but without taking into account equivalents, with
infringement by equivalents now falling to be separately considered."
Additionally, Arnold LJ explained that it is "rarely appropriate" to read a limitation into a claim by
reference to stray comments in the description of a specific embodiment. However, it was "clearly
illegitimate" to do so in that case because the specification and the claim defined the meaning of the
expression in question and that definition did not include the criterion now contended for by Fiberweb.
The role of embodiments in the context of the construction of claim language arose in other cases too.
In add2 v dSPACE11, Meade J rejected dSPACE's argument that general claim language could be
restricted to the preferred embodiment because there was only one embodiment. In Philip Morris v
Rai12 Meade J rejected Philip Morris's contention that the relevant claim language should be limited to
the teaching of preferred embodiments because he considered the relevant teaching in the specification
to be more general than that. Similarly, in Promptu v Sky13, Meade J said ([130]):
"The principle that claims are to be construed in the context of the specification does not mean
that they are, or would be presumed to be, limited to the preferred embodiments. Usually, the
patentee generalises from the preferred embodiments, and if general language is used then it
is not normally legitimate to restrict the claims to the preferred embodiments. See Floyd J, as
he then was, in Nokia v. IPCom [2009] EWHC 3482 (Pat) at [41]."
The Virgin and Saab Seaeye line of authority
There is a further point to note on the general principles, which is the continuation of two distinct lines
of authority. The first stems today from the Supreme Court's judgment in Actavis v Lilly, as explained
by the Court of Appeal in Icescape v Ice-World14 – as noted above in the context of HHJ Hacon's
judgment in Kwikbolt v Airbus. This explains that there must be a 'normal interpretation' of the patent
before the first stage of the assessment of infringement is conducted. Subsequent authorities made
clear that the normal interpretation is a contextual, purposive approach, in keeping with the English
9

Mitsubishi Electric Corporation & Anr v OnePlus Technology (Shenzhen) Co., Ltd & Ors [2021] EWHC 1639 (Pat) (16 June
2021) Mellor J
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legal principles governing the construction of contracts 15; and invalidity will be established if the claim
as normally interpreted is anticipated or obvious16.
The second line of authority stems from the Court of Appeal's judgment in Virgin Atlantic v Premium
Aircraft17. In that case, Jacob LJ said that he re-stated the principles of claim construction as they had
been set out by Lord Hoffmann in Kirin-Amgen v Hoechst Marion Roussel18, but using the language of
the European Patent Convention 2000, rather than the older language of the EPC 1973 as amended
(article 69). Lord Hoffmann's judgment stated the law as requiring a 'purposive' approach, but permitted
within this the consideration of equivalents – by reference to the product or process alleged to infringe
– as a 'guide' to claim construction. Jacob LJ's re-statement of the approach, in Virgin v Premium, using
nine points of principle, included that (a) the task for the court is to determine what the person skilled in
the art would have understood the patentee to have been using the language of the claim to mean, (b)
the claims are to be construed purposively – the inventor's purpose being ascertained from the
description and drawings, and (c) that "there is no general "doctrine of equivalents". Kitchin LJ added a
couple of further principles in Smith & Nephew v ConvaTec19. In Actavis v Lilly, Lord Neuberger said
that the approach taken by Lord Hoffmann in Kirin-Amgen – the 'Purposive Approach' to construction –
conflated the issues of claim interpretation and infringement, was wrong in principle, and could lead to
error. He made clear the need to separate the questions of claim interpretation/construction, and
infringement on that 'normal interpretation' on the one hand, from any further question of infringement
on the doctrine of equivalents.
Therefore some of the approach to the construction of patent claims explained in Kirin-Amgen and
Virgin remained good law, in particular points (a) and (b) noted above, but clearly some did not.
Nevertheless, in some cases subsequently, parties agreed that the principles applying to the
construction of patent claims remained as set out in Virgin. In late 2017, in Saab Seaeye v Atlas
Elektronik20, Floyd LJ noted this as the agreed position as between the parties in the appeal before him,
but said that the point about there being no general doctrine of equivalents had to be read, now, in the
light of the Supreme Court's judgment in Actavis v Lilly, which explained that "at least when considering
the scope of protection, there is now a second question, to be asked after the patent claim has been
interpreted, which is designed to take account of equivalents". Similarly, in a number of further
judgments, agreement between the parties of this sort was indicated21; albeit sometimes without
reference to the adaption noted as needed in Saab Seaeye22.
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In 2021, in Promptu v Sky23, Meade J referred to the judgment of Floyd LJ in Saab Seaeye as setting
out the principles governing claim interpretation, having similarly drawn upon them in add2 v
dSPACE24.
An impressive debut judgment on infringement and validity issues, from Pat Treacy in Insulet v
Roche25, made a very neat job of knitting the two lines together. She set out the Virgin guidance in full,
of which the last two points of principle are ([134]):
"(ix)

It further follows that there is no general “doctrine of equivalents”.

(x) On the other hand purposive construction can lead to the conclusion that a technically trivial
or minor difference between an element of a claim and the corresponding element of the alleged
infringement nonetheless falls within the meaning of the element when read purposively. This
is not because there is a doctrine of equivalents: it is because that is the fair way to read the
claim in context. "
She then said ([135]-[137]):
"Counsel for Roche pointed out, and I agree, that (ix) and (x) must be read subject to the
Judgment of the Supreme Court in Actavis UK Limited and others v Eli Lilly and Company
[2017] UKSC 48, but the overall approach set out by Jacob LJ remains good law and, as Lord
Neuberger subsequently explained in Actavis v Eli Lilly at [10], the overall exercise is
approached in a way similar to construing a contract:
“As Floyd LJ explained in the Court of Appeal, the appeal raises the issue of the correct
approach under UK law (and the law of the three other states) to the interpretation of
patent claims, and in particular the requirement of EPC 2000 to take account of
"equivalents", and also the extent to which it is permissible to make use of the
prosecution history of a patent when determining its scope. The issue on the crossappeal is rather more fact-specific, namely whether the application of the law of
contributory infringement justifies a finding of indirect infringement in this case.”
Given the explicit reference to the principles of contractual construction by Lord Neuberger, it
is worth repeating for the sake of convenience what was said by Lord Hodge in the leading
case on that question Wood v Capita Insurance Services Ltd [2017] [2017] UKSC 24 at [8]-[15]:
“The court’s task is to ascertain the objective meaning of the language which the parties
have chosen to express their agreement. It has long been accepted that this is not a
literalist exercise focused solely on a parsing of the wording of the particular clause but
that the court must consider the contract as a whole and, depending on the nature,
formality and quality of drafting of the contract, give more or less weight to elements of
the wider context in reaching its view as to that objective meaning. In Prenn v
Simmonds [1971] 1 WLR 1381 (1383H-1385D) and in Reardon Smith Line Ltd v Yngvar
Hansen-Tangen [1976] 1 WLR 989 (997), Lord Wilberforce affirmed the potential
relevance to the task of interpreting the parties’ contract of the factual background
23
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known to the parties at or before the date of the contract, excluding evidence of the
prior negotiations. When in his celebrated judgment in Investors Compensation
Scheme Ltd v West Bromwich Building Society [1998] 1 WLR 896 Lord Hoffmann (pp
912-913) reformulated the principles of contractual interpretation, some saw his second
principle, which allowed consideration of the whole relevant factual background
available to the parties at the time of the contract, as signalling a break with the past.
But Lord Bingham in an extra-judicial writing, A new thing under the sun? The
interpretation of contracts and the ICS decision Edin LR Vol 12, 374-390, persuasively
demonstrated that the idea of the court putting itself in the shoes of the contracting
parties had a long pedigree.”
Since the Supreme Court judgment in Actavis v Eli Lilly, it has been confirmed that the ‘normal’
approach to construction of a patent is that of ‘purposive construction’. The correct approach
was explained by Arnold J (as he then was) in Generics (UK) Ltd v Yeda Research and
Development Co Ltd [2017] EWHC 2629 (Pat) at [138]:
“… As has often been pointed out, patents differ from commercial contracts in two key
ways. First, a contract is (at least in principle) a bilateral statement agreed between the
contracting parties, whereas a patent is a unilateral statement made by the patentee
and addressed to the class of persons represented by the person skilled in the art.
Secondly, whereas a contract is a document containing promises by the contracting
parties to each other (in some cases for the benefit also of third parties), a patent is a
document which describes and claims an invention for the purposes of establishing a
legal monopoly with regard to that invention. One cannot rationally interpret a patent
claim without taking these matters into account. Moreover, I do not consider that Lord
Neuberger can have meant anything different, even though he appears to have
eschewed the expression “purposive construction” when describing the correct
approach. On the contrary, in the passages relied upon by counsel for the Claimants,
he expressly stated that a patent was to be interpreted through the eyes of the person
skilled in the art and that the exercise involved interpreting the words of the claim in
context. The context must include the very purpose for which the document exists,
namely to describe and claim an invention.”
and subsequently approved in, for example, Icescape Ltd v Ice-World International BV [2018]
EWCA Civ 2219 at [60]."
Purposive construction in action
Turning to what, exactly, amounts to a purposive construction, a number of judgments in 2021 provide
illustrative examples.
In Claydon v Mzuri26, a case about apparatus for tilling soil and sowing seed that gets pulled behind a
tractor, HHJ Hacon held that (applying the principles explained in Actavis v Lilly and Icescape v IceWorld), the purposive construction meant what mattered was whether two rows of tines were aligned in
use. Therefore infringement would have been found if the patent had been valid.

26
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In Alcon v Actavis27, a case about a patent to a topical ophthalmic composition for use in the treatment
of glaucoma, Meade J observed that 'suitable for use' was not met where the side effects were so bad
that they made the drug not suitable for use. However where the boundary lies depends on context. In
that case, side effects (irritation and hyperemia) of a prior art therapy would not be unbearable in the
short term but in the long term were regarded as very burdensome, and were recognised as having a
very material adverse effect on patient compliance. Therefore the prior art therapy was not 'suitable for
use' in treating glaucoma.
Another judgment of Meade J to note was in Optis v Apple (25 June 2021)28, a very active case this
year. He noted that the parties were in such fundamental disagreement about the meaning and scope
of the claims that they could not agree what words or phrases were in issue! Meade J sorted it out. He
considered the most fundamental question to be what the word "counting" meant in the context of the
claimed method. Noting it was an ordinary English word that was not a term of art, he said it was heavily
flavoured by context in both the technological field and the patent. Against the background of that
context (which the judge explained) if the skilled person put their mind to it they would know that counterbased mechanisms operated in units whereas windows-based mechanisms operated in percentages.
This paved the way to his construction of the term 'counting', with the explanation ([120]):
"I do not find the overall language pattern at all difficult: "A tram is similar to but different from
a bus. I claim a bus"."
Functional features
The most significant point of the year on construction emerged in the Court of Appeal's judgment in
FibroGen v Akebia29. The dispute concerned six FibroGen patents from two families. In respect of
Family 'A', the narrowest claims (i.e. to 'Compound C') had survived Akebia's invalidity challenges in
the Patents Court, but Arnold J had concluded that they were not infringed. FibroGen appealed Arnold
J's finding that certain wider claims were invalid for insufficiency, arguing that, among other things, the
judge had misconstrued the claim language.
For the purposes of explaining the Court of Appeal's reasoning it is enough to note the form of claim
19A of 'EP823':
A. A heterocyclic carboxamide compound selected from the group consisting of
B. pyridine carboxamides, quinoline carboxamides, isoquinoline carboxamides, cinnoline
carboxamides, and betacarboline carboxamides
C. that inhibits hypoxia inducible factor (HIF) prolyl hydroxylase enzyme activity
D. for use in
E. increasing endogenous erythropoietin
F. in the prevention, pretreatment, or treatment of anemia associated with kidney disease,
G. wherein the anemia is associated with chronic kidney disease,
H. wherein the compound is a compound of Formula (I) wherein [chemical Markush formula]”
FibroGen contended that the correct construction of the claims was that functional features C and E
limited the class of claimed compounds within whatever structural limitations were also in the claim.
Birss LJ agreed with FibroGen. He noted that Arnold LJ had held that the patent implicitly promised that
substantially all the compounds which satisfied the structural definitions would have the claimed
27
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therapeutic efficacy. That was not correct and was an error of construction of the patent specification
([110]):
"The patent does not promise that explicitly or implicitly. Its promise, for good or ill, is that it is
compounds which satisfy both the structural definitions and the step one functional features
that are the ones which will have the claimed therapeutic activity."
In other words, the compounds which satisfied both the structural definitions and the functional features
C and E (the 'step 1' functional features) were the ones that would have the claimed therapeutic activity
of feature F (the 'step 2' functional feature). The distinction mattered: it meant that the class of
compounds for which the step 2 feature – therapeutic efficacy - was considered promised, and for which
sufficiency had to be considered, was narrowed by the step 1 features. Hence was set up a different
outcome when the sufficiency of the claim was considered. More on the test for sufficiency below.
For construction, though, the single most important point to note is that functional features in claims
need to be identified, and the promise made in respect of them carefully understood, in order for the
claim as a whole to be construed correctly.
It is worth remembering too that sometimes a functional feature may be implicit in claim language. So,
for example, in FibroGen v Akebia, Birss LJ noted that in the Idenix v Gilead case30 it was clear from
the patent specification that the point of the invention was to treat infections caused by viruses in the
Flaviviridae family; and the validity of the product claim in issue was assessed on the basis that it was
a claim to compounds with anti-Flaviviridae activity.
Arnold LJ explained why in his judgment in Illumina v Latvia MGI (17 December 2021)31 ([(98]):
"It is clear that the reason why the patentee conceded that interpretation was that it realised
that, otherwise, the claimed inventions would not be inventive because they made no technical
contribution to the art, applying the reasoning in T 939/92 AGREVO/Triazoles [1996] EPOR
171…"
In Teva v Bayer32 Mellor J reached a different conclusion in respect of the product claim in issue in that
case. While claims 1-11 of Bayer's patent were in Swiss form, claim 12 was in the following terms ([15]):
"Aryl urea compound, which is a tosylate salt of N-(4-chloro-3-(trifluoromethyl)phenyl-N'-(4-(2(N-methylcarbamoyl)- 4-pyridyloxy)phenyl)urea."
An issue arose as to whether Teva needed to prove that it was obvious not just to make the tosylate
salt of 'sorafenib' but also to characterise it and then use it for oral administration to treat cancer. In
support of this approach, Bayer sought to align the construction of claim 12 with the approaches taken
in Pharmacia v Merck33 and Idenix v Gilead34. However Mellor J said that in those cases, the invention
was the discovery of a class of compounds in which the defining characteristic of the class was the
particular activity in question; in the present case he considered the use focus of claims 1-11 to be

30

Idenix Pharmaceuticals Inc v Gilead Sciences Inc & Ors [2016] EWCA Civ 1089
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31
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significant, supporting the skilled person's understanding of claim 12 as being without any restriction as
to its use. (We will return to the Idenix approach shortly).

b. Infringement
Normal interpretation
Sometimes the resolution of points of construction in practice resolves issues of infringement on the
normal interpretation; sometimes issues of fact concerning the product or process complained of (also)
need resolving in order for the judge to reach a conclusion of infringement or non-infringement.
For example, following the judge's conclusions on construction in Claydon v Mzuri35, infringement was
found on the normal interpretation with brief reasoning. (This was the case about apparatus for tilling
soil and sowing seed that gets pulled behind a tractor). The use of horizontal pivots, such that there
was no single rigid frame in use, was within the meaning of "frame" as construed. The required
alignment between the tills (as construed) was met not just when the device was pulled in a straight line
(which was most of the time, and brought the device within the claim) but also when pulled in a bend,
as depicted below ([65]):
"…the tines are aligned so that in use soil will be disturbed in spaced apart linear regions
determined by the lateral spacing of the tines, and the strips of soil between those treated by
the first row of tines will not be disturbed. The horizontal pivots in the trailing arms of the ProTil allows for the alignment between the first and second tines to ensure that in use that result
is achieved."

The Mzuri devices were therefore within the claim on the normal interpretation.

35
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Doctrine of equivalents
The more significant case law on infringement in 2021 has emerged in the context of the developing
doctrine of equivalents.
First, in Facebook v Voxer (19 March 2021)36, an interim judgment in the Patents Court, Birss LJ (who
was sitting 'down') noted that the Supreme Court's judgment in Actavis v Eli Lilly37 had re-introduced a
doctrine of equivalents. He pointed out that the existence of such a doctrine as far back as 1911 was
apparent from the reasoning of the High Court's judgment in Marconi v British Radio-Telegraph38, which
Birss LJ said he believed was the oldest telecommunications patent case in the jurisdiction.
The issue for Birss J concerned the adequacy of patentee Voxer's case of infringement. Its particulars
of infringement had not gone into any detail to explain how the patentee contended that the claims
covered the products or processes alleged to infringe; nor did subsequent claim charts refer to whether
or not infringement was advanced on the doctrine of equivalents. Shortly before the Pre-Trial Review,
Voxer served a draft amended statement of case on infringement which set out, in two respects, an
infringement case based on equivalents – stating the inventive concept to be relied upon and putting
the case on the three Actavis limbs.
Facebook objected to the running of one of Voxer's cases of infringement on the doctrine of equivalents.
The judge considered and permitted Voxer to run the new argument on case management grounds.
However, as the parties had indicated that it would be helpful to have a fuller judgment on the issue of
the principle as to whether reliance on the doctrine of equivalents ought to be pleaded, because
litigators had been in doubt on the point since Actavis v Eli Lilly, Birss LJ handed down a judgment to
address it.
Birss LJ stated that an allegation of infringement on the doctrine of equivalents must be pleaded in the
particulars of infringement: in multi-track proceedings in the Patents Court the patentee's statement of
case on inventive concept and other aspects of the test in Actavis should then be produced when claim
charts or a statement of case on infringement is produced.
However, in the Intellectual Property Enterprise Court (IPEC), things will be different, as Judge Hacon
held in Kwikbolt v Airbus39. But that is another matter.
The first reformulated / Actavis question: the inventive concept
By way of reminder, in Actavis v Eli Lilly, Lord Neuberger described the second stage of the assessment
of infringement (i.e. if infringement is not found on the normal interpretation), as addressing the following
issue: "does the variant nonetheless infringe because it varies from the invention in a way or ways which
is or are immaterial?"
In this context Lord Neuberger considered that the old Improver/Protocol40 questions provided helpful
assistance but needed some reformulation. This he proceeded to undertake, emphasising that the
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'reformulated questions' remained only guidelines, not strict rules, and that they might sometimes have
to be adapted to apply more aptly to the specific facts of a particular case.
In 2021, HHJ Hacon set out Lord Neuberger's reformulated questions (without the tweaks subsequently
made to them by the Court of Appeal in Icescape v Ice-World41), in his judgment in Kwikbolt v Airbus42
([92]):
"…While the language of some or all of the questions may sometimes have to be adapted to
apply more aptly to the specific facts of a particular case, the three reformulated questions are
as follows:
(i) Notwithstanding that it is not within the literal meaning of the relevant claim(s) of the patent,
does the variant achieve substantially the same result in substantially the same way as the
invention, i.e. the inventive concept revealed by the patent?
(ii) Would it be obvious to the person skilled in the art, reading the patent at the priority date,
but knowing that the variant achieves substantially the same result as the invention, that it does
so in substantially the same way as the invention?
(iii) Would such a reader of the patent have concluded that the patentee nonetheless intended
that strict compliance with the literal meaning of the relevant claim(s) of the patent was an
essential requirement of the invention?
In order to establish infringement in a case where there is no literal infringement, a patentee
would have to establish that the answer to the first two questions was 'yes' and that the answer
to the third question was 'no'."
Kwikbolt's patent concerned a temporary 'blind' fastener – a widget that could be used, by fitting from
one side of the workpiece, to hold two panels together during a manufacturing process, and
subsequently removed. Here is a figure illustrating an embodiment of the invention ([24]-[26]):
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Claim 1 was to a removable blind fastener comprising (inter alia): a first member having an elongate
body and a head member located against a face of one workpiece; a second member having an
elongate body; a screw member having a screw head adjacent the first member head and a screw
shaft. The Centrix product alleged to infringe is depicted here ([80], [86]):

Following the judge's conclusions on construction, the Centrix product did not infringe on the normal
interpretation because the integer (8) requiring the screw member to have "a screw head adjacent the
first member head" was not met: the screw head instead adjoined the opposite end of the first member.
Turning to the doctrine of equivalents, and the first reformulated question, the 'inventive concept' was
in issue, although both counsel went forward on the basis that the inventive concept was "the new
technical insight revealed by the invention as claimed, in the context of the specification as a whole, as
it would have been perceived by the skilled person at the priority date".
Judge Hacon noted that the reformulated / Actavis questions require the 'variant' to be identified, and
said that the parties are likely to frame the inventive concept as including the integer(s) missing in the
variant, or not, depending on whether they are the party alleged to infringe or the patentee, respectively.
However, the identification of the inventive concept must be done without reference to the variant
([103]):
"The important point, in my view, is that a correct assessment of the inventive concept cannot
be achieved with the variant in mind. The correct identification of the inventive concept must be
done through the eyes of the skilled person, who has no notion of what the variant is. The skilled
person has only the relevant claim, the specification as a whole and his or her common general
knowledge to work with. Only after the inventive concept has been identified does the variant
and with it the integer(s) in issue come into play so that the three Actavis questions (the
reformulated Improver questions) may be considered."
Judge Hacon said that Kwikbolt's patent was itself of no assistance in determining the inventive concept;
it began with an inaccurate statement of the problem said to be solved.
Kwikbolt's contention as to the inventive concept "conspicuously omitted" integer 8. (It also read onto a
prior art fastener).
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Airbus sought to "hedge its bets", putting forward an inventive concept intended to highlight three
features of claim 1: the bulk of the fastener being below the top surface of the workpiece; the first
member having an elongate body; and the first member being insertable through an aperture in each
workpiece and with its head located against one. The judge disagreed with the third (in Figs of the
patent the first member was only inserted through the upper workpiece), and said the second was
irrelevant.
Judge Hacon noted that in support of Airbus' contention, he was shown a Kwikbolt PCT application that
took priority from the UK application for the patent. Its specification was more developed than that of
the patent. Although the skilled person was not taken to have read the PCT application, Kwikbolt's own
representation provided a "potential guide" as to what the skilled person would have understood the
inventive concept of the patent to be, viewed through the lens of the common general knowledge.
Consistently with the evidence of Kwikbolt's expert, it suggested an advantage of the invention as being
a removable fastener that did not protrude above the surface of the workpiece when in clamping mode
because this reduced complication in the programming of automatic machinery. This was consistent
with Airbus' first feature.
Judge Hacon concluded ([109]):
"I take the inventive concept of claim 1 of the Patent to be the technical insight that a blind
removable fastener having the features of claim 1 will be an improvement over blind removable
fasteners of the prior art in that in clamping mode its upper surface will be substantially flush
with the upper surface of the upper workpiece."
(Actually, this feature could arguably be inferred from other claim integers: integer 3 required a head at
one end of the first member; integer 19 required the head of the first member to be located against a
face of one workpiece).
Judge Hacon's conclusion was that having the screw head adjacent the first member head (in other
words the integer (8) missing from the variant) was an important part of implementing the inventive
concept. Therefore the answer to the first Actavis question was that the variant (the Centrix fastener)
did not achieve the result of the inventive concept at all. There was no infringement on the doctrine of
equivalents.
Airbus' challenges to the validity of Kwikbolt's patent were
unsuccessful. One challenge was of obviousness over
prior art 'Wylie', a UK patent entitled "Improved Clip for
Holding Sheet Metal Together". Clamping of the
workpieces occurred between the head of the split-sleeve
15a and the base of the body 13 (see the figure shown on
the right). Judge Hacon said he found it impossible to
conceive how the Wylie disclosure could be made to work
with the cap and tommy bar (i.e. the screw head) adjacent
the end of the first member which bore against the top
workpiece. Therefore claim 1 was not obvious over Wylie.
Stepping back and looking at the broad configuration of the Wylie disclosure, Kwikbolt's claimed
invention and the Centrix fastener alleged to infringe, one can see the consistency in the findings of
non-obviousness over Wylie and non-infringement by the Centrix fastener.
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In Insulet v Roche43, Pat Treacy gave a beautifully succinct explanation of the basic principles
governing the assessment of infringement ([240]-[241]):
"The correct approach to assessing infringement was set out in the Judgment of the Supreme
Court in Actavis v Eli Lilly. That Judgment was considered and applied in Icescape. In the latter
case at [66], Lord Kitchin (sitting in the Court of Appeal) explained that, following Actavis v Eli
Lilly, two steps may be required when considering infringement:


The first (and always necessary) step is to establish whether there is infringement of
any of the claims as a matter of normal interpretation. Lord Kitchin confirmed that, when
carrying out his exercise (and as previously noted by both Arnold J in Generics v Yeda
and by Carr J in Illumina, Inc v Premaitha Health Plc [2017] EWHC 2930 (Pat)), the
claims are to be construed purposively; the question is whether the product falls
squarely within the wording of the claims as so interpreted. If infringement is established
on that basis, nothing more is required.



If infringement is not established on the ‘normal’ basis following step 1, there may be a
need to consider whether the product nevertheless infringes because the way or ways
in which it departs from the invention are immaterial.

As reiterated by Lord Kitchin, step 1 involves interpretation, while step 2 is a question which
usually requires assessment of the facts and of the expert evidence."
Insulet's patent claimed a device for delivering fluid to a Type I diabetic patient comprising: (b) an exit
port assembly adapted to connect to a transcutaneous patient access tool; (c) a dispenser; (d) a local
processor connected to the dispenser; (e) a wireless receiver; and (f) a housing containing parts (b),
(c) and (d). Integer (g) required the housing to be "free of user input components for providing flow
instructions to the local processor".
Insulet contented that its patent was infringed by Roche's Accu-Chek Solo system, particularly the 'Solo'
micropump device. The Solo device included a 'bolus' button on the housing. (It was common general
knowledge that 'bolus' insulin doses could be administered in anticipation of food about to be ingested).
The bolus button meant claim integer (g) was not met, which took the Solo device outside the scope of
the claim on the normal interpretation – the fact the bolus functionality could be turned off did not matter.
Turning to the doctrine of equivalents, it was disputed whether feature (g) was core to the inventive
concept. The judge explained that the dispute could be boiled down to whether, when identifying the
inventive concept for the purposes of assessing infringement, it was sufficient simply to consider the
overall result to be achieved or whether the means used to achieve the result were also part of the
inventive concept. On this, she said ([279]):
"…the first part of the second Actavis question requires the identification of the inventive
concept not at a high or generalised level, but having regard to means identified in the patent
to achieve the result desired by the patentee. This flows from the language used by Kitchen LJ
in Ice Scape where the phrase “inventive concept” follows and to my mind encompasses not
only the result which is the overall subject of the patent but also to the means by which that
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result is to be achieved…. As Kitchin LJ explained at paragraph 62 of his judgment in Ice Scape,
considering the guidance given by Lord Neuberger in Actavis v Eli Lilly:
“He thought … the Court must focus on ‘the problem underlying the invention’, ‘the
inventive core’, or ‘the inventive concept’. In effect, the question is whether the variant
achieves the same result in substantially the same way as the invention.”
(Emphasis added).
In other words, the result and the means used to achieve it are all part of the inventive concept
and it is on this that the Court must focus when considering infringement."
Having considered the expert evidence, including in respect of the additional costs involved in adding
quick bolus buttons of the type used in the Solo device, she concluded on question 1 as follows ([299]):
"One of the key aspects of the inventive concept is that the device lends itself to being small
(thus wearable) and disposable in nature. Both parties agreed that the reduction in costs
achieved by removing the expensive electronics to the remote control device was a key aspect
of achieving that goal. The patent envisaged that as a result the device covered by the invention
would be low enough in cost to be disposable as explained at paragraph [0014] of the
description (i.e. every two to five days). By contrast, the Solo device continues to have
electromechanical components on its housing which the evidence suggests increase cost and
complexity and the device as a whole is not sufficiently cheap or lacking in complexity to be
disposable in substantially the way envisaged by the patent... In the light of the above, I
conclude that the answer to the first Actavis question is that the Solo device does not achieve
substantially the same result as the invention in substantially the same way."
Back in 2017, following the Supreme Court's rejection of the old Purposive Approach to questions of
construction and infringement, and the introduction of a two-step approach to the assessment of
infringement (including a doctrine of equivalents), while it was clear that the approach to assessing
questions of infringement had changed, it was unclear how often a different outcome would be reached.
In the overwhelming majority of infringement claims decided since then, it has not been apparent that
a different outcome would have been reached on the Purposive Approach.
Against this background, the judgment of HHJ Melissa Clarke in A Ward Attachments v Fabcon
Engineering44 stands out as an example of the new approach to the assessment of infringement (very
likely) changing the outcome of an issue of infringement on the facts. Sadly it also stands out for the
harsh consequences, for one of the parties involved, caused by the change in the law.
Ward claimed for infringement of two related patents about freight container tilting apparatus. Both
shared a priority date in May 2006. The parent granted on 11 May 2011; the divisional granted on 9
January 2013.
Two days after the parent patent granted (and after the divisional had been applied for), Ward sent a
'cease and desist' letter to Fabcon alleging infringement of the parent patent. The letter did not refer to
the divisional. Fabcon replied the following week stating that it did not agree with the assertion of
infringement, giving reasons and offering to arrange for an inspection by Ward. The letter concluded
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that if Fabcon had not heard from Ward within 14 days, it would consider the matter closed. Ward did
not reply.
The evidence of Fabcon's witness of fact inferred that the motivation for the divisional patent was a
realisation on Ward's part that Fabcon's container tilting product did not meet an essential integer of the
invention claimed in the parent patent.
Claim 1 of the parent patent was to a freight container tilting apparatus comprising inter alia:
-

-

a base station;
first and second tilt arms;
a container lock at the first and second ends of each of the first and second tilt arms, each
container lock being configured to engage an end of the tilt arm with a side wall of the container;
and
at least one tilt arm drive configured to pivot each tilt arm relative to the base section, wherein
each tilt arm was directly pivotably connected to the base section at a pivot point (4) between
the container locks at the first and second ends of the tilt arm.

The significant difference in claim 1 of the divisional patent was that rather than the language referring
to the tilt arms engaging with the side walls of the container, the language referred to the tilt arms
engaging with the front and rear end walls of the container.
Fabcon's apparatus was found to infringe the divisional patent on the normal interpretation. However
the divisional patent was found invalid for added matter: the application for the parent patent did not
disclose what the divisional patent taught, namely that the container could be secured to the tilt arms
using the end apertures rather than the ends of the side walls.
By trial, the prior art invalidity challenges against the parent patent appeared, to all intents and
purposes, to have been abandoned. Therefore Ward's claim of infringement of the parent patent was
critical to the outcome of the dispute. Ward did not assert infringement of the parent patent on the
normal interpretation. Its case was based entirely on equivalents.
It was common ground that Fabcon's apparatus achieved the same, or substantially the same, result
as the invention. The question was whether it did so in a substantially different way because of the
manner of the engagement of the Fabcon's apparatus, which was with the front (doors) end of the
container rather than the front end of the side panel.
Having set out the reformulated / Actavis questions, Judge Clarke said that in order to answer the first
question, it was necessary to identify the inventive concept of the parent patent, and this required the
court to look beyond the wording of the claims of the patent. Otherwise, it was just the normal
construction of the patent. Judge Clarke noted that she had made the same point in Excel-Eucan v
Source Vagabond45, and added ([67]):
"As the authors of Terrell point out at 14-33 on page 433, the approach taken by Lord Hoffmann
in Kirin-Amgen Inc v Hoechst Marion Roussel Ltd [2005] RPC 9, who considered that the first
Improver question had to be answered by describing the working of the invention at the level of
generality with which it is described in the claim, was specifically considered and qualified by
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Lord Neuberger at [60] of Actavis when he formulated (or reformulated from Improver) his first
Actavis question."
In other words – in Actavis v Eli Lilly, Lord Neuberger changed the generality at which the inventive
concept was to be identified for the purposes of reformulated / Actavis question 1, compared with how
the inventive concept was considered pursuant to the Improver/Protocol questions when they were
employed in the Kirin-Amgen Purposive Approach.
Judge Clarke noted too that in Icescape, Kitchin LJ described the 'inventive concept' as "the problem
underlying the invention and the patent's inventive core"; and in Evalve v Edwards46 Birss J said "one
should examine what is the problem underlying the invention and how does the patent solve that
problem".
Ward, of course, contended that the engagement of the tilt arm with the side wall of the container did
not form part of the inventive concept; Fabcon contended that it did.
Agreeing with Ward, the judge noted that both parties' experts had been able to identify from the parent
patent specification what they considered to be the inventive core and they had arrived at similar
conclusions. She flagged the importance of expert evidence in this context ([80]):
"…it can be informative for the Court to look closely at what it is about an invention that gives
an expert in this field a ‘buzz’…"
Ward's expert was "clearly energised" by what he considered to be the "brilliance", or the clever bit that
he perceived in the invention, but in his "animated discussion" he did not refer to engagement of the tilt
arms with the side walls of the container. Fabcon's expert opined on what the inventive concept might
be and the benefits of the invention, but in doing so nor did he refer to or focus on the engagement of
the tilt arms with the side walls of the container.
Against this background, and the specification of the patent, the judge concluded that the engagement
of the tilt arms with the side walls was not part of the inventive concept. As the parent patent taught a
number of differing potential arrangements of the tilt arms in different embodiments, further detail in the
defendant's apparatus did not make a substantial difference.
Therefore the first reformulated / Actavis question was answered 'yes'. The second and third questions
were not otherwise contested by Fabcon, so its apparatus infringed claim 1 of the parent patent by
equivalence.
Stepping back, it is notable here that before the Supreme Court's judgment in Actavis v Eli Lilly, the
assessment of infringement on the Purposive Approach was governed by the principles set out in
Catnic47, Improver48 and Kirin-Amgen49. In Wheatley v Drillsafe50 the Court of Appeal held (in agreement
with first instance judge Hoffmann J) that the first Improver question ("Does the variant have a material
effect upon the way the invention works?) had to be answered at the level of generality with which it
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was described in the claim of the patent. In 2011, with the benefit Fabcon's reasons for its apparatus
not infringing the parent patent, Ward did not commence proceedings.
Now, following the Supreme Court's 2017 move in Actavis v Eli Lilly to the two stage approach to the
assessment of infringement, and in the second stage the reformulation of the first Improver question,
the court must look beyond the invention as described in the language of the claim concerned when
identifying the invention/inventive concept. Having commenced proceedings for infringement in 2019,
Ward's claim was assessed pursuant to the Actavis v Eli Lilly approach, and a critical part of the Court's
reasoning finding the parent patent infringed was that the inventive concept was not constrained by the
language of the claim, which referred to engagement with the side walls of the container.
Companies House records51 that for Fabcon Engineering Limited, on 29 September 2021 a liquidator
was appointed. A Ward is listed as a creditor in respect of a legal claim for £550,000. That amount
corresponds to the sum of the damages cap and the costs cap (following a trial of liability) available in
IPEC.
Fabcon ran a defence of estoppel by acquiescence, but it was unsuccessful: an element of the tort is a
representation or assurance made to the party asserting acquiescence, and this was not established
by Ward's failure to reply to Fabcon's 2011 letter responding to Ward's cease and desist letter.
Judge Clarke noted that no defence of laches was pleaded or argued, despite Fabcon's submissions
about the unconscionability of the claimant's delay in bringing the proceedings. Laches is an equitable
defence available against unreasonable inaction by the claimant after the infringement of rights has
already taken place. It does not necessarily operate as an absolute defence to a claim; it may merely
bar the award of an injunction or impact damages awarded in lieu, but its potential use in the context of
a delayed claim after a transformative change in the law was sadly not tested in Ward v Fabcon.
The third reformulated/ Actavis question and Formstein
A short point arose in the context of the doctrine of equivalents in IPCom v Vodafone52. IPCom's
telecommunications patent concerned the control of access to the 'random access channel' (RACH) in
UMTS (3G).
One claim integer (as amended) required two checks: is there a user class?; is the user class privileged
or normally privileged? This was not infringed on the normal interpretation by the (only) one check in
LTE (is the mobile associated with a privileged user class?). However, on the doctrine of equivalents,
essentiality was found.
The key point was the third reformulated / Actavis question (i.e. would such a reader of the patent have
concluded that the patentee nonetheless intended that strict compliance with the literal meaning of the
relevant claim(s) of the patent was an essential requirement of the invention?).
Arnold LJ agreed with the judge that the skilled reader was deemed to know that claim 1 had been
amended in order to ensure the validity of the claim. He continued ([102]):
"On that basis, the skilled reader would appreciate that the problem with the unconditionally
amended claim was what it disclosed compared to the application, a problem that was cured
51
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by the conditionally amended claim. As Lord Neuberger explained in Actavis at [74], however,
one should not confuse the disclosure of a patent with the scope of protection of the relevant
claims. In my judgment the skilled reader would not conclude from the mere fact that the
disclosure of the Patent had been pegged back to what was disclosed in the application that
this limited the scope of protection of the conditionally amended claims to two checks. The
argument advanced by counsel for Vodafone in this case is an argument of the same genus
as, and a weaker one on the facts than, the one that he successfully overcame in the Supreme
Court in Actavis."
This was not the first time it had been indicated that there is no squeeze between added matter and the
doctrine of equivalents; nor was it the last in 2021. Birss LJ made a similar point in Facebook v Voxer53.
Voxer claimed that Facebook's live broadcast features implemented in the iOS Facebook App, the iOS
Instagram App or the Facebook website on a PC, infringed its patent. Voxer's patent, as proposed
unconditionally to be amended, was found invalid for obviousness over prior art. Therefore Birss LJ's
reasoning on the doctrine of equivalents was obiter. Nevertheless he made a couple of notable points.
First, if the proposed amendments to claim language are for technical disclosure reasons (not to avoid
prior art) the added matter problem sought to be avoided does not operate as a squeeze on the
operation of the doctrine of equivalents, for example by forcing question 3 to be answered against a
finding of infringement by equivalents.
Second, and more significantly, Birss LJ expressed the view that if, on the facts of a case, the operation
of the doctrine of equivalents would extend the scope of the claim such that it encompassed something
obvious over or anticipated by the prior art, this should prevent the doctrine of equivalents from
operating to reach a finding of infringement of a valid patent.
This second point is one that has been perplexing patent lawyers since the Supreme Court's judgment
in Actavis v Eli Lilly. A long-standing principle of English law is that anyone is entitled to feel secure if
they know that that which they are doing differs from that which has been done of old only in nonpatentable variations. The principle was expressed by Lord Moulton in Gillette v Anglo-American54
(1913) and re-stated by Lord Hoffmann in Merrell Dow55 (1995).
Birss LJ said that in view of Gillette, in a case in which the alleged infringement can be shown to be
obvious over the prior art at the priority date, either the claims must not cover it as a matter of
construction or they are invalid. Either way, the alleged infringer must win and the patentee must lose.
As to whether the principle should apply in when infringement is found on the doctrine of equivalents,
Birss LJ said ([210]):
"One might think it is obvious that this should apply to equivalents cases too, and so it should.
The question is how."
He noted that while Gillette is a useful principle, it has always been recognised in this jurisdiction that
both sides and the public usually need to know whether the answer is 'valid but not infringed' or 'invalid'.
Either answer can be justified logically. If the matter were free from authority, then ([211]):
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"…given the way the scope of the claim is defined in the EPC itself, one might think the invalidity
approach is a purer application of the letter of the law. After all it is how equivalents worked
when they were taken into account as part of purposive construction before Actavis."
Birss LJ noted that Formstein56 was a German case in which the Gillette principle was applied in the
context of an infringement case to conclude the claim should be held to its normal construction rather
than being found invalid. This made "enormous practical sense" in the context of the bifurcated German
system, but the approach had since been followed in the Netherlands (Eli Lilly v Fresenius57 – in which
the Dutch Court of Appeal in effect treated Formstein as a fourth question). In the US, a doctrinally
different but similar result was achieved by the CAFC's judgments in Jang v Boston Scientific58 and We
Care v Ultra-Mark59).
In the UK, Formstein was recognised as a possible way forward in Technetix v Teleste60 and E. Mishan
v Hozelock61 but no court had actually had to confront the issue. Birss LJ then indicated what he would
do, if he needed to ([216]):
"As things have turned out in this case, I do not have to do so either. However, if I did have to
decide the matter, I would hold that the right approach is the Formstein approach so that the
conclusion if the equivalent device lacks novelty or is obvious is that the claim scope must be
confined to its normal construction in that respect. I would do so for two reasons. If the claim
on its normal construction is valid, then it seems harsh to invalidate it on this ground. What
else could the patentee do but write their claim in a way which, normally construed, did not
cover the prior art. So that approach promotes certainty. Secondly, since it is clear that other
EPC countries work that way, this is a reason in itself for this EPC state to take the same
approach."
The same issue arose, in the context of arguments about anticipation, in Optis v Apple (25 June
2021)62, and is discussed below (in section 3.b.). The Optis v Apple case looks like it is heading to the
Court of Appeal, so the point may well get further scrutiny in 2022.
German law on infringement of medical use claims
Finally, it would be remiss to move on from infringement without noting a judgment of HHJ Hacon in
Royalty Pharma v Boehringer Ingelheim63. In the context of a contractual dispute, Judge Hacon was
called upon to determine issues of infringement of German patent law, in particular whether the German
designation of a European patent would have been infringed in Germany absent a licence. The claims
concerned were in EPC 2000 form (i.e. X for use in treating disease Y).
Therefore, in light of the expert evidence in the case, Judge Hacon explained the current law in Germany
on the interpretation of EPC 2000 claims, the relevant provisions of the German Patents Act of 1980 –
basically those equivalent to section 60(1) (the direct infringement provisions) of the 1977 Act in the
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UK, how those provisions were applied in the context of EPC 2000 claims and therefore whether on the
facts of the case the manufacture in Germany in question amounted to infringement.
The judgment is of real interest to patent lawyers in the UK because of the uncertainty left in this area
by the Supreme Court's differing and obiter judgments on infringement in the Warner-Lambert v
Generics64 case. We will likely need to revert to it another year, as and when a suitable dispute arises,
so will leave discussion of the detail until then.

c. Defences, acts of infringement, stays and evidence
Acts of infringement
Promptu v Sky65 concerned Promptu's patent to a method for speech controlled delivery of cable TV
and video content. The patent was found invalid for obviousness, so the reasoning on infringement
was obiter, but an interesting point arose.
Sky having lost on the construction points, it accepted that the Sky Q system fell within the scope of the
claims, so far as their meaning was concerned. However, some steps in Sky's 'SkyQ' subscription TV
system were performed in the UK and others were not. In particular, the automatic speech recognition
(ASR) function provided by Google which turned voice data into text was sometimes performed in the
UK and sometimes not, and Sky did not know where the function was performed for any given instance.
Having considered the reasoning of Aldous LJ in Menashe v William Hill66 (Aldous LJ), Arnold LJ in RIM
v Motorola67 and Henry Carr J in Illumina v Premaitha68, Meade J said ([161]-[163]):
"In my view, the principles derivable from these cases are that (a) the Court’s task is to identify
by whom and where, in substance, the method is being used; and (b) it is relevant to take into
account that for some steps it simply may not matter where processing power is located.
In the present case, all features of the claim except the speech recognition and content engine
access take place in the UK. The method is, overall, a method of using a back channel which
takes place at the wireline node, i.e. at the “server” end, remote from the user. User input
triggers part of the method, i.e. sending data from the user end identifying the user, but it is not
the user who puts the method into effect.
The central part of the processing at the server end is the partitioning of incoming signals on
the back channel and subsequent provision of the unique recognised speech content response
and individual delivery of services accordingly. Content engine access and speech recognition
are subordinate and in the Sky Q system are essentially sub-contracted; I consider that it is a
matter of indifference where those two functions take place, an impression that is fortified by
the fact that Sky do not even know where the ASR takes place for any given user interaction."
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Therefore, overall, the judge was satisfied that the method was performed, in substance, by Sky, in the
UK.
The case name Anan Kasei v Neo may be familiar, for example for the Court of Appeal's 2019 judgment
renaming 'ambiguity' insufficiency as 'uncertainty' insufficiency69. In 2021, the quantum stage of the
case has resulted in four published judgments. Anan Kasei v Neo (4 May 2021)70 revisited admissions
made much earlier in the case on whether certain acts amounted to 'importing' and 'keeping'.
Neo had made admissions in its pleaded defence that meant that liability would be established if the
validity of the patents was upheld (as did happen). The admissions concerned the importation, keeping
and sale of two different products sold on a commercial basis, development samples that were not sold
but were imported and kept for the purpose of being evaluated by a customer, other development
samples that were disposed of, and further samples kept for Neo's own purposes.
From September 2020, Neo's position appeared to change, and in February 2021 it applied to the court
to withdraw/disclaim reliance on earlier admissions (without identifying which admissions). Neo
contended that there was no substance to the admissions previously made and Anan Kasei/Rhodia
(collectively, 'Rhodia') could not reasonably have relied upon them. Neo's position was that there was
nothing stated about the quantum of the admitted infringement and therefore nothing that could bind
Neo at trial even if permission to withdraw the admission were to be refused (the quantum point); and
the admissions were not specific about whether there was product exported to Germany or to a third
state, as distinct from product that was disposed of in the UK, and so Rhodia could not have understood
that an admission was being made that bringing product into the UK for the purpose of then exporting
it was an infringing act (the sufficient information point).
In the quantum case, Neo denied that it was an act of infringement to bring product to bonded
warehousing either for export and/or releasing from there for circulation in the EU, or for keeping there
without releasing for circulation in the EU. (At the time the relevant acts occurred, the UK was a Member
of the EU and therefore within the Community Customs Code).
Fancourt J was clear that Neo's position represented a significant change in its pleaded case. He
rejected Neo's argument that it was entitled to withdraw its admissions because they were ambiguous
or did not amount to anything of substance. However he concluded that he was persuaded, by a fine
margin, to permit Neo to withdraw its admissions pursuant to CPR Part 14 (14PD paragraph 7). There
was a strongly arguable case that Neo's admissions were wrongly made in law (assuming the facts
were found in Neo's favour), and in view of this it would be "harsh" to prevent Neo, nine months from
trial, from taking points of law that might enable it to succeed.
Neo would have to bear any costs of the proceedings identified as wasted as a result of the admissions
it had made, and the costs of the application for permission to withdraw them, which should have been
made in January 2020.
Stays
2021 saw just one judgment addressing a question of whether proceedings should be stayed pending
the outcome proceedings in the EPO. (There were some judgments on whether proceedings should be
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stayed on for forum non conveniens or on case management grounds in SEP/FRAND disputes – these
are discussed in the 'FRAND' section, '2.f.' below).
In Neurim v Generics (t/a Viatris) (29 October 2021)71 another new patents judge, Ian Karet, gave a
clearly reasoned judgment refusing Generics' requested stay of the English proceedings pending final
determination of the validity of the patent in the pending EPO opposition proceedings.
The factual background to the application before Mr Karet was complex. It included that in late 2020,
Marcus Smith J had held a related Neurim patent to be valid and infringed 72 but shortly afterwards the
patent was revoked by the EPO. In May 2020, Neurim's divisional patent granted and Neurim
commenced new proceedings for infringement. In Neurim v Generics (t/a/ Mylan) (2 August 2021)73
Mellor J concluded that Neurim should have the opportunity to establish its patent right by way of a trial
of preliminary issues; and that the trial should be expedited. Generics nevertheless pursued its
application to stay the proceeding.
Upon the evidence before the court, the judge noted that with expedition, the EPO position could be
resolved in 2024; without expedition it would be 2025-2027. Assuming there would be expedition, if the
UK case did not continue then Neurim would not obtain a final injunction because the patent would have
expired.
Applying the principles explained in the Court of Appeal's judgment in IPCom v HTC74, Mr Karet
concluded that the balance of justice lay on the side of allowing Neurim to continue on the course of
action ordered by Mellor J. Neurim had offered an undertaking to repay damages or profits (should the
patent subsequently be invalidated by the EPO) and that dealt with a significant element of Mylan's
argument about potential irrecoverable losses if no stay was ordered. The judge declined to hold that a
patentee opposing an application for a stay should offer to make good all the defendant's losses in the
event a final injunction was ordered in the UK that was discharged on the later revocation of the patent
by the EPO. Some certainty, sooner rather than later, and somewhere rather than nowhere, was, in
general, preferable to continuing certainty everywhere. He noted that if a stay was granted Neurim
would not be able to obtain a final injunction at all because the patent would expire, so allowing the
proceedings to continue offered a chance of increased certainty at an earlier stage; and in fact only the
route ordered by Mellow J afforded Neurim some chance of obtaining final relief during the term of the
patent.
Therefore in the circumstances of the case, the balance of justice lay on the side of refusing Generics'
request for a stay.
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Evidence
Before discussing the key points emerging in respect of evidence in patent cases, a wise opening
paragraph in a commercial property judgment is worth capturing. In Ahuja v Victorygame75, Judge
Hodge QC said:
"In his farewell speech from the Delhi High Court, Justice J.R. Midha is reputed to have said
that: "In the Court of Justice, both the parties know the truth; it is the judge who is on trial."
Never has that perceptive observation resonated more fully with me than in the present case,
where both parties have signally failed to assist the court by calling evidence from three highly
relevant potential witnesses, in breach of their duty under CPR 1.3 to help the court to further
the overriding objective to deal with the case justly and at proportionate cost. As a result, this
is not so much a case of "Hamlet without the Prince" as one of Hamlet without any of Polonius,
Gertrude or Laertes (or Rosencrantz and Guildenstern without Hamlet, Claudius or the Player)."
Although evidence of fact is not needed in many patent disputes, the expert evidence is crucial to the
outcome of almost every patent dispute that reaches a trial on infringement and/or validity.
In several cases in 2021, judges made clear that the role of an expert is to teach / educate the court on
the technology concerned from the perspective of the notional addressee of the patent / the 'person
skilled in the art', not to approximate the person skilled in the art. The assessment of expert evidence
in patent cases is therefore not an exercise in determining which expert in fact approximates more
closely to the skilled person. On this see, for example, the reasoning in Coloplast v Salts76, Philip
Morris v Rai77, Alcon v Actavis78, Promptu v Sky79 and Optis v Apple (25 November 2021)80).
Nevertheless, in order to put themselves into the position of the person skilled in the art and assist the
court accordingly, the expert needs to be suitably on top of the relevant technology as at the relevant
date. An example of this going wrong may be found in Meade J's judgment in Optis v Apple (25
November 2021), which followed 'technical' trial 'C' in that multi-patent SEP/FRAND dispute. Optis'
expert had already given expert evidence in the case, in trial 'B', on how ETSI worked and how its IPR
Policy had developed; and Meade J had said she was an "excellent, well qualified witness who
supported her opinions with careful and complete analysis of the facts"81.
However in trial C, the same expert's evidence was in respect of the technical issues in the case. Meade
J said that he remained of the view he had formed in the earlier trial of the expert's personal qualities,
but in trial C she had been "materially outside her area of expertise". Her unfamiliarity with certain
aspects of the relevant technology led him to conclude that her evidence was of extremely limited help
on the key issues in trial C. For example, she made errors in modular arithmetic in her written evidence
and actively put forward ideas based on modular arithmetic that were wrong. She also put "far too much
emphasis" on the secondary evidence, often addressing what the person skilled in the art would do or
think first and foremost by reference to what a specific person had done or said, without adequate
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caution about whether that person was representative of the skilled person and without really
addressing what the notional skilled person would do, or think.
As a result, the judge said that in general it was the evidence of Apple's expert that he preferred. Optis'
three related patents were found invalid for obviousness.
In contrast, in Interdigital v Lenovo (29 July 2021)82, HHJ Hacon considered both parties' experts to
be "exemplary" witnesses, "very well informed on the technology, as one would expect, giving clear
answers to the questions put to them where they felt able to do so". In light of that evidence, the judge
concluded that Interdigital's patent was valid and essential to LTE release 8, and therefore infringed.
The overriding duty of an expert is to help the court on matters within their expertise (as set out in CPR
Part 35). It is unusual for the inventor of the patent in issue to give evidence in a patent dispute in the
UK (unless the dispute is about inventorship/entitlement). It is even more unusual for the inventor to
give expert evidence. The role of an expert being to educate the court about the knowledge and
perspective of the notional, uninventive 'person skilled in the art', the difficulty in taking on this role for
the individual who by definition is inherently more inventive than the notional 'person skilled in the art'
is readily apparent, aside from their duty under Part 35. Imagine the position, therefore, for an individual
inventor and owner of the patent in issue, who also gives expert evidence to the court.
Such a person tried doing this in Tehrani v Hamilton83, and came unstuck. Judge Hacon said that
Professor Tehrani did not give him confidence that her evidence was accurate and objective, in
particular ([7]-[9]):
"I am sorry to say that Professor Tehrani did not provide the necessary indication of her
objectivity. I think that she came to court to argue her case and that her evidence was given in
that spirit. I do not suggest that Professor Tehrani had the intention of misleading the court,
but it was my strong impression that she could persuade herself of the truth of matters that
fitted her view of the case. It does not follow that she was wrong about such matters. However,
I was not always sure that what she said was fair and accurate.
I give an example. Professor Tehrani alleged that the work done by two teams who published
papers, each of which was pleaded as an item of prior art, contained false research which had
been forged. Three of the four members of one of those teams were physicians at Harvard
Medical School. The other paper was written by an engineer from the Department of Electrical
Engineering at the University of Wyoming and a physician at the Alaska Native Medical
Center. Irrespective of the relevance of these allegations, they were serious, inherently unlikely
to be true and were not shown to be true. Yet I do not doubt that Professor Tehrani believed
her allegations to be accurate.
I give a second example. In her first witness statement Professor Tehrani set out propositions
which, she said, were part of the common general knowledge of the skilled person at the priority
date. They were not supported by references to textbooks or anything else, they were just
assertions. When challenged about this in cross-examination, her answer was to dismiss the
idea that she had to support anything that was so obviously accepted by everyone in the field."
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In contrast, Hamilton's expert, a Professor at Aalborg University in Denmark, was "an impressive and
helpful witness". Professor Tehrani's patent was found invalid for lack of novelty and obviousness in the
final patents judgment of the year.
The penultimate judgment of the year also included an important point relevant to expert evidence, and
its preparation. In Illumina v Latvia MGI (17 December 2021)84, the Court of Appeal dismissed MGI's
appeal against Birss J's January 2021 judgment85 concluding that four of Illumina's five patents in issue
were valid and infringed. We will revert to the reasoning in the case, particularly in the context of
sufficiency, below. The point relevant to evidence is buried within Arnold LJ's judgment in the Court of
Appeal. It flags a need for legal advisers to consider carefully whether legal tests for validity generally
– and in particular priority, sufficiency, obviousness and added matter - should be addressed, and
evidence prepared accordingly, by reference to the contents of the application for the patent as filed,
rather than by reference to the patent as granted.
With reference to his own 2014 first instance judgment in Idenix v Gilead86, Arnold LJ said ([99]-[100]):
"It may be noted that I stated at first instance in that case at [178] that:
“…. the question of plausibility must be tested by reference to the contents of the
Application. If the claimed inventions are only plausible when considered by reference
to the contents of the Patent, and not when considered by reference to the contents of
the Application, then it must follow that the Patent is invalid for added matter.”
When asked about this, counsel for Illumina’s initial response was to submit that this reasoning
did not apply to priority. I do not understand why there should be any difference between priority
and added matter in this respect, however, given that the legal tests are largely, if not entirely,
the same: see Unwired Planet International Ltd v Huawei Technologies Co Ltd [2015] EWHC
3366 (Pat) at [106]-[107] (Birss J). So too is the underlying rationale of preventing patentees
from obtaining an unwarranted advantage by subsequently adding subject-matter not disclosed
in the priority document (priority) or in the application as filed (added matter): compare Birss J
in Hospira v Genentech at [149] (priority) with Jacob LJ in Vector Corp v Glatt Air Techniques
Ltd [2007] EWCA Civ 805, [2008] RPC 10 at [5]-[8] (added matter). This is another way in which
the law gives effect to the fundamental principle articulated by the Technical Board of Appeal
in T 409/91 EXXON/Fuel oils [1994] OJ EPO 653 at [3.4], cited with approval by Lord Hoffmann
in Biogen v Medeva at 49 and by Lord Sumption in Warner-Lambert v Generics at [17], that
“the patent monopoly should be justified by the actual technical contribution to the art”. As I
understood his later submissions, counsel for Illumina accepted this in cases of “predictive
claiming”.
Heed should be paid to this when drafting evidence for, and advising in respect of, patent disputes.
Finally on evidence, there are some procedural points to note.
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First, concerning experts wanting to give evidence to the English court remotely, while physically located
in another country. It is somewhat ironic that this point emerged in the final weeks of the transition
period governing relations between the UK and the EU.
The Patents Court, a part of a common law, accusatorial legal system that hears cases heavy in expert
evidence, has long been open to the use of technology to assist with the giving of expert evidence. For
example, international videoconferencing was used in the Patents Court in 1999 in Nutrinova v
Scanchem87 with witnesses physically located in China.
Council Regulation (EC) 1206/2001 of 28 May 2001 on cooperation between the courts of the Member
States in the taking of evidence in civil or commercial matters entered into force on 1 July 2001 and
applied from 1 January 2004. It applies in the EU (and applied in the UK until 31 December 2020) in
civil and commercial matters where the court of a Member State, in accordance with the provisions of
the law of that State, requests inter alia to take evidence directly in another Member State.
The existence of the Regulation, and its relevance when evidence is given to a court in a patent dispute,
is better understood when it is recalled that many legal systems in Member States of the EU have an
inquisitorial tradition. In inquisitorial legal systems the taking of evidence by a court forms a part of the
court's exercise of its jurisdiction to investigate and decide on a matter. In contrast, in common law,
adversarial systems, it is the opposing sides that bring the evidence to the court and contest the case,
the judge's role being to moderate and determine the points of dispute.
The detail of the Regulation is, on its face, concerned with the requests by the court of a Member State
for the competent court of another Member State to take evidence. Nevertheless, article 1 also states
that the Regulation applies where the court of a Member State requests to take evidence directly in
another Member State.
The Hague Convention On The Taking of Evidence Abroad in Civil or Commercial Matters (concluded
18 March 1970) makes a similar sort of provision. It states that in a civil or commercial matter, a person
duly appointed as a commissioner for the purpose may, without compulsion, take evidence in the
territory of a Contracting State in aid of proceedings commenced in the courts of another Contracting
State if a competent authority designated by the state where the evidence is to be taken has given its
permission and the terms of any permission are complied with.
Someone decided to make things complicated in Illumina v Latvia MGI88, in which the trial was
conducted in a hybrid format. The upshot was that the judge recorded ([21]):
"All bar one of the witnesses gave their evidence remotely. For the two witnesses giving
evidence from Germany (Prof Dr. Marx and Prof Johnsson), suitable arrangements were made
with the Amtsgericht Freiburg im Breisgau pursuant to Art. 17 of the Council Regulation (EC)
No. 1206/2001 so that the witnesses could give their evidence by video link from Germany. For
Prof Winssinger in Switzerland, arrangements were made with the Swiss Federal Dept of
Justice and Police in the relevant Canton (Vaud) under Art. 17 of the Hague Convention (1970).
I am grateful both to the Freiburg Court and the Swiss FDJP for their assistance in this matter.
The defendants’ legal teams left it far too late to make these arrangements and it was only with
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the assistance and cooperation of those authorities (and the efficiency of the Masters of the
Queen’s Bench Division) that the arrangements were made in time."
Other witnesses in the case were noted in the judgment as based in the UK or the US.
Forewarned is forearmed. In Interdigital v Lenovo (8 February 2021)89 HHJ Hacon gave permission
for Interdigital's expert to give evidence by video from Germany, provided the competent authority in
Germany first gave permission. He noted that a lively debate continued as to whether the permission
of the court in Germany was needed, but was of the view that a risk existed that if the English court
gave permission for oral evidence to be obtained by video from Germany without the permission of the
German court, it would lead to a breach of German law.
The second procedural point to note concerns material to be put to a witness (including an expert
witness) in cross-examination. It was highlighted in Kwikbolt v Airbus90. With reference to the Patents
Court Guide (paragraph 14.9), Judge Hacon, sitting in IPEC, said ([17]):
"…litigants should be aware that in this court any party intending to rely on a cross-examination
bundle should give the witness adequate notice of the bundle, which will normally be at least
48 hours, and should inform both the court and the opposing side of the exceptional reasons
which justify the late introduction of new documents into the case."
Confidentiality
A trend apparent in 2021 has been the determination with which litigants have pushed and explored the
extent to which they can maintain confidentiality in, or force the disclosure of, highly sensitive
commercial information in the course of litigation. Disputes about where the balance should lie in any
particular case have long been a feature of patent litigation, but until recent years most of the case law
addressing the principles emerged in the context of disputes about technical information or 'knowhow',
such as might be relevant to a manufacturing process. Part of the reason for the activity in this area in
recent years has been the rise of standards essential patent litigation: confidentiality issues, particularly
about licences with third parties that might or might not be a useful comparable, have been hotly
contested in the context of disputes about 'FRAND' – what is 'fair, reasonable and non-discriminatory'.
Confidentiality disputes can arise in the context of different stages of the litigation process, for example
pleadings, disclosure, expert reports and trial. At different stages, different procedural rules may be
applicable, therefore the particular rules considered in different judgments addressing confidentiality
issues can vary. Nevertheless, a well-developed picture is emerging of the principles governing the
approach more generally to the management of confidentiality that will be taken by the courts in the
course of litigation.
The starting point remains two features of a common law trial identified by the Supreme Court in AlRawi v The Security Service91 as fundamental to our system of justice: open justice; and natural justice.
Open justice requires the conduct of a trial to be in public, as "one of the surest guarantees of our
liberties". Natural justice requires a party to know the case against them and the evidence on which it
is based, and to have the opportunity to respond to any such evidence and to any submissions made
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by the other side. However, in Al-Rawi the Supreme Court also recognised that where the whole object
of the proceedings is to protect a commercial interest, full disclosure may not be possible if it would
render the proceedings futile, and this problem occurs in intellectual property proceedings.
In 2020, the Court of Appeal provided some much needed guidance on the applicability of the general
principles in intellectual property litigation in OnePlus v Mitsubishi92 (a SEP/FRAND dispute). Floyd LJ
made clear that the court should not facilitate the granting of a competitive advantage, and accordingly
inflict a competitive disadvantage, unless justice required such a course to be taken. Additionally, it may
be relevant at what stage of a case the terms governing any confidentiality arrangements are
considered, as might the structure and organisation of the receiving party.
Floyd LJ explained that in the context of discovery, it was not wrong in principle for prima facie highly
confidential documents to be disclosed first on an 'external eyes only' basis. In particular, the sharing
of pricing information could contravene competition law, so the court ought not to facilitate it by means
of the disclosure process unless it was impossible to do so.
The Mitsubishi v OnePlus case was in the context of the relatively early-stage management of the
documentary disclosure process in the FRAND dispute. It demonstrated that in cases involving highly
sensitive material the misuse of which would confer a competitive advantage on the recipient or a
competitive disadvantage on others, the court will be sympathetic to the use of 'external eyes only'
arrangements, at least in order to facilitate the filtering of broad disclosure material. It left open what
should happen after that.
Against that background, a number of disputes about confidentiality fell to be considered by the Patents
Court in 2021.
On 19 January 2021, two judgments addressing confidentiality arrangements were handed down. In
Interdigital v Lenovo (19 January 2021)93, Birss J declined to order the disclosure sought (on a 'legal
eyes only' basis i.e. to Lenovo's external advisers but not to Lenovo itself) by Lenovo of royalty
information. He accepted that it was necessary to be able to "unpack" licences but was not persuaded
that the gaps in the information available through public sources were so significant as to make it
impossible for the court to produce a fair estimate. He also commented that the fact Lenovo sought
disclosure on a legal eyes only basis did not mean that it should be done: there was significant value in
terms of open justice in producing a decision in this case based on information which was publicly
available.
The dispute in Facebook v Voxer (19 January 2021)94 concerned who should be included in a
confidentiality club for visibility of Facebook's product and process description. (PPDs are routinely
provided in lieu of disclosure on issues of infringement). Voxer's UK solicitors, based in London, did
not include any patent specialists. The technical and patent law aspects of Voxer's UK patent litigation
work were being handled by personnel in the same firm in the US, who were supporting the lawyers in
London and lawyers in Germany in respect of litigation there. Voxer did not press for access to the PPD
to be given to the solicitors in London, but sought access for the US lawyers.
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Meade J noted the substantial difference between the patent litigation systems in the UK and Germany,
and said that it was "unsurprising and more or less inevitable" that Voxer had had to back off from its
earlier position that its lawyers in Germany should have access to the PPD. He permitted an individual
in the US to be given access to the PPD but on the condition that they only communicated with the
German team in such a way that the solicitors in London would be aware of the communications (i.e.
copied on any emails and participating in any calls).
The judgment in Optis v Apple (1 July 2021)95 is worth noting but can be explained briefly. In the
FRAND dispute in the case, the court refused infringing implementer Apple's request for disclosure to
be ordered of a licence entered into by Apple and a third party earlier in the year. The third party, which
had the benefit of confidentiality provisions in the licence, opposed the application. Marcus Smith J's
reasoning explained the following factors as relevant to the court's balancing exercise: that the licence
had been entered into after the disclosure process in the litigation had begun, and therefore the
confidentiality obligations that Apple assumed were in circumstances where the need to deploy the
licence in the litigation was known to Apple, at least as an organisation; that Optis had expressed no
interest in seeing the licence; and that on the evidence in the application the judge was not satisfied
that the licence was as relevant and important to the comparables as Apple said it was.
Also notable, in Godo Kaisha IP Bridge 1 v Huawei (22 October 2021)96, following the case
management conference, Huawei sought re-designation of the confidentiality level applicable in that
case to two (of three) licences relied upon by IP Bridge in its FRAND statement of case as being a
comparable.
In respect of one licence ('Licence C'), the judge said the counterparty made "persuasive" submissions
explaining why the information in it deserved a significant degree of protection. Mellor J expressed the
view that it was "untenable" that the FRAND trial should take place without anyone at Huawei ever
seeing comparable Licence C. Therefore notwithstanding its accepted sensitivity, the judge directed for
the identification of appropriate personnel at Huawei and for them to be given access to Licence C on
a supervised, read-only basis subject to a 5-year undertaking not to participate in, or advise upon any
present, ongoing or future licensing negotiations involving Counterparty C on the one hand and Huawei
on the other.
The other licence ('Licence A') was re-designated to a confidentiality tier that enabled it to be disclosed
to the four individuals at Huawei who were nominated in that designation and had given the required
undertakings.
Reverting to the question left open following the Court of Appeal's November 2020 judgment in
Mitsubishi v OnePlus – the approach to confidentiality later in the litigation process – late in 2021
judgments emerged in two cases ahead of trials scheduled for early 2022.
The trial scheduled in the Anan Kasei v Neo (22 October 2021)97 dispute was a damages inquiry. In
October 2021, exchange of evidence was imminent. Certain information in dispute had been disclosed
by Anan/Rhodia to Neo on an external eyes only (EEO) basis. Neo wanted its instructing individual Mr Morris - to be given access to the information on a read-only basis subject to the undertakings he
had already offered. Mellor J agreed with Anan/Rhodia that Mr Morris should only be given access to
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the relevant information if he gave a "Wassmann" undertaking, for now, but indicated that the
arrangements would need to be revisited at the pre-trial review. The 'Wassmann' undertaking already
given in the case, by Anan/Rhodia's expert, was in the following form ([5]):
"not to have any involvement (either directly or indirectly) in current, pending or future
commercial negotiations and/or discussions with Party B relating to rare earth oxides, including
without limitation high surface area cerium oxide products or any substitute for such products."
A third document (not previously given to Neo's representatives) was ordered to be disclosed on an
EEO basis.
Exchange of fact evidence proceeded, but Neo did not offer its expert report for exchange. Neo said
that its COO, Mr Morris, was not able to approve the report for service, because the EEO information
in the case had not been disclosed to him. In a further judgment, Anan Kasei v Neo (6 December
2021)98, Mellor J considered whether all the information still designated EEO should now be disclosed
to Mr Morris, as Neo contended it should be. His reasoning seems to amount to the first consideration,
at least in an IP case, of whether the court may prevent instructing personnel at one party from
accessing EEO material in the case in the run up to and throughout trial.
Mellor J rejected Neo's contention that the court had no jurisdiction to deny a party access to the
evidence at trial, or that any such jurisdiction was so exceptional as to be largely of theoretical interest
only. He explained ([37]):
"In my view, the Court has jurisdiction to strike an appropriate balance between the requirement
to enable a party to participate in a meaningful manner in the lead up to and during the trial, on
the one hand, and, on the other, the requirement to give appropriate protection to confidential
information."
Having considered the facts relevant to the striking of a balance in the case, Mellor J said that he fully
accepted that Neo, via one or more representatives, must be able to see all the material deployed at
trial, including materials yet to be served, so that it had the ability to participate in a meaningful way in
the lead up to the trial. However, this did not necessarily mean that all the EEO material in the case
must be disclosed to Mr Morris, whether on the terms which Neo were prepared to accept or some
other terms.
Mellor J viewed the approach of Neo and Mr Morris, throughout, as having been "unyielding", with a
single-minded focus on securing access by Mr Morris to all the EEO material, "akin to holding a gun to
the head". Mellor J said that he continued to approach the dispute on the assumption that Mr Morris, a
lawyer of 17 years' experience before he joined Neo, would not wilfully misuse confidential information
that he had access to but he had had cause to question it because of the stance taken.
In particular, the undertakings offered by Mr Morris, in the context of Neo's request for access to all
EEO material, were designed to give him the ability to negotiate and advise on deals and other
commercial arrangements involving inter alia non-price terms in respect of 'HSA cerium oxide' products
and all terms in respect of all other products (including mixed oxide products). Anan/Rhodia's evidence
was that the EEO material would give Mr Morris a lot of information about its (particularly sensitive)
mixed oxide business. Anan/Rhodia's witness said that if the boot was on the other foot he would find
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it "pretty much impossible" to do his job in providing input and advice in respect of deals with customers
while at the same time complying with an obligation not to use disclosure material. Mr Morris/Neo gave
"no response whatsoever" to this evidence. Neo's response was also lacking in other ways, for example
by not addressing the adequacy of previous measures or whether difficulties had been experienced
completing Neo's expert report in chief (a purported basis for the application being made).
Mellor J said he was minded to permit up to two representatives of Neo to have access to witness
statements, expert reports, exhibited documents and documents included in trial bundles. However, if
Neo elected to nominate Mr Morris as one such representative, before being given access to the
unredacted documents he would need to undertake "not to play any part in discussions or decisions
relating to the setting of the price of mixed oxide products for supply to Party B for a period of 5 years
from the end of the calendar year in respect of which he receives details or data of Rhodia's pricing of
such products (other than HAS Cerium Oxide) which is designated EEO Highly Confidential to Rhodia".
For other individuals, the undertaking needed would be in 'Wassmann' form.
A slightly different approach was taken ahead of the scheduled trial in Interdigital v Lenovo (26
November 2021)99. Previously, a three-tiered confidentiality regime had been established. The parties
agreed that: there should be a further confidentiality tier, intermediate between the middle and higher
tier of the existing regime in which a limited number of named specified persons of the parties would be
included; and that the disclosees should not be involved in any licensing negotiations for a specified
period. However, the court was called upon to settle the details. Mellor J concluded that Lenovo could
include two non-licensing individuals in the new tier, and that the bar on the individuals later becoming
involved in licensing should continue for 5 years. The patent licence agreements in the case that were
not relied upon in the expert evidence would not be moved to the new tier unless and until they were
included in agreed trial bundles.
Defences
In 2021, in IPCom v HTC100, the Court of Appeal allowed IPCom's appeal against the Patents Court's
conclusion that aspects of Vodafone's infringement benefited from the crown use defence. The wide
interpretation of the Crown use provisions in the Patents Act given by the Patents Court in that case101
was reigned back a little.
Beginning with the Statute of Monopolies of 1623, Arnold LJ explained the development of the Crown's
entitlement to use patented inventions without the consent of the patentee, the reasoning in key
judgments and the progression of the statutory provisions. It makes an interesting read and showcases
Arnold LJ's ability to introduce a judgment like a Law Lord.
Turning to the current statutory provisions, the issue in the case was how "authorised in writing by a
government department" was to be interpreted. On this, the Secretary of State for Defence had
intervened, seeking the narrowest of the interpretations in contention before the court. (This would best
safeguard the position of a government department under the compensation provisions). Vodafone
sought the broadest interpretation, with which the judge had agreed.
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Rejecting Vodafone's contention, and over-ruling the judge's interpretation of s.55(1), Arnold LJ held
that, to fulfil the requirements of s.55(1), the authorisation must be to do an act in relation to a patented
invention, not merely to do an act (that might or might not involve infringing the patent).
This meant that Vodafone's Crown use defence failed/was overturned; and it was unnecessary for the
Court of Appeal to rule definitively between the interpretations contended for by IPCom and the
Secretary of State. Nevertheless, Arnold LJ indicated that:
-

To the extent that section 55 extends beyond the two exceptions to the requirement for prior
negotiation with the right holder provided in art 31(b) TRIPS, the possibility conferred by section
55(6) for retrospective authorisation was inconsistent with article 31(b). The more broadly
section 55(1) was construed, the more inconsistent it was.

-

In order to meet the authorisation requirement of s.55(1), the contract with the Crown must
necessitate working the patented invention.

So Arnold LJ left wriggle space in his reasoning to explore when he gets the opportunity at some point
in the future in the Supreme Court!
The law governing a defence of proprietary estoppel was explored in A Ward Attachments v Fabcon
Engineering102, as noted above (section 2.b.). Almost concurrently with the trial in that case, Meade J
heard 'technical' trial 'B' in the Optis v Apple dispute, in which a proprietary estoppel defence was being
run. Meade J's judgment in Optis v Apple (25 June 2021)103 dedicated over 200 paragraphs to the
determination of this part of the case.
Apple's case was that even if Optis' patent was valid and infringed, there was a proprietary estoppel in
its favour which prevented Optis from enforcing it, or restricted the relief that Optis could obtain. In
particular, Apple relied on the original owner of the patent filings concerned, Ericsson, not mentioning
the existence of the patent filing (i.e. the priority document) at working group meetings in 2008. Part of
Apple's case was that this breached clause 4.1 of ETSI's IPR Policy, which was subject to French law
and had contractual force between Ericsson and ETSI.
Determining that the elements of proprietary estoppel were not established, Meade J's reasoning
addressed not just the common law principles but also French contract law and the interpretation of
ETSI's IPR clause 4.1.
In the light of evidence addressing the background to the early standardisation process, ETSI's creation,
and the development of international approaches to standardised technology, the judge found that it
was fully expected that ETSI standards would involve the use of patented inventions, and members
were entitled to benefit from holding such patents. The standard set by clause 4.1 was flexible and
depended on all the circumstances. Ericson's approach was well within the range of what ETSI
declarants generally did, and it was reasonable, objectively speaking, for Ericsson to think that it was
complying with the clause. Clause 4.1 had not been breached.
Further, no member of the relevant working group could reasonably have been under the impression
that Ericsson's technical proposals were IPR-free; nor was there evidence that in fact any of them was
under such an impression. Therefore there had been no 'assurance', nor any representation made by
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Ericsson by its silence. Ericsson's silence was entirely consistent with it having filed a patent application
but not yet having declared it.
Nor were the reliance and detriment elements of proprietary estoppel met. So the estoppel defence
failed. Optis' patent was valid; essentiality and infringement were otherwise conceded.
Meade J's judgment in Optis v Apple (25 June 2021) is a good place to start when trying to remind
oneself of the principles governing proprietary estoppel, his reasoning being clearly structured and
founded upon the leading authorities.

d. Remedies and costs
Interim injunction / without prejudice protection
Disclosure – meaning discovery – is not a remedy as such, but in some circumstances it can function
as a quasi remedy. The dispute in AutoStore v Ocado is an example. It serves as a warning to all
involved in settlement discussions.
Discussions took place between Ocado and Autostore in London in 2018, involving three meetings and
associated email exchanges. At the outset of the first meeting it was expressly agreed that the
discussions were confidential and would take place on a without prejudice basis. Ahead of the third
meeting, Autostore offered by email (headed, like others, "Confidential & Without Prejudice") to provide
Ocado with advance materials, and duly did so, including "the Document". On each page the Document
was marked ([14]):
"CONFIDENTIAL & WITHOUT PREJUDICE
PROVIDED FOR PURPOSES OF SETTLEMENT
NEGOTIATIONS ONLY"
The third meeting duly took place and the attendance note prepared by Ocado's London-based
solicitors stated ([14]):
"SA [Mr Ayrton] stated that this meeting was a continuation of the confidential and without
prejudice discussions between Ocado and AutoStore (AS) and that any US law discussions
were to be governed by rule 408 of the rules of evidence. The parties agreed that there was
no intention to waive privilege."
In 2021, Ocado's solicitors became aware that Autostore had referred to the London discussions in a
document served in proceedings before the US International Trade Commission (ITC). Ocado applied
to the High Court for an interim injunction restraining the use of information from the London discussions
in any proceedings, including the ITC proceedings.
In Autostore v Ocado (11 June 2021)104 HHJ Hacon accepted AutoStore's contention that the
application was akin to an antisuit injunction, and that therefore he should not grant it unless satisfied
that there was a high degree of probability that Ocado would succeed if there was a trial (i.e. in a claim
of breach of confidence in respect of the Document). Turning to the merits, he said that a central issue
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at any trial would be whether the parties agreed that the English without prejudice rule covered US law
matters including the Document. On a straightforward reading of the relevant passage in the attendance
note, it was agreed that US law discussions were to be governed by FRE 408, not that they were to be
governed by that rule and the English without prejudice rule. If the point went to trial the issue would be
as to which rule governed the position, and on the evidence before the court it could not be said that
there was a high degree of probability that Ocado would succeed. Further the balance of irreparable
harm did not favour the award of injunctive relief.
Ocado appealed, advancing four grounds. In a split judgment, Autostore v Ocado (7 July 2021)105,
the majority in the Court of Appeal (Sir Geoffrey Vos and Nicola Davies LLJ) dismissed Ocado's appeal.
Their reasoning was that Ocado had not shown a high probability of succeeding in establishing that the
agreement as to the deployment of the settlement discussions and the Document in the US proceedings
was likely to be governed by English law. This was because the agreement was varied at the third
meeting to provide that "any US law discussions were to be governed by [FRE] 408" rather than the
English without prejudice rule. That variation necessarily imported an understanding that it would be up
to a US court to decide upon the admissibility of materials discussed at the London meetings into US
proceedings within the provisions of FRE 408. Therefore, however blanket the "without prejudice"
agreement might have been, it did not include decisions that would fall to be made in future US
proceedings. In short, FRE 408 was inconsistent with an agreement as to the application of English
without prejudice rules.
Nugee LJ's dissenting judgment is well worth a read. His view was that, unusually on an application for
an interlocutory injunction, this was a case that cried out for at least an evaluation of the merits, if not a
final determination. The issue was the true legal effect of what was said and recorded in the attendance
note. Up until the start of the third meeting, there was no real disagreement that a contract existed under
which the parties agreed that what was said under the cloak of without prejudice protection should not
subsequently be relied upon by either party in litigation. The question then became what the effect of
the statement at the beginning of the third meeting was. Nugee LJ's view was that the use of the word
"and" in "and that any US law discussions were to be governed by rule 408 of the rules of evidence"
was consistent with the parties wishing to maintain the protection of the without prejudice rule, and
Nugee LJ said that he saw nothing in the facts that was inconsistent with that: the effect of the statement
was not to abandon the without prejudice protection for the Document and to replace it but merely to
recognise that the discussions would (as well as being without prejudice) attract the consequences of
FRE 408 in US litigation. Therefore Nugee LJ would have allowed the appeal and granted the injunction.
The judgment serves as a stark warning of the dangers of referring to foreign law when identifying
material/discussions as "without prejudice". Reference to the foreign law can water down the protection
available under English law.

Variation of an injunction
In 2020, following a finding that Geofabric's patent to a railway trackbed liner was valid and infringed by
Fiberweb's Hydrotex 2 product106, Fiberweb started separate proceedings seeking a declaration of noninfringement (DNI) in relation to a variation of its product: Hydrotex 4. Shortly after, the form of order
hearing took place in the Hydrotex 2 proceedings. The court's resulting order restrained Fiberweb from
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infringing Geofabric's patent (in general terms). Its effect was stayed pending appeal. In June 2021,
Fiberweb's appeals on validity and infringement in the Hydrotex 2 proceedings were dismissed107.
Fiberweb had been supplying Hydrotex 4 since April 2021. The DNI trial concerning Hydrotex 4 was
scheduled for January 2022. In the meantime, Fiberweb sought to vary the general form of the injunction
in the Hydrotex 2 proceedings because there was a risk of Fiberweb being found to have breached the
injunction, and therefore being in contempt of court, if in the end the Hydrotex 4 product was found to
infringe too. Fiberweb's application was decided by Sir Anthony Mann in Fiberweb v Geofabrics (16
July 2021)108.
Fiberweb pursued its arguments in reliance upon five different procedural routes. The judge's reasoning
focused on CPR Part 3.1(7), which identifies as a power of the court the variation or revocation of an
order. The Court of Appeal's judgment in Tibbles v SIG109 indicated that there was probably no line to
be drawn between jurisdiction and discretion in the operation of the rule. It was apparently broad and
unfettered, but "considerations of finality, the undesirability of allowing litigants to have two bites at the
cherry, and the need to avoid undermining the concept of appeal, all push towards a principled
curtailment of an otherwise apparently open discretion". Therefore, while not an exhaustive definition,
the Court of Appeal indicated that normally it would only be appropriate for the court to exercise the
discretion where (a) there had been a material change of circumstances since the order was made, or
(b) the facts on which the original decision was made were (innocently or otherwise) misstated.
The Hydrotex 4 product had been acknowledged in the evidence going to the form of order hearing
leading to the injunction in the Hydrotex 2 proceedings, but the question of what would happen if the
appeal failed (which it did) was not openly addressed and could not be taken to have been dealt with
impliedly.
The judge said that on the facts of the case, if the intended result was to cause Fiberweb not to risk
committal, and therefore not to exploit Hydrotex 4 pending the DNI proceedings, then Geofabrics would
have obtained an injunction "to which it may turn out not to be entitled". That analysis led to the "more
familiar territory" of an interim injunction application. And in that context, an important and decisive
factor was that Geofabrics would not be prepared to provide a cross-undertaking as the price of
maintaining the injunction in its present wide terms without a carve-out. Therefore the balance of justice
required that the present general injunction be qualified to achieve the result that any Hydrotex 4
exploitation acts performed before the determination of the DNI action "shall not" be treated as a breach
of the injunction.

Damages following amendment of a patent
2021 saw a rare judgment on the interpretation of s.62(3) of the Patents Act – a provision addressing
the recovery of damages for infringement of a patent of which the specification has been amended. It
provides:
"Where an amendment of the specification of a patent has been allowed under any of the
provisions of this Act, the court or the comptroller shall, when awarding damages or making an
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order for an account of profits in proceedings for an infringement of the patent committed before
the decision to allow the amendment, take into account the following—
(a) whether at the date of infringement the defendant or defender knew, or had reasonable
grounds to know, that he was infringing the patent;
(b) whether the specification of the patent as published was framed in good faith and with
reasonable skill and knowledge;
(c) whether the proceedings are brought in good faith."
The provision was amended to this form in 2006, as a part of the UK's implementation of the IP
Enforcement Directive 2004/48/EC (article 13).
In add2 v dSPACE110, defendant dSPACE sought to invoke s.62(3). The patent in issue having been
found invalid, the points did not need determination but Meade J made some observations. He noted
from Nokia v IPCom111 Floyd J's view that the natural reading of the section no longer justified it acting
as a sanction against careless drafting or lack of good faith when these matters had no bearing on the
damages or other relief sought by the patentee. The court was only required to take account of 'good
faith and reasonable skill and knowledge "when awarding" the relief, rather than as a way of cutting
down the damages ordered. To this, Meade J added ([197]):
"I think s. 62(3)(a) is primarily about what the defendant is doing and what they know or believe
about claim scope, and not about validity. To the extent Terrell suggests that a mere belief in
a possible attack on validity is enough, I disagree, otherwise the provision will be engaged in
almost every case where the patent in suit is amended."
Meade J indicated though that "covetous claiming" might be relevant to the operation of s.62(3) in the
"right situation". Covetous claiming was a basis for opposing amendment when that was a much more
discretionary exercise, and dSPACE argued, with the support of Terrell 21-179, that it was a factor in
relation to the good faith with which the proceedings were brought.
On the facts though, Meade J concluded that there was no covetous claiming. He said the allegation
appeared to be based on the claimant's knowledge from prosecution of prior art called 'El Ayat' and
'Hayashi', coupled with the fact it applied to amend the patent. Meade J said this did not begin to make
out a case of covetous claiming because there was no proof offered that the granted claims were invalid
over that art, let alone that the claimant thought so. Further, the claimant proposed sensible
amendments to the defendants before bringing proceedings.
Damages on a cross-undertaking
Our discussion of the patent case law emerging in the years 2015-2018 covered in depth the WarnerLambert dispute concerning pregabalin, in particular the battles over interim relief, the construction of
Warner-Lambert's 'Swiss form' claim and the principles governing the assessment of insufficiency for
excessive claim breadth/lack of plausibility. After a couple of years off, I am sure you will be delighted
to learn that the dispute was back before the courts in 2021, this time in the form of a multi-party claim
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for damages under cross-undertakings and in respect of threats found to have been made. In 2021, in
Dr Reddy's v Warner-Lambert112, in a detailed judgment, Zacaroli J determined a number of
preliminary issues.
One part of the dispute concerned the identification of the 'counterfactual' – the imagined world(s)/facts
that it is assumed would have existed had the relevant orders or threats not been made. The
counterfactual is employed to assess the loss or harm caused by the orders and threats that were made
in the real world.
Zacaroli J held that when setting the counterfactual in a case involving multiple injunctions or
undertakings, the removal from the counterfactual must be assumed of all the orders (or undertakings
or threats) which it turned out were – for the same reason – wrongly made. This was because the
market was a finite one, and so the share of the market that each inquiry claimant would have enjoyed
but for the distortion to the market caused by the wrongfully made order depended upon the market
share that would have been obtained by each other generic that would have participated in the market.
Another part of the dispute concerned the environment in the counterfactual in which the inquiry
claimants would have acted. The NHS parties contended that it should be assumed that everyone knew
at all material times that the patent was invalid. The judge disagreed: those generics considering
launching their own generic product would have been doing so in circumstances that risked infringing
the patent.
Costs
On costs, a notable point emerged in the form of order judgment in Coloplast v Salts113 about the
interplay between the rules governing interim payment of costs on account and the costs budgeting
rules.
Salts had been the overall winner in the litigation, however the judge made a number of issue-based
deductions reducing the costs to be awarded to Salts by approximately 22%. Turning to the interim
payment to be made, pursuant to CPR Part 44.2(8) Salts was entitled to a "reasonable sum". The judge
held that while it was feasible for a court to make an interim award of 100% of the approved costs
budget, when determining a "reasonable sum" to award by way of interim payment, the court will have
regard to the agreed or approved budgeted costs for each phase of the proceedings.
Accordingly, where a party had overspent on a particular phase, the starting point as regards that phase
(for the purposes of the interim payment) remained the budgeted figure even if that party had
underspent on other phases. Whether that party would ultimately recover the overspend was a matter
for the costs judge hearing the detailed assessment and not for the judge determining the issue of the
interim payment. The interim payment awarded to Salts was therefore adjusted down, essentially by
the estimated over-spend on the approved budgeted costs, but with some approximation involved in
view of the level of detail before the court about the figures.
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e. Threats
A short procedural point emerged in 2021 in a case involving claims for threats of patent infringement
and for breach of competition law: Cabo v MGA114.
The case was commenced in the Patents Court. The dispute was very largely about competition law
rather than patent law. MGA applied for the case to be transferred from the Patents Court to the
Competition List.
Mellor J noted that pursuant to CPR Part 30.5(2), 'a judge dealing with claims in a specialist list may
order proceedings to be transferred to and from that list'. The Patents Court was a specialist list; the
Competition List existed for listing purposes but did not qualify as a 'specialist list' within the meaning
of the term in the CPR.
Mellor J observed that of the ten full High Court judges able to sit in the Patents Court, six of them were
experienced competition law specialists as well. Although not appropriate to allocate the case to a
particular judge, Mellor J was sure the Listing Office would endeavour, so far as possible, to list the trial
before a judge with competition law expertise. In these circumstances, transfer of the case to the
general Chancery list would make very little difference, so there was no or very little reason to do so.
The transfer application was therefore declined.
Nor did the judge consider docketing to a named judge to be appropriate at the present stage, although
this did not rule out the possibility at a later stage.

f.

FRAND

Of the UK judgments addressing substantive questions of patent infringement and/or validity in 2021,
seven were in the context of SEP/FRAND disputes115. Of the wider total of judgments handed down in
patent cases, twenty-four were in SEP/FRAND disputes. On both counts, the numbers indicate that
between a quarter and a third of the courts' activity in patent cases in England and Wales is currently
attributable to SEP/FRAND disputes.
Notable points of patent law emerging in SEP/FRAND disputes are discussed elsewhere in this paper.
The developing principles governing the use of confidentiality regimes, particularly emerging in FRAND
disputes, are discussed above in section 2.c. In this section, we discuss a couple of points specific to
SEP/FRAND disputes that have emerged in the course of 2021: jurisdiction and forum issues; and the
timing of injunctive relief.
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Jurisdiction and forum conveniens
We will begin with some background on the leading authorities in this area, the understanding of which
will assist with discussing the more recent case law.
In the Unwired Planet v Huawei116 case, following a finding of essentiality, infringement and validity of
two standards essential patents (SEPs), Birss J awarded a new form of injunctive relief, which he called
a "FRAND injunction". This was an injunction to restrain infringement of the UK patent, which would be
enforceable unless the implementer elected to rely on the patentee's undertaking to the standards
setting organisation (SSO) concerned to be prepared to grant a FRAND licence and enter into that
licence. The terms of the FRAND licence fell to the Court to determine because the parties had failed
to agree the same despite many years of negotiations. Upon the evidence before the Court, the FRAND
licence settled in that case was a global licence. It included provision for payment of royalties at differing
rates worldwide depending on the size of the portfolio of patents in different jurisdictions. It also included
an "adjustment mechanism" enabling the rate to be adjusted to reflect change in the size of the portfolio
in any territory (for example following findings of invalidity). The Court of Appeal upheld Birss J on
almost all points of his judgment117.
Meanwhile, in a separate case, Conversant sued Huawei and ZTE for infringement of UK patents
asserted to be SEPs and sought a FRAND injunction by way of relief. The defendants challenged the
jurisdiction of the court to grant such relief, at all and to settle extra-territorial terms in the licence. The
defendants also contended that, alternatively, the court should decline to exercise its jurisdiction for
forum non conveniens, the defendants' case being that China was the natural forum on the basis of the
defendants' commercial activity, place of manufacture and so on.
The defendants' challenges were rejected by Henry Carr J in 2018118 and the appeals were dismissed
in 2019119. The judge rejected the justiciability challenge. The Court of Appeal considered the point
foreclosed by its decision in the Unwired Planet case. Further, the effect of the Recast Brussels
Regulation 44/2001 (article 4(1)) and the CJEU's judgment in Owusu v Jackson120 was that the court
could not decline jurisdiction or stay the proceedings for forum non conveniens against the UK
defendants. In respect of the case non-UK defendants, the proper characterisation of the case was of
a dispute concerning UK patent infringements. The UK was therefore not just the most appropriate
forum but also the only possible forum for the whole dispute, which included the defendants'
counterclaim for invalidity. The fact the case would proceed against the UK defendants was an
appropriate consideration in the assessment of forum non conveniens with respect to the Chinese
Huawei and ZTE defendants. Further, it remained unknown whether the Chinese courts would conduct
a global royalty-setting exercise without the consent of the parties.
The Supreme Court's judgment in the joined appeals in the Unwired Planet and Huawei cases (Unwired
Planet v Huawei121) unanimously dismissed the defendants' (implementers') appeals in their entirety.
The Supreme Court's judgment was handed down in August 2020. On 31 December 2020 the Brexit
transition period expired, and the Recast Brussels Regulation was revoked in the UK.
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In 2021, defendant implementers invoked this change, and developments elsewhere, to re-open the
arguments about jurisdiction and forum non conveniens.
In Koninklijke Philips v Xiaomi122, the UK Xiaomi company was served before the expiry of the Brexit
transition period, while the Recast Brussels Regulation still applied. The judge noted that pursuant to
that regulation and the Withdrawal Agreement (article 67(1)(a)), the court had no power to decline
jurisdiction against Xiaomi UK.
Xiaomi's challenge to the jurisdiction of the court in respect of the non-UK Xiaomi entities was addressed
through the lens of the service-out criteria. Mellor J noted these as well settled; that the court will grant
permission where the claimant can show that:
i.
ii.
iii.

there is a serious issue to be tried in relation to each cause of action which is being advanced;
there is a “good arguable case” that each of the claims brought falls within one of the
jurisdictional gateways set out in PD 6B, paragraph 3.1; and
England is clearly or distinctly the most appropriate forum in which to hear the claim.

Further, iv., if the application for permission is made without notice the applicant must also draw to the
court’s attention any relevant facts in the evidence before the court, which are material to the
application.
Xiaomi's challenge focused on points i., ii. and iv.
On the 'serious issue to be tried' point, the judge held that Philips' cause of action was for patent
infringement, in respect of which there was plainly a serious issue to be tried. All of the relief sought by
Philips (including, for example, a declaration that Xiaomi was not a willing licensee) depended upon
that single cause of action. Further, there was a serious issue to be tried involving each of the
defendants, even for defendants with only historical involvement or involvement as a joint tortfeasor.
On the 'appropriate forum', Xiaomi argued that France was the most appropriate forum in which to hear
the claim. In November 2020, Xiaomi had commenced an action in France seeking inter alia declaratory,
injunctive, and monetary relief based on the alleged effect of, and the alleged breach of, Philips’
commitment to ETSI. There remained a great deal of uncertainty as to whether the French court would
actually determine the terms of a FRAND licence, and Philips' reasoned estimate was that the French
proceedings might not be resolved until 2032. Philips characterised the French proceedings as a tactical
attempt by Xiaomi to stymie Philips’ patent enforcement actions, pushing out any resolution (if it
occurred) well beyond the expiry of any of the patents in suit. However, Mellor J noted again the correct
characterisation of the action as one for infringement of EP(UK) patents, and that the unwilling licensee
issue was just one of a number of alternative heads of possible relief which the Court would have to
consider at the FRAND trial once Philips had established a legal basis for such a FRAND determination
to take place. Therefore, despite Xiaomi's submissions, it was not realistic to consider France an
alternative forum for Phillips.
The challenge on point iv. was dismissed more briefly in view of the facts before the court. Xiaomi also
sought a stay of the proceedings on case management grounds, which Mellor J declined to award. He
noted that the court was not permitted to exercise case management powers inconsistently with the
Recast Brussels Regulation. In the present case this meant both article 4(1) (under which the court's
jurisdiction over Xiaomi UK could not be declined on forum non conveniens grounds), and articles 29/30
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(pursuant to which the English court, as the court first seised, had to determine whether to decline
jurisdiction or stay the proceedings). Additionally, militating strongly against a case management stay
were the following circumstances ([97]):
"(i) the outcome of the French proceedings is highly uncertain, may not resolve matters, and
may therefore simply cause considerable delay to these proceedings; (ii) by contrast, it is clear
that this Court can determine FRAND licence terms, will do so if at least one patent is upheld
as valid and infringed, and will do it more quickly than in France; (iii) the UK patents in issue
are time-limited rights that will almost certainly expire before the French proceedings are
resolved (a factor which was relied upon by the Court of Appeal in Conversant at [111], as well
as the Supreme Court); (iv) a stay would cause Philips further prejudice; and (v) no such
prejudice would be suffered by Xiaomi in the absence of a stay."
The proceedings in Nokia v OnePlus123 were served on all the implementer defendants in 2021,
therefore after the expiry of the Brexit transition period and the revocation of the Recast Brussels
Regulation in the UK.
The defendants argued that the court had no jurisdiction over the non-UK defendants, that service
against them should therefore be set aside, and that the claims against the UK defendants should be
stayed. Alternatively, the defendants sought a stay of the proceedings on case management grounds
or, as a further alternative, a stay of the court's resolution of all FRAND issues.
The jurisdiction challenge concerned the third part of the test noted above, which Judge Hacon said
required that, in all the circumstances, England and Wales was clearly or distinctly the appropriate
forum for trial of the dispute, and that in all the circumstances the court ought to exercise its discretion
to permit service of the proceedings out of the jurisdiction. Little distinction was drawn between the
position of the UK and non-UK defendants in this context.
Judge Hacon noted that the reasoning of the Supreme Court in Unwired Planet v Huawei and of the
Court of Appeal in Conversant v Huawei was based, firstly, on the lack of an alternative forum, and
secondly, on the operation of the Recast Brussels Regulation, in particular the Owusu v Jackson, to the
English defendants. The first point had since been removed by the Supreme Court of China's judgment
in OPPO v Sharp; the second point had since been removed upon the expiry of the Brexit transition
period.
The defendants argued that this left the English court free to find the 'true' forum conveniens, as
explained by the House of Lords in Spiliada v Cansulex124.
Judge Hacon noted that the doctrine of forum conveniens had continued to have application in English
law outside the ambit of the Brussels regime while that regime was in force. He noted that the Supreme
Court had said that (if it was necessary for it to rule on the point) it would agree with the lower courts
that Conversant's case was better characterised as in substance about the validity and infringement of
the UK patents in issue than about the terms of a global FRAND licence, and therefore it would have
found in favour of England being the appropriate forum.
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The factual change in the present case, specifically the newly confirmed jurisdiction of the Chinese
courts to settle global terms of a FRAND licence (and the fact the proceedings brought in Chongqing
were only about FRAND terms and not about Chinese SEPs), did not alter the correct characterisation
of the present proceedings. Broadening out the characterisation of the dispute so as to view it from a
global perspective did not lead to the result that it could correctly be characterised as a dispute about
FRAND terms. That would be to brush aside Nokia's allegations about infringement of its patents.
Therefore England was the appropriate forum to hear the dispute. The non-UK defendants' challenge
to jurisdiction and the defendants' request for a stay for forum non conveniens were both rejected.
Nor did Judge Hacon conclude that the proceedings should be stayed against any of the defendants
on case management grounds. Whereas part of the forum conveniens analysis required the court to
consider the factors which pointed in the direction of one forum or another, when considering a stay on
case management grounds, a conclusion on the balance of justice needed to be reached, with particular
reference to the saving of costs and the convenience of the parties, and the overriding objective
observed. Judge Hacon recognised that the disadvantages inherent in a multiplicity of proceedings
provided a "very strong" argument in favour of FRAND terms being settled in one tribunal, but said that
this did not help in resolving which tribunal that should be. He characterised the defendants' central
argument as being that SEP owners should not be allowed to select the jurisdiction for the settlement
of FRAND terms that suited them best, but, dismissing it, said that the point cut both ways. In Judge
Hacon's view, none of the arguments before the court tipped the balance of justice as between the
parties in favour of a stay or no stay. Therefore no stay should be granted, either of the proceedings as
a whole or of the FRAND part of the case.
The decisions in Koninklijke Philips v Xiaomi and Nokia v OnePlus, which were consistent with the
reasoning and outcomes in the Unwired Planet and Conversant cases, both concerned conventionally
pleaded SEP/FRAND disputes: the SEP owner suing for infringement of patents asserted to be SEPs
and seeking relief founded upon a finding of patent infringement.
In Vestel v Access125, the foundation of the claim was flipped: Vestel asserted abuse of dominance
and hold-up by patent owners; however at least by the time the case reached the Court of Appeal it had
altered to become a proceeding which asked the court to exercise its inherent jurisdiction to grant the
declarations sought.
Vestel appealed an order of HHJ Hacon setting aside service of its claim form out of the jurisdiction and
declaring that the court had no jurisdiction to hear the claim. In the Court of Appeal, Vestel no longer
contended that it had a legally enforceable right to a FRAND licence.
Birss LJ gave the only reasoned judgment in the Court of Appeal, considering Vestel's application to
amend its case and then the jurisdictional tests afresh (i.e. point ii. noted above in the context of
Koninklijke Philips v Xiaomi). He concluded that the declarations sought by Vestel did not amount to a
claim for non-liability in tort for the purposes of jurisdictional gateway 9, and were not based on the
existence or non-existence of a legal right and so did not involve a legal claim for the purposes of
gateway 11 (which concerns claims about property within the jurisdiction).
However, and importantly for future disputes, Birss LJ gave some important guidance indicating that
jurisdiction would not be shut out in circumstances where an implementer claimant did claim to have a
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legally enforceable right against a patentee whereby they were entitled to be offered a FRAND licence
under UK SEPs in an international pool. He said ([71]-[72]):
"I am prepared to accept that if Vestel did claim to have a legally enforceable right against a
patentee or a licensing agent of a patentee, whereby Vestel were entitled to be offered a
FRAND licence under the UK SEPs in the HEVC Advance pool, then the subject matter of that
particular claim would be the UK SEPs. The question that claim would be concerned with is the
licence terms which are available to license those UK rights. The fact that the only licence of
the UK patents which is FRAND would also involve licensing foreign patents does not alter the
subject matter of the claim. The fact that UK patents in the FRAND licence were only 5% or
less of the patents licensed by it would make no difference. I would hold that such a claim was
one which related wholly or principally to property within the jurisdiction and therefore fell within
gateway 11. If I am differing from the judge below in this respect it may be because in the court
below Vestel never clearly narrowed its claim to the extent it now does.
However Vestel's "claim" here is for the court to exercise the inherent jurisdiction to make a
FRAND declaration despite the absence of an assertion of a right to such a licence."
A few weeks' later, in Mitsubishi v OnePlus126, the Xiaomi defendants in that case relied upon the
reasoning in Vestel v Access as providing foundation for its application to dismiss the second claimant
from the claim. The second claimant, Sisvel, was the administrator of a patent pool.
The Xiaomi defendants argued the FRAND case should proceed only against the first claimant, and
limited to a bilateral licence. Essentially the Xiaomi defendants argued that the second claimant, as the
administrator of the MCP pool, had no standing.
Dismissing Xiaomi's application, Mellor J explained that the Vestel judgment confirmed that before the
court would make any determination as to FRAND relief, a claimant had to establish a legal right on the
basis of which the FRAND relief sought could be granted. If the legal right asserted was patent
infringement, then it was necessary to show that at least one patent was valid, infringed and essential
to the standard whose rules required patents declared essential to be licensed on FRAND terms.
However, Vestel said nothing about the position of an administrator of a patent pool, if at least one
patent from the pool was found to be valid, infringed and essential.
Sisvel was the proprietor of some 30 UK patents in the pool, of which one had been put forward for a
technical trial (and found valid, but not infringed or essential). The first claimant was the proprietor of
the other patents going to technical trials. Mellor J considered the position of Sisvel to be no different
to that of all the other proprietors of patents in the pool who were not claimants in the litigation; in fact
in another sense Sisvel had a greater interest as the administrator of the pool, even though this did not
confer standing. There was advantage in having a pool administrator as a party in a FRAND dispute,
not least for disclosure, evidence and confidentiality purposes. It would be more sensible to maintain
the status quo and to allow the judge at the FRAND trial to consider the implications of a pool licence
and the position of a mere administrator in the light of all the circumstances.
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Before leaving the broad subheading of jurisdiction, a point on service is worth noting too, from Godo
Kaisha IP Bridge 1 v Huawei (14 May 2021)127. Sitting as a deputy judge, Nicholas Caddick QC noted
that where a defendant was resident in a country that was party to a convention as regards service,
then service in accordance with that convention was the prime way of service of English proceedings
in that country. Where a country had (like China) stated its objection under Art.10 of the Hague Service
Convention (HSC) to service otherwise than through the authority that it had designated to deal with
service under the HSC, an order for alternative service would only be made in exceptional
circumstances. Mere delay or additional expense arising from having to serve in accordance with the
HSC did not, without more, constitute exceptional circumstances. Delay might suffice when coupled
with another factor or factors such as, for example, some form of litigation prejudice or where it was of
such exceptional length as to be incompatible with the due administration of justice. However, the facts
of the present case, which included that the non-UK defendants had offered a back-stop date at which
they would accept service if it had not been affected on them under the HSC within 11 months, did not
constitute exceptional circumstances.
Willing licensee / timing of injunctive relief
Another important judgment in the SEP/FRAND area was Meade J's judgment in Optis v Apple (27
September 2021)128. It flags by when an implementer found to be infringing a valid SEP needs to
commit to take a licence on FRAND terms as settled by the court in order to avoid an injunction
restraining patent infringement.
Two Optis patents had been found valid, essential and infringed. The trial to determine FRAND terms
and wider issues was scheduled to be heard in mid-2022 (trial 'E'). Optis did not want to wait for the
outcome of trial E to get an injunction: it contended that Apple was not a "willing licensee" and so an
injunction should be awarded immediately; that the court should not wait to determine FRAND terms
before awarding enforceable injunctive relief.
The court therefore addressed whether the proper interpretation of the ETSI IPR Policy (clause 6.1)
prevented an injunction being awarded before FRAND terms were determined, and the effect and
significance of the competition law arguments raised by Apple in the litigation and awaiting
determination at trial E.
Drawing heavily on the Supreme Court's reasoning in the Unwired Planet case, as well as the evidence
before him of French law and economics, Meade J concluded that:


The ETSI IPR Policy creates a contractual modification to the general law of patents to serve a
fair balance between fair reward for patent owners and the need for implementers to have
access to standardised technology; that contractual modification is the only way that an
implementer can avoid infringement of a SEP and the consequent remedies; the implementer
can enforce the SEP owner's contractual obligation and get a licence.



The proper interpretation of clause 6.1 should not be undertaken through the lens of UK
litigation practice. The right interpretation of the clause is that any person interested in
implementing an ETSI standard must be entitled to have a licence on FRAND terms on demand
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to a patentee which has given the relevant undertaking. The class of beneficiaries of the
stipulation of the clause is: "any undertaking which wants a licence to work a relevant standard
by any commercial activities, and which intends to work the standard under a licence from the
SEP owner".


As matters now stood in the UK, Apple was infringing Optis' patent rights, and so it needed a
licence now if it was not to be acting lawfully. The way for Apple to remedy the situation as a
matter of the court's procedure was to give an undertaking to take whatever licence was set at
trial E.



The competition law arguments were matters for determination at trial E.



If one was to assume that Apple succeeded in establishing abuse of dominance at trial E, on
the facts of the case, which included that Optis had submitted to FRAND terms as determined
by the court whereas Apple had not, and given the stage the litigation had got to, it would be
disproportionate to withhold an injunction. However the injunction then granted should be a
FRAND injunction not an unqualified injunction. It was not too late for Apple to give a binding
commitment, and failure to make such a commitment did not mean that the implementer
permanently lost the right to a licence.

Therefore implementers must either commit to taking a licence determined by the court to be FRAND
once a patent had been found valid and infringed, or face an injunction.
Following further argument (Optis v Apple (11 October 2021)129) Apple eventually undertook to the
Court that it would accept the FRAND licence as finally determined by the court (meaning including any
appeal) with the ability to apply to the court to be released from the undertaking depending upon the
outcome of any further trials and appeals. This was because if it transpired that no Optis patents were
found valid and essential (i.e. following appeals), the need to commit to the court determined FRAND
licence to avoid the injunction would fall away.
Soon afterwards, following the finding in Interdigital v Lenovo (29 July 2021)130 that Interdigital's patent
was valid, essential and infringed, in Interdigital v Lenovo (16 December 2021)131), Judge Hacon
declined to award immediately enforceable injunctive relief. He accepted an argument from Lenovo that
in Optis v Apple (27 September 2021), Meade J had not considered whether, provided the implementer
made a reasonable proposal to commit to take a FRAND licence (to be determined in whole or in part
by a court in a different jurisdiction), it could benefit from the stipulation de contrat pour autrui created
by the SEP owner's undertaking and clause 6.1 of the ETSI IPR Policy, and so avoid an injunction,
even if the implementer refused to commit to take a licence settled by the court in which there had been
a finding of infringement. The FRAND trial in Interdigital v Lenovo commenced in January 2022.
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3. Validity
a. The person skilled in the art and the common general knowledge
The person skilled in the art
The identity of the hypothetical skilled addressee of the patent, also known as the 'person skilled in the
art', has been a settled area of patent law. Until 2021.
The conventionally understood person skilled in the art was referred to in a simple way by Pat Treacy
in Insulet v Roche (9 July 2021)132 as follows ([24]):
"A patent is addressed to a ‘skilled person’, who is a person (or team of people) likely to have
a practical interest in the subject matter of the invention, with practical knowledge and
experience of the kind of work in which the invention is intended to be used."
Consistent with the description given by Kitchin LJ in MedImmune v Novartis133, this single sentence
portrays the concept reiterated and explored in many, many judgments over the course of decades,
often without argument between the parties.
However, in Schlumberger v EMGS134, in the Court of Appeal, Jacob LJ considered first the UK
authorities and then the EPO case law, following which he said ([61]-[64]):
"I think this is a clear recognition that the person skilled in the art for obviousness is not
necessarily the same person skilled in the art for performing the invention once it is made…
…some inventions are themselves art changing. If a patentee says "marry the skills of two
different arts to solve a problem," marrying may be obvious or it may not. If it is not, and doing
so results in a real technical advance then the patentee deserves and ought to have, a patent.
His vision is out of the ordinary.
This is not because a different construction is being given to the phrase "person skilled in the
art" in the different Articles. It is because the phrase is being applied to different situations.
Where the issue is claim construction or sufficiency one is considering a post-patent situation
where the person skilled in the art has the patent in hand to tell him how to perform the invention
and what the monopoly claimed is. But ex-hypothesi the person skilled in the art does not have
the patent when considering obviousness and "the art" may be different if the invention of the
patent itself is art changing."
In Illumina v Latvia MGI (20 January 2021)135, Birss J revisited the point.
Illumina's three 'modified nucleotide patents' in the case concerned DNA 'sequencing by synthesis'
using a reversible chain terminator. After the identity of the nucleotide added had been confirmed, the
blockage (caused by the reversible chain terminator) could be removed and the synthesis continued.
Attempts to do this were published in the early 1990s, but they were not successful enough to produce
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a workable technique in practice. The invention of the patent did produce a workable technique, by
using an 'azidomethyl group' as a reversible chain terminator.
The parties disagreed on the identity of the 'person skilled in the art' and their common general
knowledge. MGI's case was that it included a team interested in or researching sequencing by synthesis
using reversible chain terminators; and they would have the use of reversible chain terminators in mind
when reading the prior art. Illumina contended that the skilled person was a team interested in
developing improved methods of sequencing; but they would be unaware of sequencing by synthesis
using reversible chain terminators. Birss J took the opportunity for a thorough look at the principles
governing the identification of the person skilled in the art. He said ([58]-[59]):
"Who is the person skilled in the art? Stated generally the law is clear that patents are directed
to those likely to have a real and practical interest in the subject matter of the invention. This
language is based on paragraph 81 of the judgment of Henry Carr J in Garmin v Philips [2019]
EWHC 107 (Ch) in which the judge summarised the law in this area. The real practical interest
in the subject matter includes devising the invention itself as well as putting it into practice and
so, as was highlighted in Schlumberger v EMGS [2010] EWCA Civ 819, the concept of the
person skilled in the art actually applies in two distinct circumstances. In a proper case they
may be two different persons (or teams). One person skilled in the art is the person to whom
the patent is addressed and whose attributes, skills and common general knowledge will be
necessary to implement the patent. As Illumina submitted that person is always going to be
the appropriate skilled team from the point of view of addressing sufficiency, since the patentee
is entitled to put together his invention by combining any skill-sets he likes. As Pumfrey J said
in Horne Engineering v Reliance Water Controls [2000] FSR 90 (quoted in Schlumberger at
para 51)
“it is often possible to deduce the attributes which the skilled man must possess from
the assumptions which the specification clearly makes about his abilities.”
The second kind of skilled person is the one relevant to obviousness. In nearly all cases they
will be the same as the first kind (Schlumberger para 40) but Schlumberger was a case in which
they were not, and that case illustrated why it would have been wrong to treat the two kinds as
necessarily the same. The question then is what are the legal principles which define the
identity of the second kind of skilled person."
Birss J said that from Schlumberger, a key question when defining the identity of this second type of
skilled person was what problem the patentee was trying to solve; it being the notional team in the art
in which the problem in fact lay that was the relevant team making up the skilled person. However, this
could lead to trouble in cases of problem-inventions and in cases where aspects of the problem were
not common general knowledge. In Folding Attic Stairs v The Loft Stairs 136 Peter Prescott identified
difficulties with an approach based on the definition of the problem to be solved. In particular, where the
invention was in a field where nobody seemed to have been doing anything or where the band of
persons operating was very small, any prior user no matter how obscure could be deemed to be
common general knowledge, which was not the law. On the other hand, it was also wrong and unfair to
the public to define a team so widely that their common general knowledge was so dilute as to make
something seem even less obvious than it really was (Mayne v Debiopharm137).
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Also from Schlumberger, Birss J said that a principled approach was to look at what was really going
on in the art up to and at the priority date ([64]):
"… the Court…will have regard to the reality of the position at the time. What the combined
skills (and mind-sets) of real research teams in the art is [is] what matters when one is
constructing the notional research team to whom the invention must be obvious if the Patent is
to be found invalid on this ground.”
Therefore the court will have regard to the reality of the position at the time and the combined skills of
real research teams in the art (MedImmune v Novartis138).
Birss J said that accordingly, the width of the field in which the skilled person operates for the purposes
of obviousness (aka the "art in which the problem lay" (per Schlumberger)) is ultimately governed by
what was actually going on up to the priority date. This is not primarily a function of the invention itself,
the problem to be solved or the patent's text.
Therefore, in a case in which it is necessary to define the PSA for the purposes of obviousness in a
different way from the PSA to whom the patent is addressed, the approach to take (from Schlumberger
and MedImmune) is ([68]):
"i) To start by asking what problem does the invention aim to solve?
ii) That leads one in turn to consider what the established field which existed was, in which the
problem in fact can be located.
iii) It is the notional person or team in that established field which is the relevant team making
up the person skilled in the art."
Birss J then explained why he had chosen this particular wording. For (i), although in Schlumberger
Jacob LJ referred to the problem the patentee was trying to solve, Birss J did not think he was intending
to suggest that the identification of the problem was anything other than an objective exercise. For (ii),
there would always be some established field in which the problem would have been located, but the
width of its definition would depend on the facts and what was going on in reality. Also, the field was
the one in which the problem could be located looking back from today as an exercise in hindsight: it
did not matter at this stage if those in that field at the priority date did not perceive the particular problem
or did not perceive it in the manner in which it was now characterised.
Finally, Birss J noted that it was necessary for experts to explain who they thought the skilled person
was, not least to explain the basis on which they were giving their evidence. However ([71]):
"…while the expert and other evidence is critical to resolving a dispute about the identity of the
skilled person, in the end the identity of that person is a matter for the court, applying the law
to the facts to reach a conclusion."
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In the present case, the essential difference between the parties was whether the person skilled in the
art was to be defined by reference to sequencing by synthesis or not. Birss J resolved it by applying the
three stage approach to the identification of the second kind of skilled person noted above:
i): Birss J thought nothing turned on the differences between the parties' formulations of the problem,
which could be stated in different ways. MGI contended it was to find improved removable protecting
groups to act as reversible chain terminators in sequencing by synthesis; Illumina contended it was the
identification of a successful reversible blocking group for the 3' position for use in sequencing by
synthesis.
ii): The evidence established that by the priority date there were a number of real teams researching
sequencing by synthesis alternatives to 'Sanger' sequencing. Only one such technique had been
demonstrated to work – pyrosequencing – and an early machine was available. (It worked by exposing
the growing strand to a single type of nucleotide one at a time and identifying when an addition had
been made by the detection of generated light). Other techniques were being considered too, including
reversible chain terminators in sequencing by synthesis. There were a wide range of independent
scientific groups (academic and in industry) interested in and looking at the area. Therefore sequencing
by synthesis was an established field of research and was the right level of generality to define the
established field for the purposes of step ii. For example, it included pyrosequencing rather than just
sequencing by synthesis using reversible chain terminators in particular, but it was narrower than DNA
sequencing in general. Looking at it another way, it would be wrong to approach the validity of a patent
about sequencing by synthesis with a 2002 priority date as if the skilled person was a DNA sequencing
generalist without an interest in sequencing by synthesis.
iii) Therefore the person skilled in the art, at least for the purposes of considering obviousness, was a
team working on research into sequencing by synthesis. Its two members would have backgrounds in:
molecular biology and genetics, with a focusing on DNA sequencing in particular; and organic
chemistry.
This also explained why Illumina's experts (highly knowledgeable and experienced individuals in DNA
sequencing in general) had not heard of reversible chain terminators at the priority date – but this did
not mean that they did not have relevant evidence to give.
The judge then said that, in fact, having defined the team this way, it would be the same skilled team to
whom the patent was addressed and who would be relevant for sufficiency and all other issues.
Pausing here, in Illumina v Latvia MGI (20 January 2021), Birss J did not say whether the invention of
the patent was, in the words of Jacob LJ in Schlumberger, "art changing", and so warranting a differently
identified person skilled in the art for pre-grant issues (like obviousness) and post-grant issues (like
infringement and sufficiency) according to that test. From Birss J's discussion of the facts, the invention
seems in practice to have contributed a significant improvement in sequencing by synthesis technology,
however the judge also said that there would be no difference between the person skilled in the art for
pre-grant and post-grant issues. So the need for the court to depart from the conventional approach in
Illumina v Latvia MGI is not clear, unless it was to introduce a new approach to the identification of the
person skilled in the art.
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MGI appealed Birss J's conclusion that four of Illumina's five patents in issue were valid and infringed.
However, there was no appeal of the judge's approach to the identification of the person skilled in the
art, and later in the year, MGI's appeal was dismissed (Illumina v Latvia MGI (17 December 2021)139).
In both Alcon v Actavis140 and Optis v Apple (25 November 2021)141, Meade J followed the approach
to the identification of the person skilled in the art explained by Birss J in Illumina v Latvia MGI. Like
Birss J, he did not address whether either case was one in which it was necessary or appropriate to
define the person skilled in the art for the purposes of obviousness/pre-grant issues in a different way
from the person skilled in the for the purposes of infringement/sufficiency/post-grant issues. In Alcon v
Actavis, Meade J added that he took particular note of the following ([31]):
"(i) The requirements not to be unfair to the patentee by allowing an artificially narrow
definition, or unfair to the public (and the defendant) by going so broad as to “dilute” the CGK.
Thus…there is an element of value judgment in the assessment.
(ii) The fact that I must consider the real situation at the priority date, and in particular what
teams existed.
(iii) The need to look for an “established field”, which might be a research field or a field of
manufacture.
(iv) The starting point is the identification of the problem that the invention aims to solve."
On the other hand, the judgment of Marcus Smith J in Nicoventures v Philip Morris142 is notable for
the contrast that may be drawn with the approach taken to the identification of the skilled person/team
in Illumina v Latvia MGI (20 January 2021), Alcon v Actavis and Optis v Apple (25 November 2021), the
role of evidence as to what was actually happening in real life teams at the relevant time, and the
consequence of such evidence for the identification of the skilled person/team and their CGK.
Nicoventures sought the revocation of four Philip Morris patents concerned with e-cigarettes. Philip
Morris' expert's expertise was greatest in relation to tobacco and the manner in which it created a
"pleasing sensation" to the user when heated or burned. His evidence was that the real skilled team
would not have had anything like the level of knowledge about heaters that Nicoventure's expert (who
did not have experience in the tobacco industry, but had more general engineering experience)
contended for. However on key points, the judge said that he preferred the evidence of Nicoventures'
expert because the inventions concerned the engineering of an e-cigarette device rather than what
happened to the tobacco when it was heated or burned. Philip Morris' patents were found invalid for
obviousness.
In Illumina v Latvia MGI (20 January 2021) and Alcon v Actavis, the patentees succeeded in defeating
the obviousness challenges in the case; in Optis v Apple (25 November 2021), Optis' three related
patents in issue were found invalid for obviousness. Therefore the new approach to the identification of
the skilled person adopted by Birss J and Meade J is no slam-dunk for the patentee on pre-grant issues.
Indeed, if a different skilled team is not identified for post-grant issues it may make the patentee's case
on post-grant issues harder. But the different approach to the identification of the skilled person clearly
has scope to impact the outcome of a case. Therefore a single approach (even if it employs the concept
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of a person skilled in the art at different times for different issues) ought to be applicable in each case,
not least so that the evidence in the case can be prepared to address the correct test.
We expect there will be more on this point in the near future.
In add2 v dSPACE143, Meade J addressed the mindset of the person skilled in the art. He said ([61]):
"It is clear that mindset is a relevant concept in patent law, recognised in the cases. Counsel
for the Claimant referred to Dyson v. Hoover [2002] RPC 22 at [88] and [92]: the art was
“functionally deaf and blind to any technology which did not involve a replacement bag”; it was
“bagridden”. This would have affected the skilled addressee’s attitude to art where the dust
was removed with a cyclone."
Meade J noted that like any other common general knowledge, a 'mindset' had to be prevalent, meaning
it had to be generally held. A commercially driven mindset might be part of the common general
knowledge, but if the changes from the prior art were obvious, there was no further question of whether
it would appear commercially attractive. Further, Meade J said ([56]):
"I would also comment that a mindset is usually about an attitude of the notional skilled
addressee that something must…or should not be done. It is not satisfied merely because a
state of affairs is in fact common. In the context of the present case, the fact (if it were so) that
those in the art always did make the interfaces bespoke does not necessarily mean that they
thought that they had to."
In add2 v dSPACE an issue was whether interface circuitry in a 'hardware-in-the-loop' simulation project
would be bespoke for that particular project, or would include the use of a (re)configurable interface
where components could be switched in and out under computer control. Meade J said ([70]):
"…it would take very powerful evidence to establish that a mindset existed that a laborious
manual task could not or should not be put under computer control, in a setting where
computers were already in use for signal processing and device control."
add2's allegation that the skilled person's mindset was that interface circuitry would be bespoke was
rejected; it was simply that bespoke systems were in fact usually used.
The common general knowledge
The mindset of the person skilled in the art is often considered in the context of the 'common general
knowledge' (CGK). A neat summary of what constitutes CGK was given by Pat Treacy in Insulet v
Roche (9 July 2021)144, who described it as ([29]):
"…that which is generally known to, and generally regarded as a good basis for further action
by, those who are engaged in the particular art. Account may also be taken of information that,
while it was not part of the skilled person’s common general knowledge, would have been
acquired as a matter of routine before embarking on the problem to which the patent provides
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a solution: for example, information obtained from literature that it would have been obvious to
review, or from routine testing that it would have been obvious to carry out."
The judge also noted a number of finer points. These included that a piece of particular knowledge as
disclosed in a scientific paper does not become common general knowledge merely because it is widely
read, and still less because it is widely circulated. Such a piece of knowledge only becomes common
general knowledge when it is generally known and accepted without question by the bulk of those
engaged in the particular art; in other words, when it becomes part of their common stock of knowledge
relating to the art.
Also, the mindset of the person skilled in the art would guide the team's approach to any given problem
and affect the steps it would be obvious for them to take. However the mindset had to reflect the person
skilled in the art employed by both an existing company and a new entrant to the market, and it would
be unrealistic to find that this would be the same in all circumstances. For example, the weight given to
continuity would be less for the skilled person employed by a company without existing products or
existing patients, so it would be wrong to attribute that specific attribute to the notional skilled person.
Equally, the specific weight given to particular design approaches would differ as between the
employees of different companies, so again the weight to be given to specific design choices in the
context of individual products would not be part of the mindset of the notional skilled person, although
awareness of the choices previously made would be. Regulatory constraints would, however, form a
part of the mindset of the skilled person, meaning that existing technologies and products would be a
good basis for further action.
Meade J described the CGK more briefly in Optis v Apple (25 June 2021)145 ([38]):
"…to form part of the common general knowledge (“CGK”), information must be generally
known in the art, and regarded as a good basis for future action."
We close our discussion of the CGK by introducing HHJ Hacon's judgment in Claydon v Mzuri (22
April 2021)146, reasoning that we will discuss in much detail in the context of anticipation.
Claydon's patent concerned a method for tilling soil and sowing seed while better conserving the soil
and helping not to encourage germination of weeds. The parties agreed that the person skilled in the
art was someone engaged in the design and manufacture of farm machinery.
The judge recorded that there was no difference between Counsel on the correct principles of the law
on the CGK. However, there was a dispute as to whether Claydon's expert's (Dr Scarlett's) evidence
had been given on the correct footing, because in his second report he said ([26]):
"I am told that the Skilled Person lacks inventive capacity, but is deemed to have the common
knowledge in the field to which the invention relates, which is referred to has [sic] his “common
general knowledge” (“CGK”). However, I am told that that person would not have a particularly
high level of base knowledge, and would not necessarily enjoy all the advantages that some
people may have in finding information which is not widely circulated.”
Judge Hacon agreed that if this (particularly, "not… a particularly high level of base knowledge") meant
that the skilled person's CGK did not extend beyond that which would be known to ordinarily competent
145
146

Optis Cellular Technology LLC & Ors v Apple Retail UK Limited & Ors [2021] EWHC 1739 (Pat) (25 June 2021) Meade J
Claydon Yield-O-Meter Limited v Mzuri Limited & Anr [2021] EWHC 1007 (IPEC) (22 April 2021) HHJ Hacon

55

engineers engaged in the design and manufacture of farming machinery, then this this was the right
idea. But if it meant that Dr Scarlett's understanding was that the CGK was in some way more limited,
then he did not have the right idea. More generally, the judge said ([29]):
"…the common general knowledge is the technical background of the skilled person, that is to
say the knowledge that such a person will bring to bear when they are reading or otherwise
considering the prior art or, as in this case, an alleged prior use. It will be taken to include
information readily to hand which the skilled person would have known they could access and
which they would have felt the need to access in order properly to consider the prior art. See
Idenix Pharmaceuticals Inc v Gilead Sciences Inc [2016] EWCA Civ 1089 at [70]-[72] and
Generics (UK) Ltd v Daiichi Pharmaceutical Co Ltd [2009] EWCA Civ 646, at [25]."

b. Priority and anticipation
Priority
In Illumina v Latvia MGI (20 January 2021)147, Illumina's 'modified nucleotide patents' concerned the
use of a reversible chain terminator, particularly an azidomethyl group, in DNA sequencing by synthesis.
At least at first instance, MGI's challenge to the priority claimed for the patents was run as a squeeze
with its challenge of obviousness over prior art 'Zavgorodny'.
On the principles governing the assessment of a challenge to priority, Birss J noted the Court of Appeal's
reasoning in Icescape v Ice-World148: the priority document must contain sufficient material to constitute
an enabling disclosure of the claims in issue, and in determining the question the court will consider the
position through the eyes of the person skilled in the art, who reads the priority document with their
CGK.
Rejecting MGI's challenge, Birss J noted textual support in the priority document for all the relevant
claims, and the evidence of Illumina's expert that the priority document (unlike Zavgorodny) clearly
disclosed the utility of 3'-O-azidomethyl blocked nucleotides as reversible chain terminators in a
sequencing by synthesis method.
In the Court of Appeal (Illumina v Latvia MGI (17 December 2021)149), Arnold LJ dismissed MGI's
appeal on the burden of proof. His reasoning was that while the legal burden lies upon the patentee to
justify their claim to priority, as Laddie J explained in Evans Medical's Patent150, the evidential burden
may shift to the party attacking the validity of the patent. Normally the court will proceed on the basis
that the technical results set out in the priority document can be achieved as asserted; that a claim to
priority is, implicitly, an assertion of enablement. Therefore the party challenging priority must, in order
to discharge its burden, explain the manner in which there was said to be failure to enable. This should
be set out in their pleadings and supported by evidence.
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MGI, however, had neither pleaded the challenge nor led any evidence to that effect, nor put any such
case to Illumina's expert in cross-examination. Despite this, MGI submitted in its written closing
submissions that the disclosure (of example 1) appeared "entirely theoretical and no evidence is
provided that any worked example has been provided". Arnold LJ said ([106]):
"In these circumstances, I consider that the judge was not merely entitled, but correct, to find
at [239] that Example 1 was to be taken at face value as “a statement that experiments have
been done and that they were successful in various specific ways”."
For good measure, Arnold LJ also said that he agreed with the judge that, contrary to MGI's case, the
skilled person was better informed from a technical perspective after reading the priority document than
after reading Zavgorodny.
However, leaving our discussion of Arnold LJ's reasoning there would be to ignore the most notable
consideration of the law regarding priority in some years, which the arguments in the Illumina case
presented the Court of Appeal with an opportunity to consider. This was because, while Illumina
supported the judge's decision that its patents were entitled to priority from 'P2' on the facts, it contended
in the alternative that the judge had been wrong to proceed on the basis that plausibility was required
for priority as a matter of law.
Beginning with first principles, Arnold LJ noted that the Patents Act, section 5(2)(a), provides that in
order for a claimed invention to be entitled to priority from an earlier application, it must be "supported
by matter disclosed" in that earlier application. Section 5 is declared (in s.130(7)) as intended to have
the same effect as the corresponding EPC provision. EPC art. 87(1) expresses the requirement as
being that priority can only be accorded in respect of "the same invention" as one in the earlier
application. Art. 87 gives effect to art.4 of the Paris Convention for the Protection of Intellectual Property.
Arnold LJ then captured the key principles from case law drawn upon in the Court of Appeal's Icescape
v Ice-World reasoning. In particular, from the EPO's Enlarged Board of Appeal's reasoning in G2/98,
'the same invention' is met only if the skilled person can derive the subject-matter of the claim directly
and unambiguously, using CGK, from the previous application as a whole. From Unilin v Berry151 (Jacob
LJ), the approach is not formulaic: priority is a question about technical disclosure, explicit or implicit.
Is there enough in the priority document to give the skilled man essentially the same information
as forms the subject-matter of the claim and enables him to work the invention in accordance with
that claim? This formulation had two aspects – disclosure (bold) and enablement (italics).
On disclosure, from Abbott v Evysio152 (Kitchin J; confirmed in MedImmune v Novartis153 and Icescape
v Ice-World), the important thing is whether the disclosure as a whole is enabling and effectively gives
(directly and unambiguously) the skilled person what is in the claim whose priority is in question.
(Obviousness is not enough). From HTC v Gemalto154 (Floyd LJ), the question of what a document
discloses to a skilled person takes account of the knowledge and background of that person. A
document may mean one thing to an equity lawyer and another to a computer engineer, because each
has a different background. The document still only has one meaning because it is only the relevant
skilled person's understanding which is relevant. What is not permissible is to go further than eliciting
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the explicit or implicit disclosure and take account of what a document might lead a skilled person to do
or try, or what it might prompt him to think of.
On enablement, from Hospira v Genentech155 (Birss J), the establishment of priority includes a
requirement for an enabling disclosure (Biogen v Medeva156). To make an enabling disclosure of an
invention it must be possible to make a reasonable prediction that the invention will work (Regeneron v
Genentech at [100]157); for an invention including a therapeutic effect, that effect must be shown to
be plausible (Regeneron v Genentech at [103]).
Consistently with this, Arnold LJ said that it appeared from the judge's reasoning that he had proceeded
on the basis that, as a matter of law, plausibility was required for priority in the present case.
Illumina contended that plausibility was not required as a matter of law in the present case because it
was only required for priority for claims involving 'predictive claiming', such as in medical use claims
and in the compound claim of Idenix v Gilead158 (Arnold LJ noted that the compound claim to a class in
Idenix was interpreted as to compounds which had anti-Flaviviridae activity because otherwise the
claimed invention would have made no technical contribution to the art, and so would not have been
inventive applying the reasoning in T 939/92 Agrevo159); Illumina contended that the modified nucleotide
patents did not involve predictive claiming.
Arnold LJ disagreed. He said it could be seen from the judge's reasoning on obviousness that he
proceeded on the basis that the invention did not lie in merely identifying the class of compounds, but
in identifying their utility in sequencing by synthesis, and hence in the claimed method. That was why
claim 1 (to a chemical class) and claim 6 (to a method involving that class) stood or fell together for
obviousness. Therefore the test for priority included a requirement for plausibility on the facts of the
Illumina case.
Arnold LJ flagged that when raising its contention about plausibility, Illumina should have filed a
respondent's notice ([96]):
"A respondent who wishes to ask the appeal court to uphold the decision of the lower court for
reasons different from or additional to those given by the lower court must file a respondent’s
notice: CPR rule 52.13(2)(b). Given that (i) the point is a pure question of law, (ii) the argument
was clearly raised in Illumina’s skeleton argument, (iii) MGI raised no objection when they
received the skeleton argument and (iv) MGI were able fully to respond to the argument in oral
submissions, however, I would if necessary give Illumina permission to file a respondent’s
notice raising this point."
Finally, it was in the course of Arnold LJ's reasoning on priority that he flagged the need for a question
as to plausibility to be tested by reference to the contents of the application as filed, rather than the
granted patent (and for evidence to be prepared accordingly). This may impact disputes not just about
priority, but also about sufficiency, obviousness and added matter.
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Anticipation - prior use
In the 1977 Patents Act, novelty is defined in section 2, which begins:
"(1) An invention shall be taken to be new if it does not form part of the state of the art.
(2) The state of the art in the case of an invention shall be taken to comprise all matter (whether
a product, a process, information about either, or anything else) which has at any time before
the priority date of that invention been made available to the public (whether in the United
Kingdom or elsewhere) by written or oral description, by use or in any other way…."
On the language of this provision, determining what 'matter' has been 'made available to the public'
precedes the court's conclusion as to what is comprised in the 'state of the art', and then whether the
'invention' does or does not form part of the state of the art. In this respect, s.2 is consistent with the
relevant provision of the EPC (article 54), which states:
"(1) An invention shall be considered to be new if it does not form part of the state of the art.
(2) The state of the art shall be held to comprise everything made available to the public by
means of a written or oral description, by use, or in any other way, before the date of filing of
the European patent application…."
Therefore in both the 1977 Act and the EPC it is what has been 'made available to the public' that is
key, when considering whether a patent is novel over the state of the art. It makes no difference whether
the matter concerned has been made available by written description, oral description, use, or in any
other way, the question is still what 'matter' has been made available to the public.
Before the EPC and the 1977 Act, this was not the case. In the 1949 Patents Act, section 14(1)(d)
described one of the grounds of opposition to the grant of a patent as:
"that the invention, so far as claimed in any claim of the complete specification was used in the
United Kingdom before the priority date of that claim".
Therefore under the 1949 Act, a challenge of anticipation founded upon an alleged prior use was not
assessed by reference to what 'matter' had been 'made available to the public'. Any prior use by the
patentee, regardless of whether it was public or if it actually disclosed the inventive concept of the patent
in an enabling manner, constituted grounds for revocation of a later-filed patent.160
Why does this matter in a review of 2021's patent case law? It matters because it looks like aspects of
the test under the 1949 Act have been imported, through case law, into the modern test, despite the
carefully chosen wording of the EPC (art.54) and the 1977 Act (s.2). The result is a mess that brings to
mind Dr Erwin Schrödinger’s “thought experiment”: if a cat was placed in a box with a single radioactive
atom, which had the capacity to kill it, then until the box was opened, it was conjecture as to whether
the cat was alive or dead, and as such, it was, in a sense, in both of those states. It was not until it was
observed that its status was ascertained. How can this provide the certainty on a basic aspect of patent
law required of a sophisticated modern patent jurisdiction? Or be in compliance with the UK's obligations
under the EPC?
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The case concerned was Claydon v Mzuri (22 April 2021)161 the dispute about two Claydon patents
to 'apparatus for cultivating and sowing seed'. The apparatus of the patent concerned comprised a first
row of tines to prepare the soil, a second row of tines for direct placement of the seeds, and behind that
levelling means (e.g. a wheel) for firming the soil over the planted seeds. Mzuri's devices alleged to
infringe were within the claimed invention on the normal interpretation.
The validity of the '296 patent was challenged by reference to an alleged prior use by Claydon itself. It
was not in dispute that before the priority date of the patent, Claydon tested a prototype that had all the
features of the relevant claim (claim 16). The testing took place in a field on the Claydon farm for ten
hours, over two days. Along the side of the field ran a public footpath. The footpath was unmarked and
unmaintained, and there was a hedge between the footpath and the field where the testing took place.
The hedge was six foot tall but had gaps at three points. It was also not in dispute that there was never
anyone present at the tests other than Mr Claydon and his brother. Here are some pictures of the site
reproduced in Judge Hacon's judgment ([89]):

The issue for the court was whether the use made the invention of claim 16 'available to the public'. On
the law regarding prior use, the judge noted extracts from -

Lux v Pike162: to invalidate a patent the disclosure has to be such as to enable the public to
make or obtain the invention;
Folding Attic Stairs v Loft Stairs163: inasmuch as the public has a right to be there, they are
deemed to have the right to access the information;
E. Mishan v Hozelock164: it is one thing to say that if the public is given access to information,
in whatever guise, that information is made available to the public and it does not matter that
no member of the public in fact took up the opportunity (e.g. putting a publication in a library
makes it available to the public); it is quite another thing to say that the law treats information
as available to the public when no member of the public could in fact have accessed it (e.g. in
that case if a member of the public had tried to observe the inventor's activities he would have
stopped what he was doing).

The judge recorded as common ground the following ([72]):
"…in a prior user case in which it is said that the invention was made available to the public,
even though nobody in fact took advantage of that availability, the information made available
is that which would have been either noticed or inferred by a person skilled in the art who,
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hypothetically, had taken advantage of the access to the invention established on the
evidence."
The judge said he agreed with this; and in effect, the hypothesis concerned a skilled person as an
observer.
Query whether this is an accurate statement of the law, as provided for by the Patents Act (s.2) and the
EPC (s.54), and as explained in the English authorities. I will come back to the point in a minute.
The judge stated that the live issues were: first, whether the hypothetical observer could have seen the
alignment of the tines; and second, whether they could have seen strips of undisturbed soil, and if so,
what would have been deduced from those strips regarding the alignment of the tines.
Therefore, at least by trial, the issues for the court did not include whether matter was made available
to the public by the Claydons' testing or use, but what information was made available to the public by
that use.
On the evidence, Judge Hacon concluded that an observer of the prototype being tested would have
believed the tines in the first and second rows were aligned, and would have been able to deduce
features of its construction including all the features of claim 16. If Mr Claydon or his brother (who were
conducting the testing) had noticed "such a person", they could not have taken action that would have
prevented the skilled person from seeing or inferring each of those features, including the alignment of
the tines.
Therefore in law the prototype was made available to the public by the prior use and so the 296 patent
lacked novelty.
Judge Hacon said that the evidence in the case did not sufficiently explore what equipment a member
of the public might reasonably have been expected to carry and use to observe Claydon's prototype,
so enablement had to be assessed by reference to the hypothetical observation with the naked eye.
However he indicated that there was no bar in law to the enablement of an invention by reason of the
hypothetical skilled person having gained an understanding of it with the assistance of technical
equipment.
The situation we seem to have reached is that the reasoning in some recent cases is operating in a
way amounting to reduction ad absurdam, taking increasingly unlikely scenarios and drawing
conclusions and lines on flimsy evidence and purely hypothetical circumstances. Too often, judgments
addressing challenges of anticipation based on prior use stray to observations on aspects of the law
that are not strictly relevant to the determination of the issues in the case before them, yet provide later
judges with commentary on hypothetical scenarios without reference to the actual issue for the court or
the legislative parameters.
An exception to this may be found in the House of Lords' judgment in Merrell Dow v Norton165, in which
Lord Hoffmann noted that article 54 EPC made clear that ([28]):
“… to be part of the state of the art, the invention must have been made available to the public.
An invention is a piece of information. Making matter available to the public within the meaning
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of section 2(2) therefore requires the communication of information. The use of a product makes
the invention part of the state of the art only so far as that use makes available the necessary
information.”
Judge Hacon's judgment in Claydon v Mzuri did not cite Merrell Dow v Norton. It did, however, (as noted
above) draw on Lux v Pike, a decision of Aldous J in the Patents Court, which has since tended to be
cited as a key authority describing the relevant principles. Lux v Pike was a case in which it was not
disputed that the use in issue (of a prototype traffic light system) was public. The issue whether the
matter made available by that use amounted to an enabling disclosure. Nevertheless, Aldous J said:
“….it is settled law that there is no need to prove that anybody actually saw the disclosure
provided that relevant disclosure was in public. Thus an anticipating description in a book will
invalidate a patent if the book is on a shelf of a library open to the public, whether or not anybody
read the book and whether or not it was situated in a dark and dusty corner of the library. If the
book is available to the public, then the public have the right to make and use the information
in the book without hindrance from a monopoly granted by the State.”
The Lux judgment seems to have been the first to address the law regarding anticipation by 'prior use'
after the coming into the force of the 1977 Act. Any 'settled' law existing at the time of that judgment
therefore would seem to have been settled under the 1949 Act. Is it really correct to say that, following
the significant re-writing of the statutory provisions in the 1977 Act, the old principles could simply be
imported? Unfortunately, this seems to be what has happened. The result is an area of the law in which
tiny tweaks of hypothetical scenarios, as found by the judge upon the evidence and arguments in the
case, can determine whether or not an invention that was never 'disclosed', 'communicated' or 'made
available' to a single person before the application for a patent was filed is considered patentable in the
real world.
If the legal test applied actually was that the relevant information had in fact been made available to
someone (free in law and equity etc.) the inconsistencies between unlikely hypothetical scenarios could
be ironed out.
For example, consider a draft patent application, the day before it is planned to be filed:
The invention described would not be made
available to the public if…

The invention would, however,
available to the public if…

…the draft was printed off and left, loose-leaf, on
a windy afternoon on a small island in the middle
of the River Thames, to gradually blow into the
water and be eaten by ducks.

…the draft was catalogued and left on the
shelves of a public library accessible to
individuals free in law and equity to absorb the
contents of the written document – the act of
cataloguing would make it available to the public.

…the inventor took the draft for a lonely walk
across the moors, reading it allowed as they
went, with nobody within a mile of them at any
time.

…the inventor published an announcement of a
seminar/oral disclosure on the subject, and
proceeded to read the application aloud at the
designated time and place.
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be

made

…the inventor used a prototype in the middle of
a publicly accessible/visible space (such as a
field with a footpath running along one edge)
without in fact being observed by anyone and
without prior announcement of the activity.

…the inventor first announced in a local
newspaper their intention to demonstrate use of
their prototype and invited observers.

Focusing on what has in fact been made available would also clear up an anomaly. Suppose the
employee inventor took the first course in any of the three scenarios described above, and nobody
happened to stumble across the papers/recitation/use. The employee would not have imparted
information to anyone, so they would not be acting in breach of an obligation of confidence to their
employer. But should there later be a falling out, as the law currently stands the inventor could give
evidence of what had happened, so invalidating the resulting patent owned by their employer.
The mess needs straightening out. To require an opportunity for reasonable examination, enabling
information to actually be made available, does not do harm to the principles underlying the law. It
creates a more “real world” environment for the establishment of any proper assessment of the extent
of any prior disclosure and its impact on the validity of potentially very valuable rights. And it respects
the “patent bargain”.
Other points emerging on anticipation can be noted more briefly.
Different iterations of a prior used product
In Kwikbolt v Airbus166, the claim language to a "removable" blind fastener was not anticipated by
prior art (McClure 1) that taught the fixing of a first member, for example by adherence. A pleadings
point arose too:
Airbus' invalidity challenges included anticipation by and obviousness over the prior used 'E-Nut'. This
was a commercial product that would be understood as an embodiment of prior art McClure 1. The
relevant paragraphs of Airbus' amended grounds of invalidity included no reference to the possibility of
different iterations of the product. Photographs were annexed and a sample "of the same design as
those available before the priority date of the Patent" was stated to be available for inspection on
request.
Apparently, the E-Nut had been marketed in various versions. At trial, Airbus sought to rely on several
alternatives. The judge refused to let Airbus do so, and refused Airbus permission to amend its grounds
of invalidity. His reasoning included the wording of the grounds of invalidity and the following ([121]):
"It is not unusual for industrial products to be marketed in alternative models or versions, often
many. I take the view that when a party pleads such a product in support of an allegation of
lack of novelty and/or inventive step, it is essential that the pleading is entirely unambiguous as
to which version of the product is relied on. First, the patentee is entitled to know the case it
has to meet. Secondly, this court (and indeed the Patents Court) routinely limits a party seeking
to challenge the validity of a patent to reliance on a small number of items of prior art. It requires
the party to focus its attention on its best case and thereby avoids a waste of time and expense,
not least the time of the court. This is plainly in conformity with the overriding objective. It would
undermine that routine approach if a party were entitled to plead reliance on product X without
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further detail and thereby to smuggle into the case any number of alternative versions of product
X."
Although Kwikbolt should not have sprung its application to limit the scope of Airbus' reliance on the ENut at the last minute, the judge said that Airbus should have known that Kwikbolt was entitled to
understand that only one version was pleaded. Any reasonable reader of the relevant paragraphs of
the grounds of invalidity would take the E-Nut to be a single product in a single version.
Monotherapy and combination therapy, plausibility
Alcon v Actavis167 concerned the validity of Alcon's patent to the second medical use of fluprostenol
isopropyl ester (FIE) for glaucoma and ocular hypertension. The anticipation challenge was over
novelty-only prior art, a European patent application (EPA 800). The only reference to FIE in EPA 800
was in Example E, where it was used with another prostaglandin molecule.
It was accepted that Example E did not fall within claim 1. The judge rejected arguments that further
quite general references added up to anticipation in some way, and that Example E comprised part of
the "general teaching". If other parts of the general teaching of EP 800 mentioned FIE, the defendants
would have relied on it; the reference to general teaching exposed that the defendants could not show
FIE being taught to the standard required for anticipation but were putting forward a case of "near-miss
obviousness".
Notably, Alcon relied on the principle that a second medical use claim can only be anticipated by a
disclosure which makes it plausible, so as to enable, the treatment effect claimed, citing Merck v Ono168.
Meade J considered the point "well founded" and another reason to reject the anticipation challenge –
the experts agreed there was no data in EPA 800 to do this.
General principles governing the assessment of anticipation
Fiberweb v Geofabrics (11 June 2021)169 concerned Geofabric's patent to a railway trackbed liner,
which had been found valid and infringed by the Patents Court in 2020. The Court of Appeal (Arnold
LJ) dismissed Fiberweb's appeal on the judge's conclusions regarding construction and (consequent)
findings of novelty and infringement.
Arnold LJ described prior art Hoare, a patent application directed to the same problem as the patent. It
taught the use of a multi-layer structure (at the interface of the subgrade and the ballast) comprising
upper and lower flexible sheet materials and an intermediate load-spreading layer, which could be one
of three types. Fiberweb's case relied on only one of those types (b), described as "water vapour
permeable but substantially impermeable to liquid water", Gore (a patent) being given by way of
example. Gore gave sixteen examples of materials, only one of which was relied upon by Fiberweb
(example 10). This was also the only example in Gore which was identified as being impermeable to
any extent.
On the principles, Arnold LJ explained that in order to establish that claim 1 lacked novelty, Fiberweb
"must show it discloses subject matter which, if performed, would necessarily result in infringement of
the Patent: Synthon BV v SmithKline Beecham plc [2006] RPC 10 at [22]". In that case Lord Hoffmann
went on to explain that "this does not depend on showing that the author of the prior art intended to
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make the later invention or described the subject matter in the same way as the later inventor". Lord
Hoffmann cited with approval T 396/89 UNION CARBIDE, in which the Board of Appeal said ([43]):
"It may be easy, given a knowledge of a later invention, to select from the general teachings of
a prior art document certain conditions, and apply them to an example in that document, so as
to produce an end result having all the features of the later claim. However, success in so doing
does not prove that the result was inevitable. All that it demonstrates is that, given knowledge
of the later invention, the earlier teaching is capable of being adapted to give the same result.
Such an adaptation cannot be used to attack the novelty of a later patent."
Lord Hoffmann explained ([44]):
"…it is this requirement that performance of an invention disclosed in the prior art must
necessarily infringe the patent which distinguishes novelty from obviousness. If performance of
an invention disclosed by the prior art would not infringe the patent but the prior art would make
it obvious to a skilled person how he might make adaptations which resulted in an infringing
invention, then the patent may be invalid for lack of an inventive step but not for lack of novelty."
Further, from Dr Reddy's v Eli Lilly170, in order for an earlier disclosure to anticipate a later claim the
earlier disclosure must contain an "individualised description" of something falling within the later claim.
The judge (David Stone) had rejected Fiberweb's novelty challenge for two reasons. The first was that
the invention described in Hoare, even including the reference to Gore, did not read onto the structure
described in the patent because Hoare did not describe the use of a filter layer, or reference a layer
which was normally impermeable to water but allowed the upwards passage of water under the load of
a train. The judge then said: "Hoare does not address these concepts at all". Arnold LJ agreed with
Fiberweb that this reason was "fallacious" because disclosure of the inventive concept was not required
for anticipation (although it might be required for obviousness).
However, Arnold LJ agreed with the judge's second reason, this being that Hoare directed that the
middle layer be substantially impermeable to liquid water and Fiberweb's expert gave no clear answer
as to why the skilled addressee would ignore the requirement. Dismissing Fiberweb's argument that the
reference to Gore included all the examples, of which the skilled person would think only example 10
fitted the bill, the question then just being at how high an entry pressure the material would become
permeable at, Arnold LJ said ([49]):
"…it is important to note the purpose for which Hoare cross-refers to Gore. In context, this is to
indicate to the reader a way in which to make a "barrier layer formed of an unsintered sheet of
polytetrafluoroethylene which is expanded so as to produce a fine microstructure characterised
by nodes interconnected by fibrils". That is why Hoare says "see for example" Gore (emphasis
added). Furthermore, Hoare does not refer to any of the examples in Gore. Thus it does not
direct the reader to use any of the materials disclosed in those examples, as opposed to the
general method disclosed in Gore. Accordingly, there is no "individualised description" of the
use of the material of example 10 in the context of Hoare (as opposed to in the context of
Gore)."
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Moreover, there was no good reason why the skilled person putting Hoare into effect would choose the
material of example 10 when it was described as being permeable at 10psi, and not as being
substantially impermeable. Here, Arnold LJ returned to the comparison between the tests for
anticipation and obviousness ([50]):
"Although anticipation is legally possible in the absence of obviousness, in the present case it
is difficult to see how the question whether following the directions of Hoare would inevitably
result in a product falling within claim 1 of the Patent could be answered in the affirmative when
the answer to the question whether Hoare makes it obvious to produce such a product has
been answered in the negative."
A more succinct (and imaginatively illustrated) description of the governing principles was given by
Meade J in Optis v Apple (25 June 2021)171, when he said ([148]-[149]):
"…to anticipate a disclosure must be clear and unambiguous. It must “plant the flag”.
Anticipation is distinct from obviousness and “strong” obviousness is not the same as
anticipation.
…where a method claim is in issue, what must be disclosed by the prior art is all the method
steps of the claim. It is not enough that a prior art method has the same result as the claimed
method. Navigation by the stars and by a compass might both result in heading due North, but
they are different methods..."
Further, Meade J noted, from Merrell Dow v Norton172, that an anticipating piece of prior art does not
have to have equivalence of language, but of teaching, so that "Amazonian Indians would refer to
quinine as that which came from cinchona bark while chemists used its chemical name". Similarly,
rearranging a mathematical equation may do no more than describe the same thing in a different way.
Anticipation 'by equivalents'?
Continuing with our discussion of Meade J's judgment in Optis v Apple (25 June 2021): the reasoning
included an important point about equivalents.
Having determined the disclosure of the pleaded prior art, Meade J rejected both (standard) anticipation
challenges. However Apple also contended that if prior art 'Interdigital' did not anticipate on the ordinary
meaning of the claims, it nevertheless anticipated "by equivalence" i.e. the disclosure of the prior art
would 'plant the flag' in an area reached by the application of the doctrine of equivalents to the claims
of the patent.
The point was raised late in the proceedings. On the first day of the trial, Meade J gave Apple permission
to amend their case to include the challenge. Meade J explained that in Facebook v Voxer (19 March
2021)173 Birss J held that infringement by equivalence must be pleaded, and so it followed that
anticipation by equivalence must be pleaded, however there would be cases en route to trial where the
pleadings closed before the parties knew that Facebook v Voxer would be the regime, and allowance
should be made for that. There was a "big difference" between raising for the first time a potentially
disputed feature or behaviour of the alleged infringement and seeking to characterise the matters
already in issue as equivalent, and the present case was in the latter category. A general pleading that
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equivalence will be relied upon wherever purposive construction fails is not good enough; a pleading of
equivalence must identify the claim feature(s) to which it is directed and from there answer the Actavis
questions by reference to each such feature.
As to the permissibility of such a challenge more generally, Mead J said ([252]-[253]):
"In addition to raising how equivalence should be pleaded, the present case raises the issue of
whether, as a matter of law, equivalence is available to broaden a claim as the target for an
anticipation attack, or only applied to infringement. This is an extremely important point for UK
patent law. It seems certain to need the consideration of the Court of Appeal and very probably
the Supreme Court. When it is first ruled on in a case where it is decisive to the result, it will
need to be fully argued, including with reference to the law of other EPC jurisdictions and with
regard to how and whether people can be prevented from practising the prior art, or if not, how
and why not.
Apple’s late pleading amendment did not leave time for this sort of detailed and demanding
argument to be prepared. Therefore the parties agreed that I should take the approach of
assuming that equivalence is not available (in line with the approach taken in other cases in the
Patents Court), but to make such factual findings as are necessary, and answer the three
questions."
Addressing the Actavis questions, Meade J answered question 1 (does the alleged equivalent achieve
substantially the same result in substantially the same way) against Apple. Apple relied on the "result"
being tracking the same sets of resources, namely sequence number usage and buffer memory
storage. Disagreeing, Optis pointed out that Interdigital was more complex (as windows based
mechanisms always would be) and did not avoid superfluous polling. Meade J said ([259]-[260]):
"This disagreement between the parties is reminiscent of the arguments that used to take place,
when the Improver questions (Improver v. Remington [1990] FSR 181) were frequently applied,
about the right level of generality to assess question 1. If the right level was simply that the
alleged infringement worked then question 1 answered itself.
In the present case, I have no hesitation in reaching the conclusion that the right level of
generality, and the result to be considered, is as Optis says, and Apple’s argument is at the
wrong level of generality."
So Apple would fail on question 1, if anticipation by equivalents were available as a matter of law.
Question 2 had "no role to play". However in case he was wrong on question 1, Meade J also addressed
question 3 (whether there was anything in the specification to indicate that strict compliance with the
claims was intended), concluding ([263]-[264]):
"The equivalent sought to be captured is, essentially, a windows-based approach when the
normal purposive construction would be limited to a counter-based approach. But the windowsbased approach is specifically mentioned in the specification. If a specification lists A and B
and then only claims (as a matter of language on normal interpretation) A, then that might well
be an indication that strict compliance at least so as to exclude B was intended. I think it is
clearly implicit in the judgment of Birss J in Illumina v. Latvia [2021] EWHC 57 (Pat) e.g. at [338]
that this sort of argument is a legitimate one and may be a powerful one, although it did not
arise on the facts before him.
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For these reasons, the anticipation by equivalence argument would fail, even assuming it were
available as a matter of law."
It looks like Meade J's judgment in Optis v Apple (25 June 2021) will be heard in the Court of Appeal in
May 2022.

c. Obviousness
The case law emerging in 2021 makes clear that the leading authority on the principles governing the
assessment of obviousness is now the Supreme Court's judgment in Actavis v ICOS174. That much is
settled. However, the Supreme Court's judgment did not seem to change anything about the law.
Rather, it started with first principles, approved many existing authorities and collated easily quotable
points; older authorities therefore remain in play. Key examples, approved by the Supreme Court, and
frequently cited in 2021, are the Court of Appeal's judgment in Pozzoli v BDMO175 (setting out a
structured approach to the assessment of obviousness) and Kitchin J's judgment in Generics v
Lundbeck176 (stating that a question of obviousness must be considered on the facts of each case,
requiring the court to consider the weight to be attached to any particular factor).
Another authority approved of by the Supreme Court was Laddie J's judgment in Brugger v MedicAid177, which included the point that:
“[I]f a particular route is an obvious one to take or try, it is not rendered any less obvious from
a technical point of view merely because there are a number, and perhaps a large number, of
other obvious routes as well.”
This point was drawn upon and argued about in many cases in 2021 178. In FibroGen v Akebia (24
August 2021)179, Birss LJ described the principle as ([202]):
"…that just because one thing is an obvious way forward does not necessarily mean that other
ways forward are not obvious too."
Arnold LJ said that the important word in this was "necessarily". He continued ([202]):
"In some cases one dominant approach may crowd out other possibilities, but in other cases it
may not. It all depends on the particular facts and circumstances."
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In Promptu v Sky180, the case about Promptu's patent to a method for speech controlled delivery of
cable TV and video content, Sky relied on Brugger v Medic-Aid to the effect that an obvious route is not
made less obvious by the existence of other routes. Meade J noted the balance required with other
principles ([185]):
"However, in assessing obviousness the number of possible options available may be a
relevant factor (see the statement of Kitchin J as he then was in Generics v. Lundbeck [2007]
EWHC 1040 (Pat) at [72], also approved in Actavis v. ICOS)."
Sky did, however, succeed in its obviousness challenge.
The principle from Brugger v Medic-Aid is often drawn upon by the party challenging the validity of the
patent. A principle often drawn upon by the patentee is that derived from the House of Lords' judgment
in Technograph v Mills & Rockley181, in which it was explained why the "step by step" approach to
obviousness taken in that case was not persuasive:
"Once an invention has been made it is generally possible to postulate a combination of steps
by which the inventor might have arrived at the invention that he claims in his specification if he
started from something that was already known. But it is only because the invention has been
made and has proved successful that it is possible to postulate from what starting point and by
what particular combination of steps the inventor could have arrived at his invention. It may be
that taken in isolation none of the steps which it is now possible to postulate, if taken in isolation,
appears to call for any inventive ingenuity. It is improbable that this reconstruction a posteriori
represents the mental process by which the inventor in fact arrived at his invention, but, even if
it were, inventive ingenuity lay in perceiving that the final result which it was the object of the
inventor to achieve was attainable from the particular starting point and in his selection of the
particular combination of steps which would lead to that result."
The 'Technograph' principle was drawn upon in 2021 in a number of cases. In Optis v Apple (25
November 2021)182, Optis relied on the principle as being that "salami-slicing the gap between the prior
art and the patent into small steps and then putting forward reasons for each one is prone to inject
hindsight". Optis contended that Apple's obviousness challenge was based upon nineteen steps being
taken (some involving not doing something)); Apple contended it was three steps. Meade J said ([195][196]):
"I do not think there is any particular way in which steps along an obviousness argument must
be split, or counted. The patentee has an incentive to maximise them and the defendant to
minimise them. Sometimes steps are genuinely independent and sometimes they are closely
related. Some steps are much more important than others…What is however important overall
is for the Court to be sensitive to whether the gap between prior art and patent is being
deconstructed in such a way as to build in hindsight…"
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In FibroGen v Akebia (24 August 2021)183, Arnold LJ flagged that the warning against stepwise
analysis had been said (in Actavis v ICOS) to have no bearing in a case in which the steps which the
notional skilled person would take could readily be ascertained without the taint of hindsight.
Finally on the general principles, Laddie J's judgment in Inhale v Quadrant184 was not cited by the
Supreme Court in Actavis v ICOS but has been drawn upon in a number of judgments since, including
at least three in 2021185, and it remains important guidance:
“… A fiction in patent law is that the notional uninventive skilled man in the art is deemed to
have read and assimilated any piece of prior art pleaded by the party attacking the patent claim.
If the invention is obvious to that person in the light of a particular piece of prior art, the claim is
invalid. It is no answer to say that in real life the prior art would never have come to the attention
of a worker in the field, for example because it was tucked away on the top shelf of a public
library or because it was in a language which nobody in the art knew. The notional skilled
person is assumed to have read and understood the contents of the prior art. However that
does not mean that all prior art will be considered equally interesting. The notional skilled
person is assumed to be interested in the field of technology covered by the patent in suit, but
he is not assumed to know or suspect in advance of reading it that any particular piece of prior
art has the answer to a problem he faces or is relevant to it. He comes to the prior art without
any preconceptions and, in particular, without any expectation that it offers him a solution to
any problem he has in mind. Some pieces of prior art will be much more interesting than others.
A document directed at solving the particular problem at issue will be seized upon by the skilled
addressee. Its very contents may suggest that it is a worthwhile starting point for further
development. But the same may not be the case where a document comes, say, from a distant
and unrelated field. …”
In 2021, perhaps the most thoroughly reasoned judgment applying the general principles governing the
assessment of obviousness was Birss J's judgment in Illumina v Latvia MGI (20 January 2021)186.
The judgment concerned five Illumina patents, and was structured, essentially, as three back-to-back
judgments considering their infringement and validity.
Let us digress briefly to explain some science relevant to the case. DNA exists as a double helix
structure. Each chain comprises a sugar (ribose) backbone with the sugar rings linked by phosphate
groups. On each sugar ring is a base – A, T, G or C. Each combination of base, sugar ring and
phosphate is called a 'nucleotide'. Below on the right is the basic structure of a single chain:
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The sugar rings are the five-membered rings with
an 'O' shown at the top. The carbons in the ring are
numbered from the right, around the bottom to the
left, continuing into the carbon of the methyl group
just above the left hand point of the ring. Starting
on the right, the number is 1'. The carbon
numbered 5' (in the methyl group connected to the
left point of the ring) is connected to a phosphate
group. So each nucleotide in the chain is
connected through its 5' carbon via the phosphate
to the 3' carbon of the nucleotide above, and
through its 3' carbon to the phosphate of the
nucleotide below.

In the prior art 'Sanger' sequencing method, devised in the 1970s, a single strand of DNA was used as
a template. One nucleotide at a time, the next complementary base would be added, growing the
synthesised chain at the 3' end, but with blocking nucleotides incorporated at intervals and resolution
processes then carried out.
Illumina's three 'modified nucleotide patents' concerned the use of an 'azidomethyl' (-CH2N3) group as
a 'reversible chain terminator' on the 3' carbon of the nucleotides added to the growing chain. Once the
identity of the nucleotide added had been confirmed, the azidomethyl blockage could be removed and
the synthesis of the chain continued.
Attempts to do this were published in the early 1990s, but they did not use an azidomethyl group as a
blocking group and did not produce a workable technique in practice. Birss J found that by 2002, the
person skilled in the art would have characterised that work, and later efforts up to 1999, as not having
succeeded. They would not know with any specificity what particular problem(s) had to be solved to
take the approach forward. They did not lack chemical groups to use as protecting groups (the idea of
a reversible protecting group in organic chemistry was very well established). The relevant papers did
not suggest what was required. Groups active in the area seemed to be exploring options away from
blocking at the 3' position. The general attitude of the person skilled in the art was not an upbeat one.
Against this background, the invention(s) of the modified nucleotide patents did produce a workable
technique.
However, MGI contended that they were invalid for obviousness over prior art 'Zavgorodny'. A paper
about chemical synthesis, Zavgorodny described a method for synthesising a selection of nucleosides
substituted at the 2', 3' and 5' positions. (A nucleoside is a nucleotide but without the 5' phosphate
group. Nucleosides had a number of applications eg antiviral and anticancer). The method described
included a suggestion (of "special interest") to block the 3' hydroxyl with an azidomethyl group, depicted
as follows:
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Birss J noted that in context, the "special interest" noted in Zavgorodny was not an assertion about
sequencing by synthesis reactions, and it would be hindsight to read it as such for the purpose of
identifying what Zavgorodny actually disclosed. Similarly, the reference to "very specific and mild
conditions" was in the context of the work reported i.e. organic synthesis, not relative to the synthesis
of DNA. For example, Zavgorodny suggested pyridine, but pyridine denatured DNA.
Adopting the Pozzoli approach, Birss J noted that the difference between Zavgorodny (nucleoside) and
claim 1 (nucleotide) was quite small, in a way. However to make the step, the person skilled in the art
had to have a reason to do so. The question was whether sequencing by synthesis using an azidomethyl
blocked 3' oxygen as a reversible chain terminator was obvious over Zavgorodny.
Birss J said that the premise upon which MGI's case was put was that the person skilled in the art would
look at Zavgorodny with the specific aim in mind of finding a blocking group they might be able to use
in a reversible chain terminator sequencing process. However, he rejected this premise. The skilled
person working on research into sequencing by synthesis would not have had any specific problem(s)
in mind; it might well be that using reversible chain terminators could not be made to work. Therefore
having read Zavgorodny, they would think it was a paper on synthetic chemistry that had nothing to do
with their focus on sequencing by synthesis. At most it was something to add to the organic chemist's
toolbox. Nothing, absent hindsight, suggested that what was disclosed had application in relation to
sequencing by synthesis using reversible chain terminators. Having read it with interest, the skilled
person would put it down and move on. Therefore claim 1 was not obvious over Zavgorodny.
Birss J noted that the change from a nucleoside to a nucleotide was not a reason why the invention
was not obvious. If the skilled person saw an analogy though, they would not think they needed a new
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blocking group to try – there were lots of possibilities (eg in textbooks). The skilled person was also
aware of suitable conditions for removing an azide without denaturing DNA. However, if the skilled
person got as far as considering whether to try out an azido group as a 3' blocking group on a nucleotide
in a test of a single cycle, they would have no basis for thinking that such a blocked nucleotide would
be incorporated into an oligonucleotide by DNA polymerase (an enzyme that adds nucleotides to the 3'
end of the strand).
MGI appealed Birss J's conclusion that the modified nucleotide patents were not obvious over
Zavgorodny, arguing that the judge should have concluded that the skilled person would have
appreciated the relevance of the paper to their research, been interested in the use of the 3'-OH
azidomethyl blocking group, and tried using it. In Illumina v Latvia MGI (17 December 2021)187 Arnold
LJ said that the "problem" with this argument was that it merely amounted to a challenge to the judge's
evaluation without identifying any error of principle. Dismissing it, he noted support in the evidence for
the conclusions reached by the judge, noted that there was no challenge to the judge's findings about
the common general knowledge, and disagreed with MGI's arguments that aspects of the judge's
reasoning were inconsistent.
In contrast, back in the Patents Court (Illumina v Latvia MGI (20 January 2021)), Illumina's 'ascorbate
acid patent' was found invalid for obviousness. The patent concerned the use of ascorbic acid in the
sequencing by synthesis buffer solution, to prevent photodamage to the synthesised DNA strand
caused by repeated illumination (i.e. each time a nucleotide was added, to identify that nucleotide). The
prior art, 'Buechler' disclosed adding ascorbate alone or with other agents to stabilise biological
reagents conjugated to florescent molecules. Although the experiments were mostly focused on storage
of material over periods of time, Birss J concluded that the skilled person would understand the teaching
as including that risk of photodamge to nucleic acids could be reduced. Therefore the claimed invention
was obvious. Further, Illumina's expert accepted that a simple and obvious test for the skilled person,
who would have suspected photodamage as a possible cause of fading, having read Buechler, would
have been to add ascorbate. So the patent was obvious on that case too. Illumina did not appeal the
obviousness of the ascorbate acid patent.
Collocation
The fourth Illumina patent found valid and infringed in Illumina v Latvia MGI (20 January 2021)188 was
the 'labelled nucleotide patent'. It concerned a molecule as illustrated below, made up of a nucleotide
(example shown in red) labelled with a specific dye molecule ("Dye 2" (dark blue), which included a
linked arm (light blue) and a further, spacing, specific linker (LN3)):

187

Illumina Cambridge Limited v Latvia MGI Tech SIA & Ors [2021] EWCA Civ 1924 (17 December 2021) Arnold, Nugee &
Warby LLJ
188 Illumina Cambridge Limited v Latvia MGI Tech SIA & Ors [2021] EWHC 57 (Pat) (20 January 2021) Birss J

73

As proposed to be amended, the claim in issue specified the particular dye moiety and linker moiety.
The person skilled in the art was essentially the same as that applicable to the other patents in the case,
but the priority date being four years later, the idea of sequencing by synthesis was now part of the
common general knowledge of the team as a whole. The CGK included various classes of fluorescent
dyes, the idea of functionalising a dye molecule in order to conjugate it to a biological molecule, and the
use of a linker to connect a fluorophore to a biological molecule. The skilled person knew that the
spectral properties of a class of fluorescent dyes (xanthenes) could be altered by changes or
substitutions on the xanthene core (identified in the above diagram by the dashed line) because they
affected the delocalised system in the core, and that the further away from the core that substitutions
were made the less likely they were to change the spectral properties.
However, the field was empirical. The characteristics of individual moieties within a chemical structure
were influenced by their environment. The skilled person could rationalise differences that existed by
reference to structural changes, but this was not the same as being able to predict in advance with any
degree of precision what the effect of a given change would be.
Prior art 'Milton', published in 2004, disclosed the idea of using, in a sequencing by synthesis process,
a suitably functionalised nucleotide (a 3' blocked base) conjugated to a suitable fluorophore via a
suitable cleavable linker. It disclosed the red and green portions identified above of the claimed
invention, linked together, but then linked to a different dye. Given Milton, it would be obvious for the
skilled person to make that linker-nucleotide combination with a view to conjugating that combined
molecule to a suitable dye.
Prior art 'Arnost' was a US patent published in 1990. It concerned fluorescent dyes for use in making
labelled conjugates to be used in biological diagnostic assays, and referred to attaching the dye to a
biological moiety in a particular way. Arnost was mostly concerned with chemical synthesis of the
relevant molecule. One of the dye molecules described was "molecule XVI". (This is the "Dye 2"
component of the claimed invention of the labelled nucleotide patent but without the linker arm). Given
the teaching in Arnost, it would have been obvious for the skilled person to take molecule XVI forward
as a candidate fluorophore, and to use a linker of some sort rather than attempting to conjugate the dye
directly to the biological molecule. An obvious way of connecting the molecule XVI to the linker would
have been a secondary amine (as in the claimed labelled nucleotide patent). The skilled person would
not have known whether the photochemical properties of the 4-carbon linker form of dye XVI would
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have been identical to those of XVI. They might or might not, but the skilled person would have expected
any change to be modest.
MGI did not contend that Arnost and Milton could be mosaicked, but argued that the combination of
their disclosures in a single molecule amounted to the mere 'collocation' of two (known) things, and
therefore the claimed invention (the labelled nucleotide molecule) was obvious. In view of the judge's
conclusion on the disclosures of Arnost and Milton, if MGI was correct on collocation then the patent
would be invalid for obviousness. But applying the authorities, Birss J disagreed that the collocation
principle applied. He found that the person skilled in the art would believe that the two components of
the molecule were capable of interacting with one another, so they could not be regarded as individual
inventions.
MGI appealed on this point too. In the Court of Appeal (Illumina v Latvia MGI (19 December 2021)189),
Arnold LJ took the opportunity to review the principles. He noted –
In the nineteenth century case Williams v Nye190, a patent for a sausage machine that was a
combination of a known mincing machine and a known skin-filling machine was found lacking invention.
The House of Lords in British Celanese v Courtaulds191 held that a mere placing side by side of old
integers so that each performed its own proper function independently of any of the others was not a
patentable combination; but where the old integers when together had some working inter-relation
producing a new or improved result then there was patentable subject-matter in the idea of the working
inter-relation brought about by the collocation of the integers.
More recently, in SABAD V MFI192 Lord Hoffmann explained that before it could be asked whether the
claimed invention involved an inventive step, it had to be decided what the invention was – was it one
or two inventions? Two inventions did not become one invention just because they were included in the
same hardware. For example, a car might contain many inventions operating independently of each
other.
Lord Hoffmann noted that the EPO's guidelines stated the principles upon which to decide whether one
or two inventions were being dealt with: if the two integers interacted upon one another, if there was
synergy between them, then they constituted a single invention having a combined effect and one
applied the question of obviousness to the idea of combining them; but if each integer performed its
own proper function independently of any of the others, then the integers constituted separate
inventions and the question of obviousness had to be applied to each one separately. That was what
was meant by the law of collocation.
Arnold LJ (in Illumina) noted that the relevant passages in the current (March 2021) edition of the
Guidelines were little changed from those cited in SABAF. Further, in Abbot v Eyvsio193, Kitchin J held
that the first step was to determine whether the claim was concerned with a single invention or not.
Arnold LJ noted that Illumina did not contend that the judge had been wrong to hold that the collocation
principle was a general one, and therefore capable, as a matter of law, of applying to an invention
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consisting of chemical molecules. However, Arnold LJ also noted the view to the contrary expressed by
Pumfrey J in Degussa-Huls v Comptroller194.
As to how the court should decide whether a claim consisted of one invention or a plurality of inventions,
Arnold LJ said ([169)]:
"I understood it to be more or less common ground that this was primarily a question of what
the patent disclosed, read in the light of the common general knowledge, but that evidence was
admissible either to show that an interaction between features claimed in the specification did
not occur or to show that an interaction not spelt out by the specification would be apparent to
the skilled person or team."
MGI argued that Birss J had made no finding that the two elements of the claim, namely (i) the 4 carbon
linker form of dye XVI and (ii) a derivatised nucleotide plus linker LN3, combined to produce a synergistic
effect or otherwise interacted in any non-obvious way, but that the skilled person would appreciate from
the CGK that the two elements had the potential to interact with each other in an unwelcome manner
(although the specification showed that in fact they did not). MGI contended that this was not enough
to prevent the claimed invention from being a mere collocation of uninventive features.
Arnold LJ disagreed. He explained that the judge had found that the skilled team would know from their
CGK that, when joined together, the building blocks were capable of interacting adversely with each
other in various ways and that the skilled team could not predict in advance whether this would occur
or not. If it did occur, the claimed molecules would not be useful in sequencing by synthesis. The labelled
nucleotide patent demonstrated that there was no such interaction, and therefore the claimed molecules
were useful for that purpose. It followed that the patent claimed a single invention that made a technical
contribution that neither Milton nor Arnost made even when taken together. It was not obvious to
combine Milton with Arnost, therefore the patent was not obvious.
A collocation argument was, however, accepted by Marcus Smith J in Nicoventures v Philip Morris195.
Nicoventure's case was that claim features "A" and "B" of Philip Morris' claimed e-cigarette were distinct
and did not comprise aspects of the same invention. These features were:
A. At least one heater comprising one or more electrically conductive tracks on an electrically
insulating substrate (i.e. the heater element); and
B. A thermally insulating material for insulating the at least one heater wherein the thermally
insulating material comprises a metal (i.e. the thermal insulator element).
Having noted the Williams v Nye and SABAF v MFI authorities (but not Birss J's judgment in Illumina v
Latvia MGI (20 January 2021)), Marcus Smith J drew upon the following passage of cross-examination
of Philip Morris' expert ([99]):
"Q (Mr Speck, QC) So, rather like a sausage skin-filling machine needs minced meat to fill the
skins, and a minced meat machine provided the minced meat, you are saying there is that kind
of dependency, but nothing specific about the features of the heater or the insulator are
identified by you - yes?
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A (Mr Hopps) You would select the insulator based on these temperature rings and duration,
yes."
From this the judge concluded that there was no synergistic effect between the heater feature and the
thermal insulation feature, and nothing apart from heat linking them. Therefore there was no invention
in their combination, which was mere collocation - "blindingly obvious". The judge then proceeded to
consider the obviousness challenges against each of the features individually, concluding that the
patent was invalid for obviousness.
(Interestingly, Marcus Smith J's frequent references to Terrell seemed not to match the text of the
current edition. There are plenty of other things that could be said too, but this paper is already looking
rather long).
Would vs could?
2021 saw the return of the 'would/could' debate.
A few years back, the question of whether a finding of obviousness required that the person skilled in
the art would have taken the relevant step(s) in light of the state of the art, or merely required that they
could have taken the relevant step(s), was an oft-raised topic. The Court of Appeal addressed the point
in its 2016 judgment in Hospira v Genentech196, in which the patentee, Genentech, relied on EPO case
law as requiring that for obviousness to be found the skilled person would have carried out the
necessary step.
Floyd LJ drew on earlier case law, in particular: in Actavis v Novartis197, Jacob LJ had rejected a
suggestion that a passage of the EPO's Guidelines for Examination said that it had to be shown that
the skilled person would go ahead and implement the idea commercially; and in Hallen v Brabantia 198
Slade LJ had rejected a suggestion that a "would" test was always to be preferred. Slade LJ said:
"We accept that the "could" test is a minimum condition that must be satisfied on the facts
before obviousness can be established in any given case. With this qualification, we agree with
the judge's comment … that the proper question depends on the facts of each case, though
always bearing in mind that, under section 3 of the 1977 Act, the onus ultimately falls on the
defendants to show that the alleged invention was obvious to a person skilled in the art, having
regard to any matter which formed part of the state-of-the-art at the priority date."
Dismissing Genentech's point, Floyd LJ said ([52]):
"The case where the invention is simply a choice of one candidate from a field where all the
individual candidates are the same is an extreme case. The present case is one where the
skilled person would expect there to be a range of different results, some good and some bad,
but that there was no invention in embarking on a screening process to pick out the good from
the bad. The fact that one could not say in advance which the good ones would be does not, in
every case, foreclose a finding of obviousness."
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The patentee in Coloplast v Salts (18 January 2021)199 had another go. The case concerned
Coloplast's patent to a "comfort layer" for an ostomy bag. Applying the Pozzoli approach, the deputy
judge, Nicholas Caddick QC, noted Coloplast's submission that the inventive concept was the teaching
that a woven fabric could be used and welded in such a way as to form an integrated comfort layer with
improved properties. Turning to steps 3 and 4, he said ([93]):
"In order to establish obviousness, it is enough to show that the idea said to be an invention
would have occurred to the skilled person. It is not necessary to show that the skilled person
would actually have implemented that idea."
Nicholas Caddick QC then quoted from Arnold LJ's reasoning in Asahi v Macopharma200, explaining
that as long as the Windsurfing/Pozzoli approach is adopted, there is no need for the court to decide
whether the invention is what the person skilled in the art would or could have done ([95]):
"The isolation of the inventive concept…and the ascertainment of the difference between that
and the prior art in the third step, naturally lead the court to answer the correct question: namely,
whether the invention was obvious. Evidence as to what could or could not or what would or
would not be done can be relevant, but the correct question is that laid down in the statute."
Nicholas Caddick QC continued ([96]):
"In answering the statutory question, it is important to bear in mind what inventive means. An
idea may be technical and may achieve a technical result. However, to be inventive, it must be
adding something to the existing stock of knowledge. This addition might be the idea of using
an existing technique to do something which no-one had previously thought of doing. Or it might
involve finding a way to do something which people had wanted to do but had not been able to
think how. Or it might be finding a way of solving a problem standing in the way of achieving a
goal (see Lord Hoffmann in Biogen Inc. v Medeva Plc [1997] RPC 1 at 34)."
Throughout the judge's subsequent analysis of the challenges of obviousness in the present case, his
focus was upon whether a technical contribution was made over the relevant prior art. The patent was
found to be obvious over the common general knowledge.
The would/could point was also considered by Meade J, in Optis v Apple (25 November 2021)201.
Patentee Optis submitted that it was not enough for a finding of obviousness that the skilled person
could do something; it must be shown that they would. Meade J said ([197]):
"This “could/would” distinction is often referred to in the case law of the EPO. It is not an
absolutely inflexible rule and must be taken into consideration along with the principles that
apply where there are multiple obvious options, or where a parameter in a claim is arbitrary. I
will bear it in mind, but the reason Optis stressed it was because it wanted to limit the effect of
oral evidence that Ms Dwyer gave phrased in terms of “could”. I deal with this below."
This was the case in which the evidence of Apple's expert was preferred to that of Optis' expert (Ms
Dwyer) on some key technical areas. The secondary evidence relied upon by Optis was dismissed as,
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if anything, tending to favour Apple's case. Optis' three patents in issue were found invalid for
obviousness.
However, following another technical trial earlier in the year, in Optis v Apple (25 June 2021)202, the
Optis patent in issue in that case was found valid (not anticipated or obvious). Essentiality and
infringement were conceded. Rejecting Apple's obviousness challenge based on prior art 'Interdigital',
Meade J said Apple's argument involved "reversing back to the fork in the road and opting for and then
implementing" the other route, and this represented a considerable oversimplification of the real-world
position ([283]):
"The notional skilled addressee would be aware of counter-based and window-based triggers,
with their similarities and differences. That does not mean that there was a perception in the
art that they were interchangeable, or that which to use was merely a matter of taste. Switching
between them was not perceived as merely a workshop modification in the way that the choice
of glue or nails might be when two physical items have to be fixed to each other."
Further ([290]):
"…there is nothing in InterDigital to suggest or motivate a change to a counter-based system,
or, as it were, to revisit the choice presented by the Editor’s note. Lack of motivation is not fatal
to an obviousness case and indeed in a true workshop modification case there may be no
motivation at all, yet the change is obvious in law. However, Apple has failed to make out that
this is a workshop modification case."
Pleading points
Finally, there are a couple of pleadings points to mention in the context of obviousness.
First, in IPCom v Vodafone (19 February 2021)203, Arnold LJ confirmed that as the prior art relied upon
had been pleaded, an infringement/obviousness squeeze argument in reliance upon it did not have to
be specifically pleaded or supported by Vodafone's evidence because it arose out of the evidence of
IPCom's own expert in the course of cross-examination. Further confirmation that new arguments can,
in some circumstances, arise as late as trial as the evidence in the case develops.
However, in Interdigital v Lenovo (29 July 2021)204, where a party challenging the validity of the patent
sought to run a point that the claimed invention involved nothing more than a combination of arbitrary
features offering no technical advantage, it was held that this needed to be pleaded. This was because
the patentee needed to be able to lead evidence on their characterisation of technical advantage.
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d. Insufficiency
Sufficiency is an area of patent law that has been rather turbulent in recent years, so the emergence of
two impressive judgments in 2021, apparently settling some areas of uncertainty, is welcomed. A
further, important point, can be expected to be addressed before too long.
Insufficiency is a single ground of invalidity, provided for in section 72(1)(c) of the Patents Act of 1977.
It embraces distinct types of objection, in particular:
-

classical insufficiency;
excessive claim breadth / Biogen / lack of plausibility insufficiency; and
uncertainty (previously called "ambiguity") insufficiency.

Underpinning all types is the "patent bargain", this being that the inventor obtains a monopoly in return
for disclosing the invention and dedicating it to the public for use after the monopoly has expired. Dating
to the Statute of Monopolies of 1623, the principle remains the foundation of modern patent law, having
survived the amendment of UK law after accession to the EPC (i.e. the 1977 Act). Most recently, in the
context of sufficiency, its ongoing importance was noted by the Supreme Court in Warner-Lambert v
Generics205 and Regeneron v Kymab206).
The basis for the distinction between the three main types of insufficiency is found in the case law. For
all types, however, there has been uncertainty as to the correct date for the assessment. Is it the date
of filing of the application for the patent? Or is it the priority date claimed (if different)?
For many years, this was considered settled by the House of Lords' judgment in Biogen v Medeva207,
as the filing date208. In last year's paper we explained the evolution of the reasoning in the Biogen case
across three instances to reach that point. However, in 2020, in Regeneron v Kymab209 the Supreme
Court stated ([2]):
"...in order to patent an inventive product, the patentee must be able to demonstrate (if
challenged) that a skilled person can make the product by the use of the teaching disclosed in
the patent coupled with the common general knowledge which is already available at the time
of the priority date, without having to undertake an undue experimental burden or apply any
inventiveness of their own…"
The Supreme Court gave no reason for departing from the settled understanding of the reasoning in
Biogen noted above; indeed it appeared to understand the reasoning of the House of Lords' judgment
in Biogen to be supportive of its statement that the correct date for the assessment of sufficiency is the
priority date.
None of the Law Lords hearing the Regeneron v Kymab case in the Supreme Court was an IP specialist.
Much of the House of Lords' reasoning in Biogen that would have been relied upon before the Supreme
Court (in the context of the principles governing the assessment of sufficiency) would have been drawn
from earlier parts of the Biogen judgment, in which the House of Lords was considering the concepts
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of disclosure and enablement in the context of the challenge in Biogen to the claimed priority date of
Biogen's patent. In that context, the House of Lords' reasoning was by reference to the priority date of
the patent in issue.
This may explain why the discrepancy arose between the House of Lords' judgment in Biogen and the
Supreme Court's judgment in Regeneron v Kymab on the correct date for the assessment of sufficiency
issues.
Unsurprisingly, the point fell to be addressed in the case law in 2021.
In Interdigital v Lenovo210, under the heading 'Construction', Judge Hacon considered "the date as to
which a patent specification is to be construed". He noted commentary in Terrell211 that from Willemijn
Houdstermaatschappij v Madge Networks212, a patent specification must be construed as at the date of
its publication. Judge Hacon observed that the point was obiter and that the authors of Terrell went on
to say that the correct date for construction still merited further specific review, and it could be that
different dates might be relevant for obviousness (priority), sufficiency (filing) and construction
(publication), reflecting different underlying policies. In Teva v MSD213, Arnold J was unpersuaded by
the same reasoning in Terrell214. He took the correct date to be the priority date, or the application date
if there was no valid priority date, on the ground that it was not open to the defendant to contend for
any other date given how the proceedings in that case had been conducted (but having noted also that
it could be seen from reading decisions of the Patents Court and Court of Appeal over the past decade
or two that this was the general practice).
From this discussion of construction, Judge Hacon jumped to the date for the assessment of
insufficiency ([88]):
"It seems to me that contrary to what is implied in Terrell, the correct date for the assessment
of sufficiency is the priority date, unless priority is lost in which case it will be the date of filing
the application."
Judge Hacon then noted that in Biogen, Lord Hoffmann ruled obiter, agreeing with the Court of Appeal,
that sufficiency was to be assessed at the date of filing of the patent application. However, Lord
Hoffmann's reasoning was now to be read in light of the Supreme Court's judgment in Regeneron, in
which, several times, Lord Briggs said that sufficiency was to be assessed at the priority date – although
the proposition had been unchallenged before the Supreme Court. Therefore ([91]):
"There is no room for doubt that the Supreme Court interpreted Lord Hoffmann to have meant
in Biogen that sufficiency is to be assessed as of the priority date if valid, or if not, the filing
date."
Judge Hacon considered himself bound by the UKSC's statement in Regeneron, which therefore
superseded the unanimous ruling of the Court of Appeal in Nokia v IPCom215, that ([92]):
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“The patent must be construed as of its filing date (see Biogen Inc v Medeva plc [1997] RPC 1,
at 53-54).”
Judge Hacon explained ([93]):
"I am bound by that ruling but I must be clear what it is. I cannot be certain whether the Court
took the date referred to by Lord Hoffmann to be invariably the filing date or the priority date
unless, as was the case in Biogen, there was no valid priority date, in which case the filing date.
On the other hand, I can be sure that the Court of Appeal ruled in Nokia that a patent
specification should be construed as of the date referred to by Lord Hoffmann. I think that on
a strict view the latter is the ruling by which I am bound. As I have explained, on a correct view
that means the priority date or, if none, the filing date."
Judge Hacon did not refer to the rulings in the Patents Court and the Court of Appeal in Biogen; reading
them actually clarifies aspects of the House of Lords' reasoning. At some point, a case will emerge in
which the date at which sufficiency is assessed makes a material difference to the outcome of the case
(because of additional common general knowledge imputed to the skilled person at the filing date
compared with the priority date). Then the Supreme Court can be asked to revisit the point. In the
meantime, the date to work to would seem, for now, to be the priority date.
Classical insufficiency
In 2020, the Supreme Court's judgment in Regeneron v Kymab216 approached the law on sufficiency
largely by a 'top-down' application of the patent bargain principle in the context of that case, focusing
on the product claim in issue, without explaining the general principles applicable to all claim types. Nor
did the Supreme Court couch its reasoning in terms aligned with the conventionally recognized 'types'
of insufficiency.
The effect of the Supreme Court's judgment was, effectively, to rule that the fact that all embodiments
of Regeneron's claimed invention encompassed the technical contribution did not mean that the
requirement that substantially the whole range of products within the scope of the claim be enabled
could be avoided. In other words: just because there was no insufficiency for excessive claim breadth
did not mean there was no classical insufficiency. Its ruling may be understood as that, for a product
claim to a range to be classically sufficient, the disclosure of the patent, combined with the common
general knowledge existing at the priority date, must enable the skilled person to make substantially all
the types or embodiments of the products within the scope of the claim.
Early in 2021, in Illumina v Latvia MGI (20 January 2021)217, Birss J gave a detailed judgment
explaining how the reasoning of the Supreme Court applied generally, not just in the context of product
claims. This subsection called 'classical insufficiency' is therefore the logical place to locate our
discussion of Birss J's reasoning, even though the argued basis for insufficiency in that case was that
the claimed invention exceeded the technical contribution of the patent because the scope of the
claimed invention was greater than what was enabled.
Birss J said that it was clear from Lord Briggs' judgment as a whole that the principles being considered
by the Supreme Court were not limited to product claims, and nor was the reasoning in Regeneron.
However, care needed to be taken with their application in subsequent cases.
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In particular, although some principles were expressed specifically by reference to product claims, there
might be a different kind of insufficiency alleged for which the ability to make a product would not be the
relevant technical contribution: it might be easy to make the products but the thing which made them
inventive in the first place might not be shared by all the products in the range. This was not what Lord
Briggs was talking about; nor did Birss J view Lord Briggs' principles as overturning that line of
reasoning.
Birss J discussed the eight principles captured by Lord Briggs, suggesting some small tweaks to the
language, which he said were to make them more generally applicable. Here are the tweaked principles:
"i) The requirement of sufficiency imposed by article 83 of the EPC exists to ensure that the
extent of the monopoly conferred by the patent corresponds with the extent of the contribution
which it makes to the art.
ii) In the case of a product claim, the contribution to the art is the ability of the skilled person to
make the product itself, rather than (if different) the invention.
iii) Patentees are free to choose how widely to frame the range of products for which they claim
protection. But they need to ensure that they make no broader claim than is enabled by their
disclosure.
iv) The disclosure required of the patentee is such as will, coupled with the common general
knowledge existing as at the priority date, be sufficient to enable the skilled person to perform
substantially all the types or embodiments [ ] within the scope of the claim. That is what, [ ],
enablement means.
v) A claim which seeks to protect products or processes which cannot be performed by the
skilled person using the disclosure in the patent will, subject to de minimis or wholly irrelevant
exceptions, be bound to exceed the contribution to the art made by the patent, measured as it
must be at the priority date.
vi) This does not mean that the patentee has to demonstrate in the disclosure that every
embodiment within the scope of the claim has been tried, tested and proved to have been
enabled […]. Patentees may rely, if they can, upon a principle of general application if it would
appear reasonably likely to enable the whole range […] within the scope of the claim to be
performed. But they take the risk, if challenged, that the supposed general principle will be
proved at trial not in fact to enable a significant, relevant, part of the claimed range to be
performed, as at the priority date.
vii) Nor will a claim which in substance passes the sufficiency test be defeated by dividing the
[…] claim into a range denominated by some wholly irrelevant factor, such as the length of a
mouse’s tail. The requirement to show enablement across the whole scope of the claim applies
only across a relevant range. Put broadly, the range will be relevant if it is denominated by
reference to a variable which significantly affects the value or utility of the product or process
in achieving the purpose for which it is to be performed.
viii) Enablement across the scope of a product claim is not established merely by showing that
all products within the relevant range will, if and when they can be made, deliver the same
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general benefit intended to be generated by the invention, regardless how valuable and groundbreaking that invention may prove to be. "
Birss J explained that principles (v)-(vii) go together and relate to what exactly it is, within the scope of
the claim, which has to be enabled. In this context, it was notable that Lord Briggs distinguished two
kinds of range within a claim. Birss J explained that for a "relevant range", all types or embodiments
across the scope of the claim, as that scope is denominated by that relevant range, must be enabled.
(In Regeneron, 1-125 segments was a relevant range and since most of the range was not enabled,
the claim was insufficient). For a "wholly irrelevant" range, there is no requirement for enablement
across the scope of the claim. (In Regeneron, the claim covered mice with different lengths of tail: the
patent had not enabled how to do what it taught with mice with all possible lengths of tail, but this did
not matter because tail length was not a relevant range).
When distinguishing between the two kinds of range, the identification of the purpose which will be
taken into account will be a matter of the construction of the specification through the eyes of the skilled
person imbued with the CGK. The product or process whose utility or value is to be considered will be
the claimed product or process.
Nevertheless, this cannot be approached in a simplistic way. In Regeneron, the relevant range (the
number of gene segments) was not expressly called for in the claim in the sense of there being words
like "from 1 to 125 segments". The range was identified by an exercise of construction of the language
used. The term "range" itself as used in Regeneron had a wide meaning – the tail length point simply
arose from considering the scope of the term "mouse" in the claim.
Birss J then turned to consider two other issues of principle relating to insufficiency: undue burden; and
descriptive and functional limitations. These were points arising from principles discussed in the case
law prior to the Supreme Court's judgment in Regeneron.
Birss J began by saying ([265]):
"…whatever the correct principles are about undue burden, none of them were addressed in
Regeneron. No doubt that was because by the time the case reached the Supreme Court, it
was on the premise of fact that claimed embodiments (mice) with high numbers of segments
could not be made at all at the relevant date. One might put that another way and say that this
meant that those mice could not be made without undue burden, but that does not make any
difference."
He then addressed the case law. First, Mentor v Hollister218: although Birss J did not address the detail
of the case, it is helpful background. The upshot of the Court of Appeal's reasoning in Mentor was that
a patent will not necessarily be insufficient just because the skilled person cannot work the invention
immediately upon reading it. It is permissible for there to be a reasonable period of trial and error to get
it to work, but not for the skilled person to have to carry out a prolonged programme of research, enquiry
or experiment to make a workable prototype. Where exactly this boundary lies is a question of fact and
degree depending on the nature of the invention.
Birss J noted in more detail the Court of Appeal's more recent judgment in Novartis v J&J219 ([266]):
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"…In that case the claim was essentially to a contact lens made with any silica hydrogel
formulation, defined by its function. The functional definition was essentially that the product
would be oxygen permeable. The problem was that the patent did not enable the skilled person
to predict whether a contact lens made with any particular silica hydrogel would satisfy the
requirements of the claim without actually going to the trouble of conducting clinical testing. Not
surprisingly that was held to be unduly burdensome and insufficient. In terms of legal principles,
Jacob LJ expressly followed the EPO line of authority on undue burden and functional features,
including para 2.2.1 of Unilever/Detergents (T435/91), which was also cited by Lord Briggs in
Regeneron at paragraph 37. In other words the legal test is that the whole subject matter must
be capable of being carried out without the burden of an undue amount of experiment. In terms
of legal principles this is just the same as Mentor v Hollister."
Moving on from this, Birss J then said that what Novartis v J&J is not authority for is the idea that just
because the patent left it to the skilled person to select a particular starting material for themselves from
a class defined in functional terms, either directly or by carrying out anything which could be called a
test, that necessarily made the claim insufficient. Quite the contrary – in that case Jacob LJ in fact
contemplated that if success had been easy to predict, the consequence would have been that the
claim was not insufficient. Therefore ([267]-[268]):
"…The law as laid down in Novartis v Johnson & Johnson is not as simple as saying that claims
cannot ever be limited to those embodiments which work. Such claims may or may not pose
an undue burden on the skilled person. If they do they will be insufficient. If they do not, then
not.
Or putting it another way, both Mentor and Unilever / Detergents are and remain authority for
the proposition that a claim can define the technical features, such as components, in structural
or functional terms, designed to cover only those which will lead to a successful result, provided
that does not make carrying it out unduly burdensome for the skilled person. At the risk of
repetition, this aspect of the analysis was not relevant to Regeneron at all."
Birss J noted that consistently with this, in Germany the Bundesgerichtshof held in DipeptydylPeptidase-Inhibitoren (X ZB 8/12) ("DPI") that functional definitions were permissible, provided they did
not create an undue burden for the skilled person. Birss J also agreed with aspects of the reasoning of
the EPO's Technical Board of Appeal in Trustees of Princeton/OLED (T0455/12). In that case the
structural definition was to an almost infinite class and the desired functional result was not achieved
by all compounds in the class. The TBA explained that since not all conceivable compounds within the
structural definition possessed the function, sufficiency could only be found if the skilled person was
able to identify the ones which were phosphorescent without undue burden.
Birss J noted that a functional definition cannot help covering things which are not yet invented, but that
does not necessarily matter. What matters is that the skilled person must be able to put the invention
into practice without undue burden. They need to be able to come up with components which will work
and, if that involves testing things, that testing must not introduce an undue burden.
Returning to the reasoning in Regeneron, any descriptive or functional claim language will inevitably
cover a variety of things and therefore will encompass what one could call a range (e.g. the term
"mouse"). It will be necessary to determine whether such a range is a relevant one in the Regeneron
sense ([276]):

85

"If it is a relevant range then the consequences in Regeneron will follow if it is not enabled
across the whole range (subject to de minimis exceptions) and the presence of a type or
embodiment within that range which cannot be performed at the relevant date will be fatal even
though, if it was able to be performed years later, it could be said to draw on the technical
contribution made by the inventors. However if the range is not a relevant range then no
difficulty of that kind arises. … Separately and in either case, the standard being applied is
one of no undue burden."
Taking an example of a new teapot which was inventive and useful because its spout was shaped in a
new way so as not to drip: the claim would be to a teapot with the spout shaped in the special way. The
claim might not say anything about the material used to make the teapot, because it is irrelevant to the
invention; equally it might say "a tea pot made of any suitable material" – either way it would be to a
range of teapots made of different materials. The skilled person could choose, identify and test suitable
materials: china would work; chocolate would not. If later a new form of Pyrex was invented and used
to make such a teapot, the claim would still be infringed – and it would not reveal some form of
insufficiency. Birss J explained ([277]-[278]):
"The fact that the skilled person could not make such a teapot at the priority date of the teapot
patent does not matter. What does matter is that the descriptive feature of the claim, which
is at least implicit in the claim, that the teapot has to be made of a suitable material, is
not a relevant range in the Regeneron sense. … Relevance in the Regeneron sense is a
much more particular concept which depends on examining all the circumstances, and depends
not simply on the invention (that is to say the claim as drafted) but also on what I can only think
of calling the essence or core of that invention (closely related to the technical contribution
and/or the inventive concept). Although the invention in this example is (by definition) a teapot
since that is what is claimed (s125, 1977 Act), nevertheless the value, utility and purpose
referred to by Lord Briggs in principle (vii) are concepts which in this example would be focussed
on the shape of spout. In fact I doubt this teapot example has much of a relevant range (of
spout shapes) at all. On the facts of Regeneron itself the range of numbers of segments was
clearly relevant to the essence of the invention since it was the means for getting high antibody
diversity, whereas different kinds of mice was not. In other words when applying this test
one may need to examine the essence of the invention as well as the claim language
itself.
Once the concept of a relevant range is properly understood, I think it will be an unusual case
in which the kind of ordinary descriptive or functional language one sees in most patent claims
will be regarded a relevant range in the Regeneron sense."
That is a fair few words, but they are important. Birss J's judgment in Illumina v Latvia MGI (20 January
2021) may well stand the test of time.
Turning to the dispute in the case, the insufficiency challenge to 'claim 12' was based on the claim
covering nucleotides, linkers, polymerases and detectable labels that would need to be selected by the
skilled person. Birss J explained why, on the evidence, making a suitable selection of each would not
represent an undue burden to the skilled person. None of the terms concerned amounted to a relevant
range in the Regeneron sense because the different instances within the ranges were not "of the
essence of the invention". The particular nucleotide, polymerase, linker, label and cleavage conditions
chosen would have to be suitable, but beyond that their individual type did not significantly affect the
value of the method to achieve the purpose for which it was being carried out. The essence of the
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invention lay, rather, in a sequencing method whose utility derived from the use of a 3'-O-blocked
nucleotide.
Interestingly, MGI did not appeal this part of Birss J's judgment. A few months later, in Facebook v
Voxer (26 May 2021)220 Birss LJ, hearing a late argument of lack of enablement across the breadth of
a claim in issue (citing Regeneron v Kymab), rejected it for lack of pleading and also for not being
directed to a relevant range (as explained in Illumina v Latvia MGI (20 January 2021)).
Excessive claim breadth insufficiency
Following the introduction of the Patents Act of 1977, the existence of 'excessive claim breadth' or
'Biogen' insufficiency as a distinct type of insufficiency emerged from the House of Lords' judgment in
Biogen v Medeva221. Lord Hoffmann described s.72(1)(c) of the Act as intended to give the court in
revocation proceedings a jurisdiction to hold a patent invalid on the ground that:
"…as the EPO said in Exxon/Fuel Oils (T 409/91) [1994] OJEPO 653, para. 3.3., the extent of
the monopoly claimed exceeds the technical contribution to the art made by the invention as
described in the specification".
However, beginning about ten years ago, what exactly that meant in practice became the subject of
extensive litigation. When the Supreme Court was finally presented with an opportunity to clarify the
law, there was no IP specialist in the court and the four separate judgments handed down in WarnerLambert v Generics222 did little to clarify the approach. In 2020, Arnold LJ (sitting 'down' in the Patents
Court) provided a workable way forward in Akebia v FibroGen223. In 2021, in a rare opportunity to mark
his colleague's homework, in FibroGen v Akebia224 Birss LJ re-steered things a little in a judgment
that, hopefully, has now settled this area of the law of insufficiency. Birss LJ's judgment is now where
to go to, in order to understand excessive claim breadth/Biogen insufficiency.
Birss LJ began with the judgment of Kitchin LJ in Regeneron v Genentech225, in particular paragraphs
[95]-[103], which "repays careful reading". (Kitchin LJ noted the statutory test, the principle that the
scope of the monopoly as defined in the claims must correspond to the technical contribution the
patentee has made to the art, and that the question of whether the specification adequately discloses
the invention is one of degree). The "fourth principle" noted by Kitchin LJ was ([51]):
"…it is permissible to define an invention using general terms provided the patent discloses a
principle of general application in the sense that it can reasonably be expected the invention
will work with anything falling within the scope of these terms."
In this context, Kitchin LJ drew on the House of Lords' judgments in Biogen v Medeva and Kirin-Amgen
v Hoechst226, and then said ([51]):
"100. It must therefore be possible to make a reasonable prediction the invention will work
with substantially everything falling within the scope of the claim or, put another way, the
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assertion that the invention will work across the scope of the claim must be plausible or
credible. The products and methods within the claim are then tied together by a unifying
characteristic or a common principle. If it is possible to make such a prediction then it cannot
be said the claim is insufficient simply because the patentee has not demonstrated the invention
works in every case.
101. On the other hand, if it is not possible to make such a prediction or if it is shown the
prediction is wrong and the invention does not work with substantially all the products or
methods falling within the scope of the claim then the scope of the monopoly will exceed the
technical contribution the patentee has made to the art and the claim will be insufficient. It may
also be invalid for obviousness, there being no invention in simply providing a class of products
or methods which have no technically useful properties or purpose."
Kitchin LJ's fifth principle was that it must be possible to perform the invention across the scope of the
claim without undue effort (i.e. undue burden). And sixth, in the case of a claim to the use of a product
to make a medicine for a particular therapeutic purpose, it is not always necessary to report the results
of clinical trials or even animal testing, but the patentee must show, for example by appropriate
experiments, that the product has an effect on a disease process so as to make the claimed therapeutic
effect plausible.
Birss LJ's reasoning in FibroGen v Akebia focused on the fourth principle (reasonable prediction) and
the fifth principle (undue burden).
Kitchin LJ's fourth principle / 'reasonable prediction'
In respect of Kitchin LJ's fourth principle, what was meant by 'plausible' was the subject of two
apparently consistent Court of Appeal judgments in 2016227, one of which was subsequently overturned
by the Supreme Court (Warner-Lambert228).
Birss LJ said that he preferred to refer to the fourth principle as "reasonable prediction" rather than
plausibility, although it was the same principle. As to what it requires, Birss LJ said ([53])
"To apply the reasonable prediction principle one has to take three steps. First one must
identify what it is which falls within the scope of the claimed class. Second one must determine
what it means to say that the invention works. In other words what is it for? Once you know
those two things, the third step can be taken: to answer the question whether it is possible to
make a reasonable prediction the invention will work with substantially everything falling within
the scope of the claim."
Birss LJ explained this three-step requirement by reference to different types of claim, with examples
drawn from the claims in issue in previous cases before the court. Depending on the nature of the
claimed invention, as construed in the context of the case, functional features could be relevant in either
or both of the first two steps. However, in order for the reasonable prediction principle to be considered
correctly, the functional (and structural) limitations needed to be correctly identified and included at the
correct step.
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For example, a class of compounds defined by reference to activity against a certain molecule/enzyme
(functional limitation 1) for use in treating a certain disease (functional limitation 2) would have two
different functional limitations drawn into the test for 'reasonable prediction', at steps 1 and 2
respectively.
In a paradigm case of a Swiss style claim to the use of a class of compounds defined in a Markush
formula to treat a disease:
-

Step 1: the structural limitation defines the class
Step 2: the functional limitation defines the therapeutic effect
Step 3: the question is, is it possible to make a reasonable prediction that substantially all the
molecules within the Markush class will work to treat the disease?

Here, the significance of the existence of inactive compounds within the Markush formula would be a
matter of fact and degree but the fact they existed would not matter if it did not falsify the reasonableness
of the prediction. Also and similarly, the fact that active compounds within the formula turned out to be
unsuitable as clinically approved agents for reasons unrelated to efficacy itself, such as side effect
profiles, bioavailability and the like, was also unlikely to falsify the reasonableness of the prediction,
depending again on this being a matter of degree. (These issues would also play a role in analysis of
any undue burden).
The claims in issue in Idenix v Gilead [2016] EWCA Civ 1089 were product claims defined by reference
to a Markush formula. Although the claim language was not limited by therapeutic efficacy, in the context
of the specification the use for the claimed molecules was understood to be against infections caused
by viruses in the Flaviviridae family:
-

Step 1: the structural limitation defined the class
Step 2: 'working' meant effective against Flaviviridae infections
Step 3: it was not plausible that substantially all the claimed molecules would be effective
against Flaviviridae infections.

Turning to the dispute in the FibroGen v Akebia case, the claims in issue were in Swiss form and EPC
2000 formats. Before applying the three-step approach to the assessment of sufficiency, the claims had
to be construed. As noted above (in section 2(a)), Birss LJ held that Arnold LJ's construction of the
claim language amounted to an error of principle. Arnold LJ had held that the patent implicitly promised
that substantially all the compounds which satisfied the structural definitions would have the claimed
therapeutic efficacy; and this was not plausible. However, applying the approach to construction
explained by Birss LJ (discussed in section 2.a. above), the promise of the claim was that the
compounds which satisfied both the structural definitions and the 'step 1' functional features (C and E)
were the ones that would have the claimed therapeutic activity, the 'step 2' functional feature (F).
Birss LJ said that no difference was taken between the formats for the purposes of the three-step
assessment of reasonable prediction. Therefore, following the findings about the construction of the
claim language, the results of applying the three-step reasonable prediction principle in the present
case were:
-

Step 1: what fell within the scope of the claim were compounds satisfying both (a) the structural
features and (b) the functional features of (i) HIF-PH inhibition (measured in vitro in an
appropriate biochemical assay) and (ii) increasing endogenous epo (tested in vivo in a suitable
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-

-

animal model (mouse or rat)). (Birss LJ said that whether those tests were difficult to perform
was a matter for undue burden, on which see below).
Step 2: working, in this case, meant treating the 'CKD' form of anaemia i.e. the achievement of
the therapeutic effect. (The fact that it was not necessary to demonstrate success in a clinical
trial did not mean that the claims did not require the therapeutic effect to be achieved).
Step 3: was it possible to make a reasonable prediction that compounds which satisfied the
structural features and functional features noted in step 1 would be useful to treat CKD
anaemia? (Or, asking the same question a different way, was it plausible that the compounds
which satisfied the structural and functional features of step 1 worked for the purposes of step
2?). Yes, it was possible to make such a reasonable prediction.

Birss LJ noted that the solidity of the basis for a given prediction, or putting it another way, the degree
of plausibility required, was something addressed by Lord Sumption in Warner-Lambert. In that case
the majority of the Supreme Court overturned the ruling of the Court of Appeal that the requirement of
plausibility was a "low, threshold test", but approved of Kitchin LJ's statement of principle in Regeneron
v Genentech paragraph [100].
Birss LJ also stated expressly that the requirement for plausibility did apply in the present case. He had
addressed it as 'reasonable prediction' but it was the same thing.
Kitchin LJ's fifth principle / 'undue burden'
On the fifth principle relevant to excessive claim breadth insufficiency, in Regeneron v Genentech
Kitchin LJ said:
"102. Fifth, patentees not infrequently seek to avoid the possibility that a claim covers products
or methods which do not work by inserting a functional limitation. Such a claim may be allowed
by the EPO if the invention can only be defined in such terms or cannot otherwise be defined
more precisely without unduly restricting its scope. But, it must still be possible to perform the
invention across the scope of the claim without undue effort. As I said in Novartis v Johnson &
Johnson at [244]:
“. . . In the case of a claim limited by function, it must still be possible to perform the
invention across the scope of the claim without undue effort. That will involve a question
of degree and depend upon all the circumstances including the nature of the invention
and the art in which it is made. Such circumstances may include a consideration of
whether the claims embrace products other than those specifically described for
achieving the claimed purpose and, if they do, what those other products may be and
how easily they may be found or made; whether it is possible to make a reasonable
prediction as to whether any particular product satisfies the requirements of the claims;
and the nature and extent of any testing which must be carried out to confirm any such
prediction.” "
The idea of an undue effort or burden comes up in various aspects of insufficiency, for example when
examining whether the skilled person can make the invention work at all. Having considered a number
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of earlier authorities of the Court of Appeal 229, the German Supreme Court's judgment in DipeptidylPeptidase-Inhibitoren X ZB 8/12 (11 Sept. 2013), and a number of EPO authorities, Birss LJ said ([95]):
"If one has a claim with a functional feature which defines the claimed compounds, or a mix of
such structural and functional features, it must be possible, without undue burden, both to
identify compounds which satisfy the relevant test, and to find out whether any given compound
satisfies the test. However it is not necessary as a matter of law, for sufficiency (or for Agrevo),
simply because a claim contains functional features (or a mix of functional and structural
features) to establish that the skilled person can identify all or substantially all the compounds
which satisfy the test."
Contrary to the ruling of Arnold LJ at first instance, Birss LJ said that it is not the law that the skilled
person or team must be able to identify substantially all compounds covered by the claim without undue
burden. Nor is it necessary for the patentee to establish, simply because a claim contains functional
features (or a mix of functional and structural features), that the skilled person can identify all or
substantially all the compounds which satisfy the test.
Agreeing with Birss LJ, Floyd LJ added that with claims of the type in issue in the FibroGen v Akebia
case, it was not necessary for the skilled person, as a cumulative task, to be able to identify substantially
all the compounds covered by the claim without undue burden. By 'cumulative task', Floyd LJ meant
working one’s way through all the compounds claimed.
Rather, Birss LJ explained that for claims of this type ([97]):
"…it must be possible for the skilled person, without undue burden, to identify some compounds
beyond those named in the patent, which are within the claimed class and therefore are likely
to have therapeutic efficacy. Otherwise the contribution is no more than the named compounds
and the wider claim is too wide and unsupported by the disclosure. Second and separately, it
must also be possible for the skilled person to work substantially anywhere within the whole
claim (Kymab is one example, in which inventive step was needed to be able to work in a part
of the claim which was not otherwise available to the skilled team from the specification, and
another is the non-functional 2'-methyl-up-2'-fluoro-down sub-class of the Markush formula in
Idenix). So it must be possible for the skilled person, given any sensible compound within the
structural class (or substantially any), to apply the tests without undue burden and work out if it
is a claimed compound."
In this context the person skilled in the art needs to be considered as someone making sensible choices.
There must not be a specific region of the claimed scope for which testing the functional features would
be an undue burden.
In the FibroGen v Akebia case, the Patents Court had found that although it would be a great deal of
work, the skilled team would be able to find some compounds which were effective by undertaking work
that was routine for the medicinal chemist member of the skilled team. The evidence was that 86% of
the compounds shown to be HIF-PH inhibitors demonstrated epo induction, which indicated something
that was reasonably predictive of success. Akebia did not contend that there was a sub-group of the
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claimed class that would not be effective. Therefore the Court of Appeal's conclusion was that the size
of the structural class the subject of FibroGen's patent's claims was not relevant in the context of undue
burden (Kitchin LJ's fifth principle).
Overturning the Arnold LJ's ruling, the Court of Appeal held that FibroGen's 'Family A' patents in issue
were not invalid for insufficiency.
It is clear that Birss LJ considered the error made at first instance to have been in the construction of
the claim and the consequent understanding of what it promised. Once that was straightened out, on
the facts of the case the reasonable prediction and undue burden principles described by Kitchin LJ in
Regeneron v Genentech were satisfied. Considering the reasoning of each of Arnold LJ and Birss LJ
on what is required for 'reasonable prediction' or 'plausibility', there would seem not to be much between
them.
That is enough about excessive claim breadth insufficiency, except for one very short point made by
Meade J in Optis v Apple (25 November 2021)230. The point was: "Plausibility is a low threshold".
Brave!
Uncertainty insufficiency
The uncertainty type of insufficiency was considered in depth by Birss J in his 2016 judgment in Unwired
Planet v Huawei231, and by the Court of Appeal in 2019 in Anan Kasei (Rhodia) v Neo232. In 2021,
drawing on the reasoning in those judgments, in FibroGen v Akebia233 Birss LJ said ([154]):
"… claims can often be difficult to construe. Sometimes those difficulties are due to avoidable
obscurity for which the patentee should get no sympathy, but it can be because trying fairly to
describe an invention in words is not always an easy task. … the existence of a fuzzy boundary
in a claim is not objectionable. The contrast is between that and a claim which is conceptually
uncertain. The factual circumstances in which such a conceptually uncertain claim has been
identified so far in the modern law (Kirin-Amgen and Sandvik) are ones which depend on
carrying out a technical test to find out if a product or process is within the claim or not. If the
skilled person cannot know whether they are carrying out the right test, then the claim is
conceptually uncertain and therefore insufficient. That makes sense. However, while the
principle cannot be limited just to technical tests, after all SmithKline Beecham was not that sort
of case, nevertheless it does not apply simply because one can imagine difficult cases to judge
at the edge of a claim. When a defendant has been found to infringe, demonstrating that the
claim’s scope is at least clear enough to work that out, an argument that the claim should be
regarded as conceptually uncertain is likely to be met with scepticism.”
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Further, Birss LJ said ([156]):
"A finding of infringement does not preclude a finding of conceptual uncertainty, but I do
maintain it ought to cause the court to look closely at what the alleged uncertainty really
amounts to."
The issue in FibroGen v Akebia was whether (in some claims in issue) the term “a structural mimetic of
2-oxoglutarate” meant the claim was conceptually uncertain and so invalid.
At first instance234, Arnold LJ held that the skilled person would not know what constituted a “structural
mimetic of 2-oxoglutarate”, in particular they would not know what test to apply to distinguish between
a compound which was and a compound which was not a “structural mimetic of 2-oxoglutarate” and so
the claims were uncertain and invalid.
However in the Court of Appeal, Birss LJ disagreed with Arnold LJ. Without identifying an error of
principle, he explained that in context the specification referred to the compounds having the capacity
to inhibit the target 2-oxoglutarate dioxygenase family member competitively with respect to 2oxoglutarate and noncompetitively with respect to iron. That was what the person skilled in the art would
understand the patentee was trying to say. He continued ([167]-[168]):
"Since the skilled person can distinguish between competitive and non-competitive inhibition
based on enzyme kinetics, the conclusion on construction disposes of all the issues on
uncertainty save for potency. However a lack of clarity about the relevant threshold for potency
on its own cannot amount to conceptual uncertainty, not least in the light of the conclusion that
vadadustat is a structural mimetic of 2-oxoglutarate. Bear in mind that unlike the argument over
Compound C, vadadustat is not a molecule identified individually in the patent, and yet the
conclusion of infringement was arrived at. It is fair to note that the judgment does not contain
any reasoning for that conclusion but neither has Akebia appealed the result. No doubt on
potency, the position is that vadadustat is manifestly a sufficiently potent inhibitor of HIF-PH to
work, given how far it has come through clinical trials.
The potency point is a classic example of the difference between conceptual uncertainty and a
fuzzy boundary. The Majamaa paper itself shows that skilled people are able to characterise
compounds as ones which did inhibit prolyl 4-hydroxylase competitively. The fact that
reasonable experts may disagree about exactly where the boundary will lie between something
which is and something which is not an inhibitor means there is a “fuzzy” boundary to the claim.
The remedy for that would be that the patentee could not satisfy the court of infringement. But
to find the claim invalid in those circumstances would be a disproportionate response, which in
my judgment the law does not require."
Similarly, in add2 v dSPACE235, Meade J rejected dSPACE's uncertainty insufficiency squeeze as
being no more than a typical situation where there was an arguable dispute over infringement.
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Finally, in A Ward Attachments v Fabcon Engineering 236, the case about freight container tilting
apparatus, HHJ Melissa Clarke gave a characteristically concise definition of the uncertainty type of
insufficiency ([134]):
"…a patent is invalid on this ground if a term used in the claims is uncertain so that it is not
possible to determine what is within the claims and what is not. The burden is on the party who
seeks revocation of the patent."
Having construed "lock" as an ordinary English word, and one that the skilled person would understand,
she dismissed Fabcon's uncertainty insufficiency challenge.

e. Added matter
Compared with sufficiency, development in the law in respect of added matter has been modest in
2021.
A number of key authorities – Bonzel v Intervention237 (Aldous J), European Central Bank v Document
Security Systems238 (Kitchin J), Vector v Glatt239 (Jacob LJ) - were helpfully captured and quoted from
by HHJ Hacon in Interdigital v Lenovo (29 July 2001)240.
The many statutory and convention provisions were traced by HHJ Melissa Clarke in A Ward
Attachments v Fabcon Engineering 241. This was the case discussed above (in section 2.b) about
freight-container tilting apparatus, in which Fabcon's apparatus was found to infringe the divisional
patent on the normal interpretation but the divisional patent was invalid because the application for the
parent patent did not disclose what the divisional patent taught.
A little surprisingly, neither of those judgments cited the Court of Appeal's 2020 decision in Conversant
v Huawei242, in which Floyd LJ took a detailed look at the law in this area and drew together the key
principles.
In short, Floyd LJ explained that the first question for the court to determine is what, of relevance, the
skilled person would learn from the application as filed. The claims form part of the disclosure.
Disclosure may be express or implied, but matter that would merely be obvious in light of the disclosure
(rather than an implicit part of the disclosure) is not 'disclosed'. Next it is necessary to ask what is
disclosed by the challenged specification (i.e. the granted specification or the specification as sought to
be amended). The two disclosures must then be compared to see whether any subject matter relevant
to the invention has been added. The comparison is a strict one: subject matter will be added unless it
is clearly and unambiguously disclosed in the application as filed. The mere fact that the language used
in the challenged specification does not appear expressis verbis in the application as filed does not
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itself give rise to added matter. However, an applicant should not be allowed to improve their position
by adding subject matter not disclosed in the application as filed which would give them an unwarranted
advantage and could be damaging to the legal security of third parties relying on the content of the
original application.
The Conversant judgment was referred to in Philip Morris v Rai243, the case about Rai's e-cigarette
patents. After quoting from Conversant, Meade J said ([118]-[119]):
"The test for added matter is rooted in determining the disclosure of the application as filed and
the patent as granted (or proposed to be amended). This means that it is a matter for the Court
and not for expert witnesses, but it may, in my view, be relevant for an expert to explain at a
scientific level how features of an embodiment interact, or would be expected to interact.
The above legal principles treat the disclosure of preferred embodiments in a particular way:
the features of a preferred embodiment are presumed to be specific to that embodiment and
interdependent unless overall there is a clear disclosure otherwise. Patent specifications also
contain sections of more general teaching and these are to be treated differently because, by
their nature and presentation in the context of the specification, they are disclosed to be more
widely applicable. I do not consider that there is any absolute rule about this, however. There
certainly is not a rule that anything from the general disclosure can be “plugged in” to any claim
without adding matter. It depends on the overall disclosure. How general a piece of general
teaching is depends on what it says, viewed in the context of the application as whole. I did
not detect any disagreement about this."
Additionally ([139]):
"…there is required to be a clear disclosure that the feature taken from the preferred
embodiment is separate and distinct, and not dependent on, other features. It is not enough
that the skilled reader would think that they might be, or were likely to be, independent, or that
the skilled reader would not know, or would not think about it."
Meade J also noted the extent of interplay in the principles with those relevant to obviousness ([116]):
"The standard for added matter is quite different from the standard for obviousness and the
tests serve different purposes. They should not be conflated or muddled up, although I think
some of the arguments in this case did so, especially in relation to the arbitrary choice/no
technical contribution issues. However, one interaction between obviousness and added
matter which is important to the present case is well established, namely that a technical effect
cannot be relied on for inventive step unless it is disclosed in the application as filed."
The 'Grandparent Application' (to Rai's patent) included general sections (headed "Field of invention",
"Background of the invention" and "Summary of the invention"); and then a section titled "Detailed
description of the preferred embodiments". This last section began with over a dozen pages that were
"very general", and the heading of the section did not detract from the general nature of the teaching.
Therefore taking aspects of the teaching from the general section was not per se subject to the rule
against intermediate generalisation from a concrete, specific preferred embodiment.
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The preferred embodiments of figures 1 and 2 were outside the scope of the claims because neither
included an elongated heating element. Figure 3 was another embodiment of an "electrically powered
tobacco-containing smoking article". Figures 4 and 5 were representative electronic control circuits.
PMI succeeded in a number of its four added matter challenges. In particular:
The combination of gathered sheet reconstituted tobacco and elongated heating element amounted to
added matter. The former came from the more general teaching; the latter from figure 3 only i.e. a
preferred embodiment. The general teaching said that the most preferable form of tobacco was cut
filler, and the overall message was that many forms of tobacco might do. So the feature taken was more
specific than the broadest teaching, and was different to the preferred form identified. It was specifically
pointed out for the first time by way of the claims of the patents; it was in the claims that the skilled
person would appreciate for the first time that there was an interaction between them, at least in the
sense of there being a physical cooperation with the heater being able to slot into the longitudinal
passages identified in the context of Fig 1.
The inclusion of an elongated heating element without taking other features (puff actuated controller,
distal end air passageways, mandatory heater, air flow sensing region) amounted to an intermediate
generalisation. There was generally no real clarity about the interaction between the various heaters in
figure 3, their control, the airflow, or the way that the elongated heating element would affect the need
for heating or control. The skilled person would not have confidence as to what would happen if changes
were made. There was not a sufficiently clear disclosure of omitting the upstream heater from Fig 3, or
of omitting a puff-actuated controller, and so there was added matter.
A useful contribution to the principles was made too by Birss LJ, sitting in the Patents Court in Facebook
v Voxer (26 May 2021)244. He said ([133]-[134])
"The law on added matter is not in dispute. The test requires a comparison between the
application as filed and the patent as sought to be amended (as a whole). The fundamental
question is whether or not the skilled person would learn anything different from the patent as
amended compared to what they would learn from the application as filed. Aldous J (as he
then was) explained how to carry out the comparison in Bonzel v. Intervention [1991] RPC 553.
The comparison is strict in the sense that subject matter will be added unless such matter is
clearly and unambiguously disclosed in the application either explicitly or implicitly. This is the
universal test for added matter. It applies regardless of whether the objection raised is said to
belong to some particular sub-species, such as intermediate generalisation. The most up to
date summary of the law in this area, picking up the other relevant cases, is in paragraphs 5560 of the judgment of Floyd LJ in Conversant Wireless Licensing Sarl v Huawei Technologies
Co Ltd [2020] EWCA Civ 1292.
Facebook submitted in its opening skeleton (para 293) that “the essential policy behind the rule
against adding matter is to prevent the patentee from obtaining a different monopoly to that
which the application originally justified, especially where that would not be ascertainable to
third parties from the application”, citing Conversant at paragraph 55 in support (in fact the
words relied on are based on para 10 of AP Racing v. Alcon Components [2014] EWCA Civ
40). To extract those words from the authorities and then place emphasis on them in the way
Facebook has, risks making a mistake. There is no doubt that the law of added matter is there
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to protect third parties by limiting the patentee’s room for manoeuvre by reference to the
application as filed. It is also true that it prevents the patentee from obtaining certain kinds of
different monopolies. But some differences between the monopoly claimed in the granted
patent as opposed to whatever was claimed or disclosed in the application as filed are
unproblematic and lawful, and are not prevented by the law of added matter. It is an error to
focus simply on the idea of a difference in the monopolies and it is not what the previous cases
were talking about. There is no substitute for applying the law as a whole as explained in
Conversant using the comparison explained in Bonzel."

Also ([143]):
"…while not impossible, squeezes between infringement and added matter are rare because
claim scope is not the same thing as what is disclosed by a claim (see AC Edwards v Acme
and Alcon)."

f.

Patentable subject matter

Unusually, in 2021 the courts handed down three judgments on appeals from decisions of the
Comptroller.
The patent application in issue in Reaux-Savonte v Comptroller245 related to a structured array of data
that was said to enable the evolution of artificial intelligence. The application described characteristics
of the functionality that would be implemented in software by the claimed invention, employing analogies
from biology e.g. a "genome" used to create "digital and physical entities", the genome described as
"self-contained, modular, and hierarchical code structure" with the organiser as a "manifest file" and the
controller being a "program".
Considering whether the application amounted to a computer program and therefore excluded subject
matter within s.1(2) of the 1977 Act, deputy judge Alexander QC drew upon Birss J's 2020 summary, in
Lenovo v Comptroller246, setting out the Aerotel test (from Areotel v Telco247, Symbian v Comptroller248)
and the AT&T signposts reformulated in HTC v Apple249.
By way of reminder, the four-step test to be applied set out in Aerotel is:
"(1) Properly construe the claim;
(2) identify the actual contribution;
(3) ask whether it falls solely within the excluded subject matter;
(4) check whether the actual or alleged contribution is actually technical in nature."
In particular, the judge noted "the importance of focusing on what the invention contributes to the art
over and above the fact that it relates to a program for a computer and to do so on the basis of substance
not form". Further, in focusing on the signposts, it was important not to lose sight of the statutory test or
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the invention as a whole. The statutory exclusion focused on the contribution made and disclosed in
the application under consideration, not on the contribution that might be made (possibly by others)
using the subject matter of the application to create products or systems to which an excluded subject
matter might not apply.
In respect of step 2 – identify the actual contribution – the judge said ([8]):
"In cases where it is not possible to be confident that the wording and structure of the claims
adequately capture the substance of the invention for the purpose of determining whether it
complies with the statutory requirements, it is justifiable for the analysis to focus to a greater
extent on the specification as a whole."
Drawing on the AT&T signposts, the first was whether the claimed technical effect had a technical effect
on a process carried on outside the computer. The judge did not think that a hierarchical system of
computer code that facilitates evolution over time inherently had a technical effect carried on outside of
a computer; nor did the application describe in any detail how the way of structuring and organising
data led directly to the creation of physical systems outside a computer. It was purely theoretical.
Therefore the first signpost was not satisfied.
The second signpost was whether the claimed technical effect operated at the level of the architecture
of the computer; that was to say whether the effect was produced irrespective of the data being
processed or the applications being run. The judge said that it was not enough for the applicant to say
that, because characteristics of software were described at such a high level of generality as may render
it applicable over a wider field, the requirement of operating at the level of architecture was satisfied. In
so far as the invention was describing the characteristics of the software, it was describing the
architecture of the software albeit at a high level of generality, not the architecture of the computer.
The third signpost was whether the claimed technical effect resulted in the computer being made to
operate in a new way. The applicant contended that no current systems operated as initially designed
and built based on a genome. The judge's view, however, was that this did not engage sufficiently with
the requirements of the third signpost. The Hearing Officer's reasoning, that a computer system
operating on a new code did not imply that the system worked in any way differently to how it would
with the old code, and there was nothing in the application that suggested that a computer system was
being made to operate in a new way, was not open to criticism.
Stepping back, the applicant's arguments had not satisfied the judge to the required standard that the
HO's evaluation was wrongly based.
The patent application in issue in Renaissance v Comptroller250 concerned a problem in computerbased financial trading systems. The problem was that when a trader (Trader A) placed a large order
that could not be cost-effectively fulfilled by a single financial exchange, it could be divided into smaller
orders that were routed to separate exchanges, but the orders could arrive at slightly different times
enabling the earliest receiver(s) to detect the first order sooner and so to purchase the relevant financial
instruments and sell them on (to Trader A) at the other exchanges at a higher price.
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The applicant's invention addressed the problem by using co-location of servers (at or near each of the
relevant exchanges) and stored timing information, so that the messages would be held in the servers
and released to each of the exchanges substantially simultaneously.
Again, the question for the court was whether the Hearing Officer had erred in applying the Aerotel test
and the AT&T principles, the core issue being the first Aerotel step – identify the actual contribution. In
this context Zacaroli J held that there had been no inconsistency in the HO distinguishing between the
computers and their arrangement which, as disclosed by the prior art, was conventional, and their use
specifically in connection with financial trades, which was not.
Renaissance's argument that it was impermissible for the HO to rely on 'Schluetter' as relevant prior
art, because it did not relate to the sending of orders for financial trades from a customer to a financial
exchange but rather the sending of information by an exchange to its numerous customers, was
dismissed. Renaissance argued that the HO confused the alleged technical contribution (co-location of
servers combined with stored timing information) with the business use to which it was put. However
the judge said that on Renaissance's own case, stripped of the language about financial exchanges,
the technical contribution was framed as facilitating the delivery of simultaneous electronic signals at
multiple receiving servers.
Nor had the HO misconstrued Schluetter – while the precise degree of proximity of the relevant servers
might be different, the essential point was that by locating servers in multiple locations, each close to a
computer or computers that were the intended recipient of the electronic signal, the problem of time
differential (as a result of latency and congestion) was overcome.
Further, this was not a 'better computer' case, so the AT&T signposts 2, 3 and 4 did not really assist.
On signpost 5 - whether the perceived problem was overcome by the claimed invention as opposed to
merely being circumvented - the judge agreed with the examiner that the claimed invention had avoided
rather than overcome the technical problem of latency.

g. Amendment
For future litigants, an important point emerged about amendment applications in Illumina v Latvia
MGI (20 January 2021)251. Having considered and rejected an objection of added matter, certain
proposed amended claims were formally allowable. This was not enough though. Judge Birss said
([306]):
"…as far as I am aware the purpose of the amendment has not been drawn to the court’s
attention. The pleaded reasons are entirely generic and opaque. I guess part of the reason for
the amendment is so that the claim is in the same form as a set of claims before the EPO in
the continuing opposition proceedings. That all very well (and is the right thing to do) but the
court ought not be in doubt about what the consequence would have been if the amendment
was not formally allowable. Presumably there is somewhere an attack on validity to which this
is an answer. No amendment should be permitted without the patentee explaining with
reasonable specificity what the purpose of the amendment is. I will allow Illumina the
opportunity at the hearing to determine the form of order to explain what the purpose is, and if
that is done satisfactorily then I will allow the amendment."
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The Court of Appeal's judgment in IPCom v Vodafone252 concerned IPCom's patent about allocation
of access rights for a telecommunications channel to subscriber stations in the network. In the course
of the litigation, IPCom applied to amend the patent. Vodafone objected on the basis of s.76(3)(b) of
the Patents Act of 1977, which states that no amendment of the specification of a patent shall be allowed
if it "extends the protection conferred by the patent".
In the Court of Appeal, it was common ground that it was sufficient for Vodafone to show that one
example which was not covered by the granted claim was covered by the amended claim. Arnold LJ
expressed agreement with the judge's view that the example could be a hypothetical one, but must at
least be possible.
The claim language concerned a method involving the checking of access class information, identifying
whether a user was from a 'privileged user class', and the allocation of an access right for the
telecommunication channel.
Vodafone postulated a hypothetical example in which a user (such as a cabinet minister) was a member
of a class which always had access to the channel (RACH). Vodafone contended that such a user
would be neither privileged (since there would be no need to check the access class bit for that class)
nor normally privileged (since there would be no need to do the lottery). Vodafone argued that such a
method would be excluded by the granted claim because the granted claim was exhaustive with respect
to classes of users: it contemplated that all users were either privileged or not privileged. By contrast,
Vodafone argued, the example would fall within the conditionally amended claim because it only
required the lottery to be performed for certain categories of non-privileged user and not all classes.
The judge had dismissed the point, saying there was no reason given as to why the user in the fictional
example was not required do the lottery; and he did not consider the example to be a possible one.
In the Court of Appeal, Vodafone stressed the user was defined as having such access; but Arnold LJ
said this was not an answer to the judge's objection. It amounted to an assertion of a technical result
without explaining how it might feasibly be achieved. The claimed method was a complete method for
controlling access to a specific telecoms channel and according to which there were only two types of
non-privileged user: those that had a user access class that was normally privileged and those that had
no assigned user class at all. Vodafone's postulated example suggested an unspecified way of
accessing the RACH without either doing the lottery or being able to bypass it. But that could only be
because the entirety of the claimed method was being circumvented. And even if it was feasible, such
a method would not infringe the claim (as granted or conditionally amended). Vodafone's appeal on the
point was therefore dismissed.

4. Technical matters and procedure
Covid litigation
As we noted last year, the challenges of the Covid pandemic have forced rapid evolution in court
operation, procedural rules and practice that might have taken decades in times formerly known as
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"normal". In 2021, adapted practices continued, becoming incorporated and embedded in trial practice
even when there was no lockdown. Looking forward, this will continue.
Why? Because arrangements and technology enabling litigants and their legal teams to participate in
trials remotely, or in a split, partly remote way, and enabling experts to give evidence and be crossexamined remotely, means a trial can continue without interruption if restrictions come back into place
at short notice, if someone tests positive for Covid (provided they are well enough to work remotely), or
if travel arrangements get disturbed by unexpected red-lists, quarantines or isolation periods. Such
arrangements are indeed now "normal".
In 2021, judgments have reported trials conducted fully remotely 253 and in hybrid formats254, including
with some time-shifting255 or slightly longer days 256 for experts located in other time zones. Microsoft
Teams seems to be the usual platform. Electronic bundles are now standard, at least in the Patents
Court. Such arrangements enable trials to be conducted in 'open court' without restrictions on the
number of individuals that can be accommodated in a 'Covid-safe' way within one court room, and while
enabling access to the public257.

The pre-action protocol
Meade J's judgment in add2 v dSPACE258 concerned add2's patent to a signal interface circuit
(essentially for use in simulatory testing, for example of vehicles), which was found obvious.
There was a dispute about whether the pre-action protocol had been complied with. Meade J said that
he did not think going into the pre-action protocol was "at all a good use of time at trial". Nevertheless,
he made a couple of points.
First, he said that dSPACE's strategy of not giving information about its products at a settlement meeting
held in August 2019, said to have been based on legal advice, had been "not appropriate and not
consistent with the pre-action protocol". Meade J observed that if dSPACE had needed to provide
materials under terms of confidence, there were ways to do so.
Second, although at the CMC the judge had declined to order the defendants to disclose their user
manuals, and they had proved unnecessary to determining infringement, in circumstances where
secondary infringement was alleged so that the guidance given to users was relevant, "it should have
become apparent" to dSPACE that "provision of the manuals would limit further argument and
suspicion"; "imprecise information in the PPDs about what users were told was not a good course to
take".
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It is important for litigants to engage in litigation with the spirit of the overriding objective (of enabling
the court to deal with cases justly and at proportionate cost) in mind. There can be cost consequences
if you do not.
Disclosure
The overriding objective is worth keeping in mind in the context of the Disclosure Pilot too. The
Disclosure Pilot has been running in the Patents Court now for three years. It is here to stay and in
2021, some important guidance emerged on how the system is supposed to be approached.
The rules of the Disclosure Pilot are found in Practice Direction 51U. PD51U provides for 'Initial
Disclosure' of key documents relied upon in support of a claim or defence advanced in a statement of
case, or which are necessary to enable the other parties to understand the claim or defence they have
to meet. A party wishing to seek disclosure of documents in addition to, or as an alternative to, Initial
Disclosure, must request 'Extended Disclosure'. Where a party indicates it is likely to request searchbased Extended Disclosure, the claimant must prepare, and the parties must then discuss and seek to
agree, a draft 'List of Issues for Disclosure', identifying, for each 'Issue for Disclosure', the proposed
disclosure 'model'.
So what is an Issue for Disclosure?
In Anan Kasei v Neo (13 July 2021)259 Mellor J made clear that a "sea change in thinking" was
required. Properly identifying the Issues for Disclosure was quite a different exercise from the creation
of a list of issues for determination at trial. The purpose of identifying Issues for Disclosure was to focus
minds on what documents were required to resolve the points on the pleadings
In contrast, the purpose of pleadings is to identify the points in issue in the litigation. Pleadings do not
have to descend to the detail required when identifying and justifying what documents are required for
a fair resolution of the points in issue on the pleadings. Therefore when identifying Issues for Disclosure
it was not correct to identify some specific allegation in the pleadings that identified or required
consideration of the actual documents sought – that approach confused the purpose of pleadings with
the purpose of identifying Issues for Disclosure in the DRD.
Meade J emphasised that a high level of cooperation was needed between the parties and their
representatives, and that unduly granular or complex lists of Issues for Disclosure should be avoided.
Trial listing
A late summer flurry of judgments from Mr Justice Mellor directed listing of trial dates following early
applications or expedition requests. His reasoning demonstrates the commercially sensitive approach
to timetabling of litigation in the Patents Court and the determination of the newer crop of judges to stick
to the court's 2015 Practice Statement on listing trials within twelve months of issue of the claim.
Mellor J's judgment in Neurim v Mylan (2 August 2021)260 emerged in a case that has become quite
complicated, procedurally speaking. In 2020, Neurim's '702 patent, to second medical use of melatonin
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for "improving the restorative quality of sleep in a patient aged 55 years or older", had been held valid
and infringed. Shortly afterwards, the patent was revoked by the EPO.
On 30 June 2021, Neurim was granted a divisional patent, and promptly commenced infringement
proceedings. Neurim contended that the parties had already litigated all the issues of infringement and
validity and that Mylan were estopped from asserting otherwise. They sought trial of estoppel arguments
as a preliminary issue and expedition of that trial. The divisional patent would expire in August 2022, so
for Neurim, time was of the essence.
Mellor J concluded that, although the circumstances did not present a set of preliminary issues which
would necessarily be decisive, in the unusual circumstances of the case, Neurim should be afforded
the opportunity to establish its patent right by way of preliminary issues. This was the only realistic way
in which Neurim could hope to secure injunctive relief before expiry of the divisional patent. Neurim
would be allowed to secure a trial listing of two days from 1 October 2021.
A more straightforward question of expedition arose in Abbott v Dexcom261. Following the expiry, on
31 March 2021, of mutual covenants not to sue, Dexcom sued Abbott for infringement in the USA and
Germany, and Abbott sued Dexcom for infringement in Germany and the UK. In the UK Abbott also
sought revocation of Dexcom's patents; Dexcom indicated intent to counterclaim for infringement.
Abbott sought expedition of its revocation action in the UK.
The commercial context was that Abbott and Dexcom both had new products in the pipeline for the UK
and were preparing to capture market share from each other. Abbott was concerned about a possible
injunction gap in Germany, where it had a distribution hub.
Drawing on Gore v Geox262, James Petter v EMC263 and Nicoventures v Philip Morris 264, Mellor J noted
that the court exercises its discretion to expedite proceedings against the backdrop that the courts are
busy and that expediting one case will often slow the progress of others. Therefore the overriding
objective requires that there should be a good reason for expedition, which involves a degree of queuejumping. The factors to be considered are: (1) whether the applicants have shown good reason for
expedition; (2) whether expedition would interfere with the good administration of justice; (3) whether
expedition would cause prejudice to the party; and (4) whether there are any other special factors.
Mellor J also explained how an injunction gap can arise in Germany. In short, if an infringement claim
succeeds in Germany, a defendant may request that the infringement proceedings be stayed on the
ground that the patent in suit is likely to be found invalid in pending nullity proceedings, but if no stay is
awarded then an order for an injunction usually follows. In order to enforce an injunction the successful
claimant must serve the judgment and put in place financial security as ordered by the court, typically
a bank guarantee in the event the injunction is later lifted. However, a German nullity action cannot be
filed until either the opposition deadline has passed without an opposition being filed or, if oppositions
are filed, the conclusion of the opposition proceedings.
Therefore, on the facts of the case, if an injunction was granted in infringement proceedings in
Mannheim without a stay, Abbott would be facing an injunction gap of at least several months.
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Mellor J made clear that the injunction gap problem was really a matter for the German courts, and
faced with the threat of injunctions in Germany "any responsible business would make suitable
contingency plans so that injunctions in Germany would only affect supplies in Germany".
Abbott contended that expedition was required to provide certainty that they could launch in the UK and
so that the UK invalidity decisions could be used to prevent Dexcom interfering with Abbott's European
market. Resisting, Dexcom contended that if any expedition was warranted, it should be for the trials of
all the twelve patents in dispute (Dexcom's patents and Abbott's patents), in order to avoid asymmetry.
Attempting to broker a solution, Mellor J asked each side to consider giving an undertaking not to seek
or enforce injunctive relief in Germany on any European patent until after the validity of that patent had
been considered and determined by a first instance court. Abbott said that it was prepared to give the
undertaking if Dexcom reciprocated. Dexcom raised a number of points of concern and in the end the
parties could not agree mutual undertakings. The judge said ([45]):
"This is unfortunate because this seemed to be an ideal opportunity by which both sides could
avoid the problem of the injunction gap in Germany."
However, Dexcom offered an unconditional undertaking not to enforce any injunction in Germany
against the distribution of products to the UK, and this was significant. When Mellor J worked through
the Gore v Geox factors, Dexcom's undertaking meant that Abbott's primary reasons for expedition
were now (a) to protect its market in Germany and (b) to protect distribution from its German hub to
countries other than Germany and the UK. Additionally, in this case, expedition would lead to
asymmetry in the wider dispute.
Dismissing Abbott's application, Mellor J added ([57]):
"The UK court is not here to police European patents across Europe which may be perceived
to be weak and may ultimately be proved to be invalid."
In contrast, in Advanced Bionics v Med-El265, Mellor J did order an expedited trial.
The trigger for Advanced Bionics (AB) commencing UK proceedings and seeking expedition was again
the prospect of an injunction gap in Germany. The reason expedition was ordered in this case though
was the likely impact an injunction gap in Germany would have on the market in the UK.
AB's claim was for revocation of Med-El's patent, which concerned cochlear implants; Med-El had
indicated that it would counterclaim for infringement. AB's devices were a type of hearing aid comprising
an internal (surgically implanted) component and an external component. Patients had to be trained to
perceive the sound signals received from the device. Therefore the market was "sticky" – patients did
not like to chop and change, and choices about new products, made with a clinician, could be impacted
rapidly by news of product recalls. Med-El was therefore concerned about the impact on the UK market
of news of an injunction being granted in Germany. The market in the UK was also at a sensitive point,
having contracted by 50% during the pandemic, and set for 70% catch-up growth. Due to a product
recall in 2020, AB's market share had contracted; AB's position at this "inflexion point" was therefore
more vulnerable and it wished to make the most of the expected growth.

265

Advanced Bionics AG & Anr v Med-El Elektromedizinische Gerate GmbH [2021] EWHC 2415 (Pat) (31 August 2021)
Mellor J

104

Ordering expedition of the category 3 Shorter Trial Scheme trial to February 2022, Mellor J was satisfied
that such a timetable was eminently achievable with no prejudice to Med-El. In addition to the
commercial position described above, Mellor J noted that while it had been open to AB to clear the way
since the patent granted in April 2019, the risks changed when Med-El sued in Mannheim in June 2021.
(Within a month of learning of the Mannheim proceedings, AB had commenced the litigation in the UK
and applied for expedition of the trial). He batted away implicit criticism of AB's opposition in the EPO
(ie as contributing to the injunction gap) saying the advantages of the central EPO opposition were
obvious, and turned the point on its head ([54]):
"Since Med-El seemed to have so much confidence in the validity of the Patent, I wondered
why Med-El were not supporting the application for expedition: surely Med-El would want to get
the 3D device off the UK market as quickly as possible by establishing infringement of its valid
patent in this court. When I put that point to Mr Silverleaf, his response rested on the alleged
unfairness of not being able properly to prepare for the trial here. This is a point I deal with
below, but suffice to say I did not find his response convincing."
In Teva v Janssen266, Mellor J listed trial of Teva's revocation action following an application for listing
made by Teva before the case management conference (CMC). He made clear that a trial listing should
be obtained only if the court is given a proper appreciation of the scope of the trial but pushed back on
Janssen's position that the correct listing window for a trial of 5 days was October 2022 to January 2023
- Mellor J said that submission failed to take account of the 2015 Practice Statement. (He also noted
that since the Practice Statement was issued, listing practice had changed. Listing officers now wanted
to know how much pre-reading was included and how much time off is built in for preparation of closing
submissions).
Similarly, in Nokia v OnePlus (13 October 2021)267, at an early stage in the litigation process, two
months before the CMC was listed to be heard, Mellor J ordered trial in this SEP dispute to be listed for
the second half of September 2022, Meade J having agreed to sit. The judgment is notable for its
reiteration of the Patents Court's aim of listing trial within 12 months of issue, despite being extremely
busy, and the flexibility being shown by the judges and the court towards achieving the aim.
Statements of agreed technical background
A further procedural point arose in Mitsubishi v OnePlus (16 June 2021)268, a judgment in which
Mitsubishi's two patents (to methods of transferring data from a mobile terminal to a base station
involving a pilot symbol indicating the need or not for wireless resource) were held essential to Release
8 of the LTE standard, and so infringed. Mellor J said ([5]):
"Although ultimately there was little dispute as to this, in future where the
infringement/essentiality/equivalents case involves complex technology, consideration should
be given at the PTR stage to a direction that the parties serve a document or documents setting
out not only (i) Agreed CGK, with a list of CGK issues in dispute but also (ii) Agreed technical
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background for the infringement/essentiality/equivalents case, again with a list of technical
issues in dispute."
The new incumbents of the Patents Court are proving fond of agreed statements of technology. As well
as helping to clarify what is actually in dispute, the judges like having an agreed resource to mine when
writing their judgments!
Judgment hand-down
A second judgment in the Claydon dispute about apparatus for tilling soil and sowing seed, Claydon v
Mzuri (17 May 2021)269, serves as a reminder to lawyers to have their ducks in a row before handdown. Circulation of the embargoed judgment gives you notice to do this, even for Covid-style hand
downs.
In particular, if your judgment is being handed down remotely pursuant to the Covid-19 Protocol without
an actual remote hearing taking place, you will lose your opportunity to seek permission to appeal from
the court giving the judgment if you do not, before the hand down takes place, apply to the court for
permission to adjourn the hand-down hearing for the purpose of hearing applications for permission to
appeal. HHJ Hacon's judgment explains the details of the rules and authorities and is well worth a read.
Another judgment that is an absolute must-read for all litigators (not just IP lawyers) is Optis v Apple
(5 October 2021)270, which was handed down a week or so after Meade J's 27 October 2021 judgment
flagging by when an implementer found to be infringing a valid SEP needs to commit to take a licence
on FRAND terms as settled by the court in order to avoid an injunction restraining patent infringement.
What happened was that on the afternoon of Monday 20 September 2021, the embargoed judgment
was provided to the parties. A leak soon became suspected, but in fact had not happened. A sorry
sequence of events led the judge to writing and handing down a further judgment on 5 October 2021.
The 5 October judgment includes learning points for all lawyers and litigants on the embargo / hand
down of reserved judgments process, the obligations entailed on recipients of reserved judgments, what
to do if a leak is suspected, and the need for reserved judgments to be disseminated without the use of
e-mail exploders.
A leak became suspected after an unrelated individual (at Sisvel) learned through a barrister not
involved (and apparently via colleagues) that hand-down of the 27 September judgment was imminent.
The unrelated individual reached out to an individual at Optis saying "big day…Keeping my fingers
crossed!"
What followed was a car crash in slow motion. Said individual at Optis called said unrelated individual
(wrong) and proceeded to have a conversation at cross-purposes. Said Optis individual then messaged
Optis' solicitor alleging that "Meade's office leaks like a sieve" (wrong). Said Optis' solicitor did not
immediately have a call with said individual at Optis and obtain copies of the documents concerned i.e.
the email and WhatsApp messages (wrong); nor did he contact the solicitors on the record for Sisvel to
prevent further dissemination, which also would have enabled the misunderstanding to have been
discovered much more quickly (wrong). What Optis' solicitor did do was to email the judge to inform him
that because congratulations had been given it appeared there had been a breach, without providing
the judge with the messages he did have (i.e. "Meade's office leaks like a sieve") (wrong) and making
269
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statements based on assumptions (ie that said individual at Optis said things to said unrelated individual
that said Optis' solicitor probably would have liked him to have said) (wrong). Directions were given by
the judge for investigations to take place. Said Optis' solicitor then emailed the judge directly, without
including the judge's clerk (wrong), reporting that said Optis individual had received an inbound call
from said unrelated individual (wrong) and been informed by said unrelated individual that he had "heard
from lawyers that are friends of Meade", and providing the judge with some, but still not all, of the
messages that Optis' solicitor did have (wrong). Meade J then contacted Sisvel's solicitors on the
record, who acted urgently to confer with said unrelated individual and wrote to the court summarising
the sequence of events from his perspective. Further directions and communications followed, in the
course of which said Optis individual referred to his discussion with said unrelated individual as "locker
room chat" (wrong).
Recounting the sequence of events, the various assertions made and the gradual unmasking of what
had transpired, Meade J's judgment included the phrases "disastrous lack of thought", "obviously and
completely untrue", and "deplorable and far short of what the court is entitled to expect". He noted that
breaches of the restrictions of confidentiality are backed by the sanction of contempt, which was
probably why the Optis individual had been separately represented before him on this issue.
However, Meade J stepped back from escalating matters to contempt proceedings, saying it would be
a big distraction from the real substance of the litigation. His scathing judgment expressing severe
dissatisfaction is in itself a form of sanction. Optis were also directed to pay Sisvel and Apple's costs on
the indemnity basis.
Key learning points for all include that:
-

The embargo on draft judgments does not prevent a party who knows the result from speaking
to other commercial partners, of course, but to undertake voluntarily a communication which is
bound to be focused on the result of a trial is unacceptable.

-

The availability of reserved judgments before handing down is addressed in CPR PD40E. The
operation of the process requires a relationship of trust in both directions.

-

When there is an accidental breach of confidentiality provisions relating to confidential
disclosure, what is essential is to find out what happened with care, urgency and rigour, and to
address it, and to make clear and complete disclosure to the court and the opposing party
(although this does not apply to privileged information). This can be embarrassing and painful,
but it is essential. It is the obligation of a party, as the recipient of confidential information, to do
this if there is believed to have been a breach: the receipt of the other side's confidential
information is a burden as well as a benefit. All these considerations apply to draft judgments if
there is a (suspected) leak.

-

The use of e-mail exploders, and the provision of draft judgments to an excessive number of
people, is not in the spirit of PD40E or the Patents Court Guide. There needs to be a way of
disseminating a judgment only to those people who really need to give instructions. The
responsibility for this lies with the parties, who need to communicate with judges' clerks a more
concise list of people who really need to receive draft judgments.

The communication of the date of hand-down was not a breach of the embargo.
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Appeal
Vestel v Access (26 March 2021)271 was the Court of Appeal's judgment dismissing Vestel's appeal
against Judge Hacon's order setting aside service of the claim form out of the jurisdiction. At the
permission stage and in the course of the appeal, Vestel had raised new arguments. Allowing the
amendments sought to Vestel's pleaded case, Birss LJ explained that the two new points were both
pure points of law arising from the same facts and evidence, and the Court of Appeal can allow new
points of law to be taken on appeal in such circumstances.
Subsequent cases
Sometimes, patents end up being litigated more than once, against different defendants. In 2021, Optis'
EP 2,229,744 was such an example. That patent was found valid and infringed in the Unwired Planet
litigation272. Trial of issues of its infringement and validity fell to be determined again by the Patents
Court in Optis v Apple (25 June 2021)273. However the Optis case concerned different prior art giving
rise to a different point on construction (of "counting") to that in the Unwired Planet case. The expert
evidence was different and from different expert witnesses, and the estoppel points raised were also
new. The trial therefore started with a "clean sheet of paper".

5. Competition law, settlement and licensing
In Philip Morris v Rai274, Rai's two patents to e-cigarette technology were found invalid, but if valid they
would have been infringed. Rai and Third Party Nicoventures were referred to by the judge as "BAT"
for British American Tobacco, the group to which they belonged. BAT asserted that Nicoventures was
an exclusive licensee under the patents. Philip Morris put BAT to proof. Having considered the licence
documentation, Meade J said ([232])
"The licence is exclusive within the meaning of s. 130(1) of the Patents Act 1977 because it
licenses NTL to the exclusion of all others, including the patentee. The territory of the licence
includes the UK."
Nice, short, helpful reasoning on what makes a licence an exclusive licence for the purposes of the
Patents Act.
Zacaroli J's judgment in Permavent v Makin275 concerned the sole issue of whether terms in a
settlement agreement entered into by the parties in 2017 were unenforceable penalty clauses.
By clause 2.10, Mr Makin promised that he would not "challenge GIHL's sole legal or beneficial
ownership title to any of the Assigned IP following completion of the IP Assignment Agreement" or
"challenge the validity of or seek to revoke or invalidate any of the Assigned IP Rights". By clause 2.11,
it was provided that the payment system had been calculated upon an assumption that none of the
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circumstances in clause 2.10 arose and if any such challenge was made by Mr Makin or any related
party then, without prejudice to any rights or remedies available for breach of clause 2.10, the amount
of the payments would immediately be reduced to zero, Mr Makin would pay back all payments already
made to him and Mr Makin would immediately become liable to pay £616,667.
Zacaroli J noted that the 'detriment' imposed by the clauses was "extremely harsh". However, it was
not out of all proportion to Permavent's 'protected interest', which included the damage to the business
of the claimants much more widely than the value of the IP rights concerned. In reaching this conclusion,
Zacaroli J noted certain previous conduct by Mr Makin, including communications directly with
Permavent's solicitors, and found, on the balance of probabilities, that Mr Makin had adopted a "usual
tactic" of appearing in cases unrepresented and making life as difficult and costly as possible for the
other side to the point they would decide to give in.
If the case name Permavent v Makin rang bells, that explains why!
In add2 v dSPACE276, add2's patent to a signal interface circuit (for use in simulatory testing) was found
invalid for obviousness over prior art Woerman. Nevertheless, Meade J considered the merits of
dSPACE's argument that add2 was not the proprietor of the patent because an assignment to it was
ultra vires the assignor and void as an unlawful distribution at common law.
Meade J introduced this part of his reasoning in the following way ([225]):
"There is an unusual quality to the analysis, because my judgment that the Patent is invalid
destroys its value. On the other hand, if I had found it valid and infringed it would have had real
value in the form of damages from the Defendants that would be due, but that assessment
could only be made now, following trial, with hindsight. At the time of the Assignment, the
Patent was a sort of Schrodinger’s cat, but I have found it was regarded by Mr Dowen as a
valuable opportunity, overall."
Schrodinger's cat again. Was Meade J perhaps anticipating discussion in this paper of the Claydon
case? Maybe he had recently read Gordon's article on the Claydon case277? Or perhaps this is just an
example of great minds thinking alike. (Honestly Gordon did not write this bit).
Getting to the point, dSPACE's argument drew on company law, as to which add2 accepted that ([223]):
"i) As a general principle, a company may only make a “distribution” (i.e. pay a dividend) to
shareholders out of profits available for that purpose, not out of the company’s capital;
ii) The ability of a company to make a distribution to shareholders is regulated by two sets of
rules: first, by statute, under Companies Act 2006 (“CA 2006”) Part 23, ss. 829-853; and
secondly, at common law. Those common-law rules are expressly preserved by CA 2006 s.
851;
iii) At common law, where a company seeks to make a distribution to shareholders (in effect, to
pay a dividend) out of capital rather than out of profits, then the distribution will be ultra vires
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the company and void as a “fraud on the company’s creditors”, even where the transaction is
“dressed up” to look like something else;
iv) A transfer by a company to an entity owned or controlled by the shareholder may engage
the principle just as much as a transfer to the shareholder himself (see Aveling Barford Ltd v
Perion Ltd (1989) BCC 677 (Hoffmann J) at 683B);
v) The principle may be engaged even if the company is not insolvent when it enters the
impugned transaction, and even if it is not rendered insolvent by the impugned transaction (see
Aveling Barford at 683F)."
Additionally, from Lord Walker's judgment in Progress Property v Moorgarth278: It was not correct to say
that whenever the company had entered into a transaction with a shareholder which resulted in a
transfer of value not covered by distributable profits, and regardless of the purpose of the transaction,
there was an unlawful return of capital. A relentlessly objective rule of that sort would be oppressive
and unworkable, and would tend to cast doubt on any transaction between a company and a
shareholder.
If there was a stark choice between a subjective and an objective approach, the least unsatisfactory
choice would be the latter, but in cases of this sort the court's real task was to inquire into the true
purpose and substance of the impugned transaction. This called for an investigation of all the relevant
facts, which sometimes (but not always) included the state of mind of the human beings orchestrating
the corporate activity. For example, if a controlling shareholder simply treated a company as their own
property, their state of mind (and that of their fellow directors) was irrelevant and it did not matter
whether they were consciously in breach of duty or just woefully ignorant of their duties.
However, a distribution disguised as an arm's length commercial transaction was the paradigm example
of a situation when the participants' subjective intentions were relevant. If the conclusion was that it was
a genuine arm's length transaction, then it would stand even if it might, with hindsight, appear to have
been a bad bargain. But if it was an improper attempt to extract value by the pretence of an arm's length
sale, it would be unlawful. The conclusion would depend on a realistic assessment of all the relevant
facts, not simply a retrospective valuation exercise in isolation from all other inquiries.
add2's patent was originally filed, in 1999, by Mr Down, who was the founder of Add2 Limited. He sold
the patent to Add2 Limited in 2008 for £36,800 – a sum representing the prosecution and maintenance
costs paid to that time. Attempts in 2016-2018 to find a buyer for Add2 Limited failed. The shareholders
of Add2 Limited formed a new company (the claimant). Add2 Limited formally assigned the patent and
associated rights by way of assignment. Shortly afterwards, Mr Down was assigned the other
shareholders' holdings in the claimant. Therefore, Add2 Limited was solvent at the time of the
assignment of the patent and not rendered insolvent by the assignment. Add2 Limited continued to
trade until a dramatic decline in UK automotive sales in early 2019.
Meade J held that in making the assignment of the patent, Mr Down had been motivated primarily by a
desire to transfer the risky exercise of seeking to monetise the patent to the claimant, while protecting
the steady business of Add2 Limited, in particular from costs liabilities including in respect of litigation.
He acted honestly at all times. He also thought there was a realistic possibility of making a lot of money
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from the patent, and that the exploitation of the patent was a valuable business opportunity. Meade J's
view was that Mr Down essentially viewed the patent as his property.
Applying the legal principles to the facts, Meade J concluded that objectively speaking, giving away a
valuable opportunity for no value amounted to taking an asset out of Add2 Limited by voluntary
distribution – that was its true substance. Therefore (if the patent had been valid) the earlier assignment
of it to the claimant would have been void as ultra vires. If subjective intentions were considered, the
same result was reached: Mr Down would have regarded the assignment as a transfer for nil value of
a valuable opportunity; the fact he was not dishonest and Add2 Limited was solvent did not change the
fundamental analysis.
However, a later confirmatory assignment of the patent had been effective.
Finally in this section we note the existence of a very interesting judgment of HHJ Hacon in Royalty
Pharma v Boehringer Ingelheim279. It is well worth a read because it explains very clearly two areas
of German law in language that is written by and for an English lawyer: German contract law; and (as
noted above in section 2.b.) German law on the infringement of claims to medical use inventions.
Why was Judge Hacon writing about German law? Because a dispute arose about a patent licence
agreement which provided that its governing law was German law and the courts of England and Wales
had jurisdiction over any dispute. Judge Hacon learned about German law from the expert evidence
before the court, and then applied it to determine the contract and patent infringement issues, and
consequently the parties' claims for damages and interest.

6. Entitlement, inventorship and employee inventor compensation
Finally, we wrap up our review of patent cases in 2021 with a look at the Court of Appeal's judgment in
Thaler v Comptroller280. The case name may ring bells from our review last year – in the judgment
under appeal281, Marcus Smith J said he liked to think that an alien from outside the galaxy would not
be denied legal personality before the courts of England and Wales simply on the grounds of unforeseen
extraterritoriality. The Court of Appeal steered clear of alien analogies.
Dr Thaler's patent application was being pursued as a test case. Dr Thaler was the applicant, but he
did not assert himself to be the inventor of the invention for which patent protection was sought. Dr
Thaler asserted that the inventor of the invention was an AI machine, named 'DABUS', which he owned.
The question for the courts, therefore, was whether in such circumstances the requirements of the
Patents Act of 1977 were satisfied, in particular sections 7 and 13, which provide:
"7. Right to apply for and obtain a patent
(1) Any person may make an application for a patent either alone or jointly with another.
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(2) A patent for an invention may be granted—
(a) primarily to the inventor or joint inventors;
(b) in preference to the foregoing, to any person or persons who, by virtue of any
enactment or rule of law, or any foreign law or treaty or international convention, or by
virtue of an enforceable term of any agreement entered into with the inventor before
the making of the invention, was or were at the time of the making of the invention
entitled to the whole of the property in it (other than equitable interests) in the United
Kingdom;
(c) in any event, to the successor or successors in title of any person or persons
mentioned in paragraph (a) or (b) above or any person so mentioned and the successor
or successors in title of another person so mentioned; and to no other person.
(3) In this Act “inventor” in relation to an invention means the actual deviser of the invention and
“joint inventor” shall be construed accordingly.
(4) Except so far as the contrary is established, a person who makes an application for a patent
shall be taken to be the person who is entitled under subsection (2) above to be granted a
patent and two or more persons who make such an application jointly shall be taken to be the
persons so entitled….
13. Mention of inventor
(1) The inventor or joint inventors of an invention shall have a right to be mentioned as such in
any patent granted for the invention and shall also have a right to be so mentioned if possible
in any published application for a patent for the invention and, if not so mentioned, a right to be
so mentioned in accordance with rules in a prescribed document.
(2) Unless he has already given the Patent Office the information hereinafter mentioned, an
applicant for a patent shall within the prescribed period file with the Patent Office a statement—
(a) identifying the person or persons whom he believes to be the inventor or inventors;
and
(b) where the applicant is not the sole inventor or the applicants are not the joint
inventors, indicating the derivation of his or their right to be granted the patent;
and, if he fails to do so, the application shall be taken to be withdrawn.
(3) Where a person has been mentioned as sole or joint inventor in pursuance of this section,
any other person who alleges that the former ought not to have been so mentioned may at any
time apply to the comptroller for a certificate to that effect, and the comptroller may issue such
a certificate; and if he does so, he shall accordingly rectify any undistributed copies of the patent
and of any documents prescribed for the purposes of subsection (1) above."
The Patents Court, dismissing Dr Thaler's appeal, confirmed that an AI machine was not a natural
person and so did not satisfy the meaning of "inventor" pursuant to s.7(2)(a). Nor was an AI machine
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capable of owning or transferring any rights in its invention pursuant to s.7(2)(b) or (c), so the owner of
the machine was not entitled to a patent for the relevant invention. Further, the provisions of section 13
did not abrogate the requirement that the provisions of section 7 be satisfied.
In the Court of Appeal, the majority (Arnold LJ and Laing LJ) dismissed Dr Thaler's further appeal. Birss
LJ dissented, so the combined judgment makes very interesting reading.
The Court of Appeal was unanimous that within the scheme of the 1977 Act, an 'inventor' had to be a
person, the 'actual deviser' of the invention. Nothing in the Court of Appeal's reasoning cast doubt on
the judge's conclusion that the inventor must be a natural person (a human) but the distinction was not
explored in the Court of Appeal's judgment, where the focus of the reasoning shifted somewhat to the
effect of section 13.
Birss LJ began by delving back into the history, which in his view provided answers to many of the
issues in the appeal.
Under the Statute of Monopolies of 1623, section 6, it was permissible for patents to be granted "to the
true and first inventor". This meant true and first inventors in the modern sense and true and first
importers into the realm. It was not possible to assign the right to be granted a patent.
Under the Patents Act of 1949 the right to the grant of a patent was assignable before grant and so
patents did not have to be granted to the true and first inventor. However the applicant was required by
law to name the true and first inventor, patent applications had to contain an assent from the true and
first inventor, the actual deviser of an invention had a right to be mentioned in the patent, and a ground
of revocation, open to anyone, was that the patent had been granted to a person not entitled to apply.
The key provisions of the current law, sections 7 and 13 of the 1977 Act, were enacted against the
background of the 1970 'Banks Committee' report on the British Patent System, which made
recommendations on the procedure relating to patent applications, including that the law should be
simplified in various ways. Sections 7 and 13 were not listed in s.130(7) of the 1977 Act as provisions
intended to have the effect of the equivalent provisions in the EPC282, CPC283 or PCT284; nevertheless
it was undesirable for provisions in UK law which in fact corresponded to provisions in the EPC to be
interpreted differently.
Birss LJ summarised Dr Thaler's grounds of appeal as addressing three core questions, which
he considered in turn.
First, did the 1977 Act require that an inventor be a person?
Having discussed the
recommendations of the Banks Committee, Birss LJ said it was no accident that section 7(1) provided
expressly that "any person" may make an application for a patent without qualification – part of the
Banks Committee's recommendations was to abolish the idea that there was any qualification to be
satisfied before someone could even make a patent application. There was now a clear (rebuttable)
presumption built into the law that the applicant be taken to be entitled to the grant (s.7(4)); the idea
that the inventor could be anyone other than the actual devisor of the invention was abolished. The rest
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of the 1977 Act was drafted on the footing that the inventor was a person (e.g. s.7(2)(c)). Therefore,
within the meaning of the 1977 Act, the "inventor" was "the person who actually devised the invention".
Second, what was s.13 of the 1977 Act for, and how did it work? The purpose of this section was
to fulfil the recommendations of the Banks Committee to simplify the application procedure; to change
the law from that under the 1949 Act which imposed an obligation demanding the identification of the
true and first inventor, including a mandatory assent and so on. Therefore, under the 1977 Act, if the
filed statement of inventorship gave a silly reason why the applicant was not able to name a person
who was the inventor, the Comptroller would be perfectly entitled to be suspicious, but if the Comptroller
was satisfied that what the applicant had provided was their genuine belief, then s13(2)(a) would be
satisfied. Similarly, no great detail was required to satisfy s.13(2)(b) – no document evidencing title had
to be produced. The purpose of s.13 was simply to give the Comptroller information which would be
made public, not to require or facilitate an examination of the applicant's claimed right to be granted the
patent. The Comptroller was not obliged to examine the cogency of an assertion.
In reaching this view, Birss LJ drew upon reasoning of Whitford J in Nippon Piston285. Birss LJ pointed
out that Whitford J had been well aware of the changes in law and practice brought about by the 1977
Act and his explanation of the purpose and requirements of s.13(2) fit with the legislative history of the
provision.
Birss LJ's view was that the judge had erred in thinking that the Comptroller, in granting a patent to the
applicant, was in any sense ratifying the applicant's claim to be entitled to the grant – the changes in
the law from the 1949 Act to the 1977 Act were designed to stop that. Therefore the judge had
proceeded on a fundamental misunderstanding of the scheme of s.7 of the Act. The relevant place to
start was in fact s.7(4), which provided for a presumption that the person making the application shall
be taken to be the person entitled to the grant. The purpose of that provision was to get away from the
idea that grant to a person not entitled inherently made the patent invalid in some way; it was to relieve
the Comptroller of any obligation to examine the quality of the applicant's claim to the right beyond
providing an indication under s13(2).
Third, what was the right response to Dr Thaler's statement of inventorship under s13(2)? Birss
LJ's view was that, for s.13(2)(a), the starting point was that Dr Thaler had filed a statement, within the
appropriate time, in which he had identified the person or persons whom he believed to be the inventor
or inventors. His statement identified no person as the inventor because he believed there was no
human inventor. There was no suggestion his statement was not an honest statement. Nor was there
any suggestion from the statement or surrounding circumstances that in fact there was a person Dr
Thaler believed was the inventor and Dr Thaler was deliberately hiding it. Therefore Dr Thaler had
complied with his legal obligations under s.13(2)(a).
On s.13(2)(b), Dr Thaler argued that his right to be granted the patent derived from s.7(2)(b) because
he created, owned and operated DABUS, and "there is a rule of law whereby the owner and operator
of a machine which creates inventions is entitled to the right to apply for and be granted a patent for an
invention created by the machine". This meant Dr Thaler had given an indication of the derivation of his
right to be granted the patent. The claim to derivation would be clear on the register, and the assertion,
if correct, was not incomplete. Although Dr Thaler's claim to the right might never be tested (i.e. by
someone who thought they had a better right to the patent for the invention than Dr Thaler could seek
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to establish that under s.8 or s.37), this consequence was "deliberately built into the scheme of the 1977
Act for policy reasons". Therefore Dr Thaler had complied with s.13(2)(b) too.
Concluding that the fact that the creator of the inventions in this case was a machine was no impediment
to patents being granted to Dr Thaler, Birss LJ also made some pertinent observations on the
circumstances of the case ([79]-[81]):
"Just because all inventors are people, this case demonstrates that it does not follow that all
inventions have a person who invented them…The absence of a named inventor when it is
clear why no name has been given and it cannot be said the applicant is not giving their genuine
belief, is no basis on which to find that s13(2) has not been complied with.
There is more than a hint in this case of the idea that if only Dr Thaler was not such an obsessive
and, instead of calling DABUS the inventor, he named himself and then none of these problems
would arise. However since inventors can waive their right to be mentioned under s24(3), even
if the Comptroller suspects that Dr Thaler is really the inventor, Dr Thaler has clearly waived
whatever right he may have had to be mentioned and that should be the end of that."
Arnold LJ phrased the first issue as being: does DABUS qualify as an "inventor" within the
meaning of the Patents Act 1977? He agreed with Birss LJ that for the purposes of the 1977 Act, only
a person could be an "inventor", and concluded that therefore the Hearing Officer and the judge had
been correct conclude that DABUS did not qualify as an inventor.
Arnold LJ phrased the second issue as being: is Dr Thaler entitled to apply for patents in respect
of the inventions? Dr Thaler's claim to entitlement was founded on s.7(2)(b) and a rule of law to the
effect that he was entitled to the whole of the property in them. In this context, Arnold LJ considered the
starting point to be that "an invention is a piece of information" 286 and there is no property right in
information even if it is confidential287. Therefore, although a patent or application for a patent was
personal property (s.30(1) of the 1977 Act), no such provision was made with respect to an invention
prior to the filing of a patent application in respect of it, and in s.7(2)(b) the "whole of the property in [the
invention]" was the right to apply for (and if the statutory requirements were complied with, to obtain) a
patent in respect of that invention i.e. the entitlement to file an application. The right could be transferred,
but it was only a right as against persons who derived knowledge of the invention from the inventor.
Therefore, the "property" referred to in s.7(2)(b) was well described in Yeda v Rhone-Poulenc288 as "a
sort of inchoate property in the invention".
The rule of law relied upon by Dr Thaler was the common law doctrine of "accession". From Blackstone's
Commentaries on the Laws of England289, this was described by reference to "Roman law" as rooted
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in the concept of "dominion"/exclusive possession; the newly produced tangible was susceptible of
exclusive possession, and the person who had exclusive possession of the tangible which produced it
would generally be able to exercise exclusive possession over the new tangible. Arnold LJ's view was
that this did not translate to the situation where an intangible of the kind which may be the subjectmatter of IP law was produced by tangible property. This was because such intangibles were nonrivalrous goods (meaning that consumption by one did not preclude simultaneous consumption by
others). Thus the new intangible was not susceptible of exclusive possession, nor did exclusive
possession of the intangible follow from exclusive possession of the tangible property that produced it.
For example, if A took a digital photograph using B's camera, then A might own copyright in the
photograph, but not B.
Arnold LJ therefore concluded that there was no rule of law that a new intangible produced by existing
tangible property was the property of the owner of the tangible property, as Dr Thaler contended, and
certainly no rule that the property contemplated by section 7(2)(b) in an invention created by a machine
was owned by the owner of the machine. Accordingly, the hearing officer and the judge were correct to
hold that Dr Thaler was not entitled to apply for patents in respect of the inventions given the premise
that DABUS made the inventions.
Arnold LJ phrased the third issue as being: was the hearing officer correct to hold that the
applications are deemed to have been withdrawn by virtue of section 13(2) of the 1977 Act?
Arnold LJ agreed with Birss LJ that s.13 changed the law in certain respects. He agreed that it was
clear that a purpose of section 13(2) was not to enable the Comptroller to investigate, let alone ratify,
the factual correctness of the answers given by the applicant in its application forms – this was clear
from Nippon Piston. However, Arnold LJ said that Nippon Piston also confirmed that the requirement
imposed by section 13(2)(b) could not be ignored and that, if it was not complied with, then the
application must be deemed withdrawn - in that case the forms filed by the applicant did not indicate
how the applicant derived its right to be granted the patents, and this was held to be fatal; the
applications were deemed to have been withdrawn. Thus the Comptroller's function under section 13(2)
was to check whether the prescribed statements had been filed in time, and if so whether the statements
filed appeared to comply with the statutory requirements or were defective on their face.
In the present case Dr Thaler did not identify "the person or persons whom he believes to be the inventor
or inventors" as required by section 13(2)(a). He identified a non-person as the inventor. It was irrelevant
whether that was his genuine belief because the answer given was a legal impossibility when taken
entirely at face value. Nor did Dr Thaler identify the derivation of his right as required by s.13(2)(b): he
simply asserted that it was sufficient that he owned DABUS. As a matter of law, that was incorrect, and
again, this took the answer at face value and did not involve the Comptroller in determining whether or
not the answer given was factually accurate. Therefore on the face of the forms filed, Dr Thaler did not
comply with either of the requirements laid down by s.13(2) and the inevitable consequence of this was
that the applications were deemed to be withdrawn.
Stepping back, Arnold LJ said that this did not introduce some new, non-statutory ground for refusing
patent applications. On the contrary, it gave effect to the statutory requirements that (i) the inventor
must be a person and (ii) an applicant who is not the inventor must be able, at least in principle, to found
an entitlement to apply for a patent in respect of the invention.
Lady Justice Elisabeth Laing agreed with Arnold LJ. She considered key to the appeal that modern
patent law "is almost entirely a creature of statute" and that the 1977 Act provided the answers. In
reasoning possibly more closely aligned with the approach taken by the judge, she said that the
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requirements of s.13(2) were cumulative, so if Dr Thaler's s.7 forms did not satisfy section 13(2)(a),
whether they could have satisfied s.13(2)(b) was an academic question. She said she agreed with Birss
LJ that section 13(2) did not require great detail, but said that the statement needed to satisfy the
Comptroller that the inventor was a person and indicate, in general terms, how the applicant claimed
that he was entitled to apply for the patent. The Comptroller is not obliged to accept a section 13
statement which is bad on its face.
Therefore the key point of difference in the Court of Appeal between Birss LJ and the majority went to
what s.13 required the Comptroller to do. Did the Comptroller have to be satisfied that,
1) on its face, an assertion was being made that the inventor was a person and how the
applicant derived their rights from that person, or
2) the s.13(2) statement filed by the applicant merely identified any person believed to be the
inventor (if such a person existed), and indicated the derivation asserted (without forming a
view as to whether the asserted derivation was legally sound)?
Birss LJ's approach would provide a neat way to facilitate patenting of inventions made by AI machines,
even if the machine itself could not be identified as the inventor. As usual, he is running ahead of the
pack here, and acknowledging that life moves on and the law has to keep up with the technology.
However, the reasoning of the majority in the Court of Appeal prevents this approach while the relevant
provisions of the 1977 Act (sections 7 and 13) remain in their current form.
Another approach, that Dr Thaler could have taken, would be for Dr Thaler to identify himself as the
inventor. He expressly declined to do so on 'moral' grounds and consequently whether the approach
would have resulted in the grant of patents for the inventions concerned is not known. Such an approach
may well have assisted Dr Thaler, but it would not have resolved the position for AI generated inventions
more generally. This is because Dr Thaler is a natural person, and therefore without doubt capable of
being an 'inventor' for the purposes of the 1977 Act. If the owner of the AI machine was instead a legal
entity (for example a company), following the Patents Court's judgment it could not have stood in as the
'inventor' for the purposes of the Act (and the Court of Appeal said nothing to cast doubt on this
reasoning). Circumstances might be imagined whereby an employee who created the AI machine or
supervised its operation might be identified – but addressing facts on a case by case basis would leave
much uncertainty in the law.
Finally, and acknowledging that the law is different in the USA, what if Dr Thaler had just made up a
name for the inventor? Michael Mouse, for example. Would there have been any enquiry by the patent
office into whether that was a real person? The fictional Mr Mouse is no more a "legal person" than
DABUS, but the patent would have been granted nonetheless.

7. Summary and conclusions
After a few quite "grumpy" years, I ended last year's review in a positive frame of mind, and overall
nothing has changed. As I said right at the beginning, we have a really expert panel of judges at all
levels and although there are still one or two mavericks, the service and consistency is strong and
reliable.
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We are about to enter the first full year of Birss LJ and Arnold LJ alongside each other in the Court of
Appeal. I do not know how often they will sit on the same panel, but when they do, I doubt that it will be
boring. They do seem to have somewhat different mindsets, leading to a perception that maybe one
favours patentees a little more than the other.
We have now had a full year of Meade J and I have to say that the impression is very favourable. Last
year I referred to Professor Sir Robin Jacob's optimism about the new judicial team being, at least, the
equal of his day with Lord Hoffman, Aldous LJ, Jacob J, Laddie J and Pumfrey J in harness. I think he
may well be absolutely right about that, and if so, the timing could not be any better.
Why? Well…..after many years of speculation I decided to omit any mention of the proposed Unified
Patents Court last year, but now it seems to be upon us. After a flurry of court activity, some diplomatic
progress with ratifications, and now with the express support of the French Presidency of the European
Commission, the chances are that the UPC will be with us before the end of this calendar year.
My view, for what it is worth, is that this is a good thing for patent litigation in the UK, as long as we can
shed the image we once had that the UK was where patents came to die. With the fear of losing valuable
patents across the whole of the European Union, and with the UK remaining an important market for
pretty much all goods, why would companies not consider litigating in the UK as a "first step" to
European enforcement? A positive judgment form a strong UK court might be more than influential in
the wider European market.
Why not? Well, for one thing the cost….. Last year I mentioned my pet scheme – the costs cap for
Shorter Trial Scheme cases. When I first had the idea I set the cost cap at £500,000 to match the
maximum recoverable costs (circa €600,000) in the UPC. That is now more relevant than ever and I
would really like to see that being pushed through this year. If we take away the conspicuous costs gap,
the attractiveness of the UK system in terms of the quality of judges and the rigorous procedures would
far outstrip a brand new court with untried judges and rules.
I think that the innovative spirit and "can do" attitude which marked the initial response to the Covid
pandemic and the lockdown has continued through 2021, with the courts responding positively and
constructively and forging new practices which will enhance the practice of justice in this country for the
future.
A lot of the credit for that must go to the Deputy Head of Civil Justice in this country. We have all known
him for many years and admired his energy, enthusiasm and innovation as a leading QC and then a
judge. Now we have to share him with the wider legal community, but we cannot begrudge them a stake
in his excellence. If there was no other reason, his effective untangling of the complex knot into which
the concept of insufficiency had managed to become tied by a couple of rambling Supreme Court
decisions, is in itself grounds for awarding Lord Justice Birss this year's coveted "Judge of the Year"
award. I am only sorry that he never got his hands on that wretched seed drill!
Gordon Harris and Ailsa Carter
January 2022
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